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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Staples The Office Superstore, LLC

Granted to Date
of previous ex-
tension

02/04/2015

Address 500 Staples Dr
Framingham, MA 01702-4478
UNITED STATES

Attorney informa-
tion

Sabrina C. Stavish, Sarah J. Schneider
Sheridan Ross P.C.
1560 Broadway, Suite 1200
Denver, CO 80202
UNITED STATES
stavish@sheridanross.com, sschneider@sheridanross.com

Applicant Information

Application No 86333493 Publication date 10/07/2014

Opposition Filing
Date

02/04/2015 Opposition Peri-
od Ends

02/04/2015

Applicant S&M Brands, Inc.
3662 Ontario Road, Suite B
Keysville, VA 23947
UNITED STATES

Goods/Services Affected by Opposition

Class 034. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Smokeless cigar vaporizer pipes; Smoke-
less cigarette vaporizer pipe

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Dilution Trademark Act section 43(c)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

1438390 Application Date 05/13/1986

Registration Date 04/28/1987 Foreign Priority
Date

NONE

Word Mark STAPLES

Design Mark

http://estta.uspto.gov


Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1985/08/23 First Use In Commerce: 1985/08/23
OFFICE SUPPLY STORE SERVICES

U.S. Registration
No.

1459182 Application Date 04/04/1986

Registration Date 09/29/1987 Foreign Priority
Date

NONE

Word Mark STAPLES

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 1985/06/06 First Use In Commerce: 1985/07/25
OFFICE SUPPLIES, NAMELY, PADS OF PAPER
Class 042. First use: First Use: 1984/12/12 First Use In Commerce: 1985/07/25
OPERATION OF MOBILE RETAIL STORES FOR THE SALE OF OFFICE SUP-
PLIES, OFFICE FURNITURE, AND RELATED ITEMS

U.S. Registration
No.

1487171 Application Date 05/13/1986

Registration Date 05/03/1988 Foreign Priority
Date

NONE

Word Mark STAPLES THE OFFICE SUPERSTORE

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1985/08/23 First Use In Commerce: 1985/08/23
OFFICE SUPPLY STORE SERVICES

U.S. Registration
No.

1512125 Application Date 10/16/1987

Registration Date 11/08/1988 Foreign Priority
Date

NONE

Word Mark STAPLES

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1986/05/01 First Use In Commerce: 1986/05/01
OFFICE SUPPLY STORE SERVICES

U.S. Registration
No.

1716918 Application Date 11/21/1991



Registration Date 09/15/1992 Foreign Priority
Date

NONE

Word Mark STAPLES EXPRESS

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1990/09/29 First Use In Commerce: 1990/09/29
office supply store services

U.S. Registration
No.

1891487 Application Date 02/17/1994

Registration Date 04/25/1995 Foreign Priority
Date

NONE

Word Mark STAPLES THE OFFICE SUPERSTORE

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1986/05/01 First Use In Commerce: 1986/05/01
office supply store services

U.S. Registration
No.

2003027 Application Date 10/05/1995

Registration Date 09/24/1996 Foreign Priority
Date

NONE

Word Mark STAPLES NATIONAL ADVANTAGE

Design Mark

Description of
Mark

NONE

Goods/Services Class 042. First use: First Use: 1995/08/21 First Use In Commerce: 1995/08/21
mail order services, mail order catalogservices and providing on-site retail ser-
vices all in the field of office supplies

U.S. Registration
No.

2014936 Application Date 04/25/1995

Registration Date 11/12/1996 Foreign Priority
Date

NONE

Word Mark STAPLES BUSINESS ADVANTAGE

Design Mark

Description of NONE



Mark

Goods/Services Class 042. First use: First Use: 1995/01/05 First Use In Commerce: 1995/01/05
mail order, telephone shopping, facsimile shopping and on-line global computer
network shopping services featuring office supplies

U.S. Registration
No.

2397238 Application Date 04/20/1999

Registration Date 10/24/2000 Foreign Priority
Date

NONE

Word Mark STAPLES.COM

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1998/11/00 First Use In Commerce: 1998/11/00
mail order catalog services via a global computer network featuring office sup-
plies, office furniture, computer hardware and software, computer accessories,
and telephones

U.S. Registration
No.

2504479 Application Date 01/24/2001

Registration Date 11/06/2001 Foreign Priority
Date

NONE

Word Mark STAPLES CENTER

Design Mark

Description of
Mark

NONE

Goods/Services Class 021. First use: First Use: 1999/10/16 First Use In Commerce: 1999/10/16
MUGS, CUPS,[ SHOT GLASSES] AND WATER BOTTLES
Class 025. First use: First Use: 1999/10/16 First Use In Commerce: 1999/10/16
CLOTHING, NAMELY, HATS, SHIRTS,[ POLO SHIRTS, T-SHIRTS, DENIM
SHIRTS, AND SWEATSHIRTS ]
Class 035. First use: First Use: 1999/10/16 First Use In Commerce: 1999/10/16
PROMOTING SPORTS AND ENTERTAINMENT EVENTS OF OTHERS
Class 041. First use: First Use: 1999/10/16 First Use In Commerce: 1999/10/16
PROVIDING FACILITIES FOR SPORTS AND ENTERTAINMENT EVENTS

U.S. Registration
No.

2661460 Application Date 07/21/2000



Registration Date 12/17/2002 Foreign Priority
Date

NONE

Word Mark STAPLESLINK.COM

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1999/10/00 First Use In Commerce: 1999/10/00
catalog services on the global computernetwork featuring office supplies, office
furniture, computer hardware and software, computer accessories and tele-
phones

U.S. Registration
No.

3319614 Application Date 10/12/2004

Registration Date 10/23/2007 Foreign Priority
Date

NONE

Word Mark STAPLES REWARDS

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2004/01/00 First Use In Commerce: 2004/01/00
retail store services, mail order catalog services and online retail store services,
featuring office supplies, office equipment and office furniture by providing a cus-
tomer loyalty incentive programwhereby participants accumulate value from pur-
chases which can be redeemed against future purchases

U.S. Registration
No.

3345845 Application Date 03/15/2006

Registration Date 11/27/2007 Foreign Priority
Date

NONE

Word Mark STAPLES STICKIES



Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 2006/04/00 First Use In Commerce: 2006/04/00
Note paper and note paper dispensers

U.S. Registration
No.

3385468 Application Date 03/31/2006

Registration Date 02/19/2008 Foreign Priority
Date

NONE

Word Mark STAPLES

Design Mark

Description of
Mark

The mark consists of the word STAPLES in white letters with a hooked letter L,
inside a red rectangle.

Goods/Services Class 035. First use: First Use: 1998/03/22 First Use In Commerce: 1998/03/22
retail store services, mail order catalog services, and computerized online retail
store services featuring office supplies, office equipment, including computer
hardware, copiers and telephones, andoffice furniture

U.S. Registration
No.

3410584 Application Date 11/16/2005

Registration Date 04/08/2008 Foreign Priority
Date

NONE

Word Mark STAPLES STICKIES



Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 2006/04/00 First Use In Commerce: 2006/04/00
paper, namely, notepads

U.S. Registration
No.

3454945 Application Date 05/14/2007

Registration Date 06/24/2008 Foreign Priority
Date

NONE

Word Mark STAPLES ECO EASY

Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the words "ECO" and "EASY" with the stylized image of a paper clip and leaf.

Goods/Services Class 035. First use: First Use: 2007/09/00 First Use In Commerce: 2007/09/00
Retail store services, mail order catalog services, and computerized online retail
store services featuring office supplies, office equipment, including computer
hardware, copiers and telephones, andoffice furniture

U.S. Registration
No.

3473385 Application Date 06/07/2007

Registration Date 07/22/2008 Foreign Priority
Date

NONE

Word Mark STAPLES QUICKSET



Design Mark

Description of
Mark

NONE

Goods/Services Class 020. First use: First Use: 2007/10/00 First Use In Commerce: 2007/10/00
Furniture

U.S. Registration
No.

3509711 Application Date 08/21/2007

Registration Date 09/30/2008 Foreign Priority
Date

NONE

Word Mark STAPLES ADVANTAGE

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2007/12/00 First Use In Commerce: 2007/12/00
mail order catalog services and online retail store services featuring office sup-
plies, office equipment, including computer hardware, copiers and telephones,
and office furniture

U.S. Registration
No.

3575637 Application Date 07/02/2008

Registration Date 02/17/2009 Foreign Priority
Date

NONE

Word Mark STAPLES PROMOTIONAL PRODUCTS



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2008/03/00 First Use In Commerce: 2008/03/00
Online retail store services and mail order catalog services featuring promotional
general merchandise and general consumer goods with company brand logos
and tag lines to the order and specificationof the customer; computerized online
ordering featuring business promotional general merchandise and general con-
sumer goods with company brand logos and tag lines to the order and specifica-
tion of the customer; Promoting the sale of goods and services of others through
the custom preparation of specialty apparel, promotional items and incentive
merchandise

U.S. Registration
No.

3575638 Application Date 07/02/2008

Registration Date 02/17/2009 Foreign Priority
Date

NONE

Word Mark STAPLES PROMOTIONAL PRODUCTS

Design Mark

Description of
Mark

The mark consists of a stylized STAPLESwithin a rectangular box to the left of-
the wording Promotional Products.

Goods/Services Class 035. First use: First Use: 2008/03/00 First Use In Commerce: 2008/03/00
Online retail store services and mail order catalog services featuring promotional
general merchandise and general consumer goods with company brand logos
and tag lines to the order and specificationof the customer; computerized online
ordering featuring business promotional general merchandise and general con-
sumer goods with company brand logos and tag lines to the order and specifica-
tion of the customer; Promoting the sale of goods and services of others through
the custom preparation of specialty apparel, promotional items and incentive
merchandise

U.S. Registration
No.

3674258 Application Date 08/25/2008

Registration Date 08/25/2009 Foreign Priority
Date

NONE

Word Mark STAPLES OOPS!



Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the letters "OOPS", with the letter "S" contained in corrective tape and an ex-
clamation point.

Goods/Services Class 016. First use: First Use: 2008/12/00 First Use In Commerce: 2008/12/00
Correction products for documents, namely, correction fluid, correction tape and
correction pens and erasers

U.S. Registration
No.

3719133 Application Date 10/10/2007

Registration Date 12/01/2009 Foreign Priority
Date

NONE

Word Mark SECURITY BY STAPLES

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2007/11/00 First Use In Commerce: 2007/11/00
retail store services, mail order catalog services, computerized online retail store
services featuring office supplies, office equipment, including shredders,antivirus
protection software and storage drivers

U.S. Registration
No.

3760084 Application Date 02/20/2009

Registration Date 03/16/2010 Foreign Priority
Date

NONE

Word Mark STAPLES PRINT SOLUTIONS



Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the words "Print" and "Solutions".

Goods/Services Class 035. First use: First Use: 2009/01/00 First Use In Commerce: 2009/01/00
Online retail store services featuring preprinted forms, stock forms, stock labels,
office forms, shipping and receiving forms, company-wide operational docu-
ments, production forms, department-specific documents, custom laser rolls,
customand stock cut sheet and continuous documents, pressure-sensitive la-
bels, stationery, business cards, envelopes, addresslabels, notepads, custom
imprinted printed matter and custom labels; supply chain management services
for others in thefield of custom printing of brochures, labels, envelopes, direct
mail advertising, flyers, forms, tags, and other printed advertising materials, ac-
cessed through a web site; computerized on-line ordering services featuring pre-
printed forms, stock forms, stock labels, marketing literature, office forms, ship-
ping and receiving forms, company-wide operational documents, training applic-
ations, production forms, department-specific documents, custom laser rolls,
custom and stock cut sheet and continuous documents, pressure-sensitive la-
bels, stationery, business cards, envelopes, address labels, notepads, custom
imprinted printed matter and custom labels; business management consultation
services, namely analysis ofbusiness forms, inventory management, and order-
ing and shipping procedures, in an integrated management program; preparing
advertising material for others; anddirect mail advertising services; business
mailing services, namely, preparing mailing lists for others; preparing advertise-
ments for others; direct mail advertising services
Class 040. First use: First Use: 2009/01/00 First Use In Commerce: 2009/01/00
Printing services; customized printing services; stationery printing services; label
printing services; printing of advertising matter; DVD and CD duplication and
replication services, video and VHS duplication services; bindery services for
others, namely, collating, folding, stapling, perforating, cutting and binding of
printed, photocopied and typewritten materials
Class 042. First use: First Use: 2009/01/00 First Use In Commerce: 2009/01/00
Providing temporary use of online non-downloadable software for users to post,
access, view, print and manage reports, and for printing custom-labels, direct
mail, and electronic forms

U.S. Registration
No.

3760085 Application Date 02/20/2009

Registration Date 03/16/2010 Foreign Priority
Date

NONE

Word Mark STAPLES PRINT SOLUTIONS



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2009/01/00 First Use In Commerce: 2009/01/00
Online retail store services featuring preprinted forms, stock forms, stock labels,
office forms, shipping and receiving forms, company-wide operational docu-
ments, production forms, department-specific documents, custom laser rolls,
customand stock cut sheet and continuous documents, pressure-sensitive la-
bels, stationery, business cards, envelopes, addresslabels, notepads, custom
imprinted printed matter and custom labels; supply chain management services
for others in thefield of custom printing of brochures, labels, envelopes, direct
mail advertising, flyers, forms, tags, and other printed advertising materials, ac-
cessed through a web site; computerized on-line ordering services featuring pre-
printed forms, stock forms, stock labels, marketing literature, office forms, ship-
ping and receiving forms, company-wide operational documents, training applic-
ations, production forms, department-specific documents, custom laser rolls,
custom and stock cut sheet and continuous documents, pressure-sensitive la-
bels, stationery, business cards, envelopes, address labels, notepads, custom
imprinted printed matter and custom labels; business management consultation
services, namely analysis ofbusiness forms, inventory management, and order-
ing and shipping procedures, in an integrated management program; preparing
advertising material for others; anddirect mail advertising services; business
mailing services, namely, preparing mailing lists for others; preparing advertise-
ments for others; direct mail advertising services
Class 040. First use: First Use: 2009/01/00 First Use In Commerce: 2009/01/00
Printing services; customized printing services; stationery printing services; label
printing services; printing of advertising matter; DVD and CD duplication and
replication services, video and VHS duplication services; bindery services for
others, namely, collating, folding, stapling, perforating, cutting and binding of
printed, photocopied and typewritten materials
Class 042. First use: First Use: 2009/01/00 First Use In Commerce: 2009/01/00
Providing temporary use of online non-downloadable software for users to post,
access, view, print and manage reports, and for printing custom-labels, direct
mail, and electronic forms

U.S. Registration
No.

3780897 Application Date 09/15/2009

Registration Date 04/27/2010 Foreign Priority
Date

NONE

Word Mark STAPLESEASYPRINT



Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2009/04/03 First Use In Commerce: 2009/04/03
computerized on-line ordering services featuring pre-printed forms, stock forms,
stock labels, marketing literature, office forms, shipping and receiving forms,
company-wide operational documents, training applications, production forms,
department specific documents, custom laser rolls, custom and stock cut sheet
andcontinuous documents, pressure-sensitive labels, stationary, business cards,
envelopes, address labels, notepads, custom imprinted printed matter, custom
labels and flexible packaging

U.S. Registration
No.

3825450 Application Date 12/27/2006

Registration Date 07/27/2010 Foreign Priority
Date

NONE

Word Mark M BY STAPLES

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 2007/09/00 First Use In Commerce: 2007/09/00
Paper; pads of paper; notebooks; file folders; envelopes; thumb tacks; paper
binders; paper clips; appointment books; office desk accessories, namely, desk
file trays, desk pads, desk sets, desktop document racks and organizers



U.S. Registration
No.

3826220 Application Date 05/28/2009

Registration Date 07/27/2010 Foreign Priority
Date

NONE

Word Mark STAPLES FACILITY SOLUTIONS

Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the words "Facility" and "Solutions".

Goods/Services Class 035. First use: First Use: 2009/04/00 First Use In Commerce: 2009/04/00
distributorship services in the field of facility supplies, janitorial and sanitation
supplies, safety and health and wellness supplies, cleaning supplies, cleaning
equipment, cleaning chemicals and chemical dispensing units, restroom paper
supplies and dispensing units; catalogordering services and e-commerce order-
ing services to commercial customers featuring business facility supplies, janit-
orial and sanitation supplies, safety andhealth and wellness supplies, cleaning
supplies, cleaning equipment, cleaning chemicals and chemical dispensing
units, restroom paper supplies and dispensing units; business project manage-
ment services in the field of facility supplies; transportation logistics services,
namely,scheduling and coordination of chemicaland paper dispenser system de-
livery forothers

U.S. Registration
No.

3828592 Application Date 02/26/2007

Registration Date 08/03/2010 Foreign Priority
Date

NONE

Word Mark STAPLES EASYTECH

Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2007/01/00 First Use In Commerce: 2007/01/00
Computer parts and peripherals used in the installation, repair and mainten-
anceof computer hardware, software and wireless networks, namely, keyboards,
memorycards, hard drives, monitors, wireless cards, computer cables, modem,
disc drives, buffers, central processing units, mouses, computer hubs, switches
and routers



Class 037. First use: First Use: 2007/01/00 First Use In Commerce: 2007/01/00
Installation, repair and maintenance ofcomputer hardware and wireless net-
works
Class 042. First use: First Use: 2007/01/00 First Use In Commerce: 2007/01/00
Installation, repair and maintenance ofcomputer software

U.S. Registration
No.

3839721 Application Date 08/26/2008

Registration Date 08/31/2010 Foreign Priority
Date

NONE

Word Mark STAPLES ECO EASY

Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the words "ECO" and "EASY" with the stylized image of a paper clip and leaf.

Goods/Services Class 016. First use: First Use: 2008/07/00 First Use In Commerce: 2008/07/00
Paper shredders for home or office use;paper; writing pads of paper; notebooks;
calendar based daily planners; file folders; storage boxes made of cardboard;
binders; envelopes; business forms; thumb tacks; paper binders; binder clips,
document portfolios, dry erase writing boards; pens; pencils; highlighters; dry
erase markers, paper clips; glue for stationery or household purposes, paper
staples; ink ribbons; appointment books; office desk accessories, namely, desk
file trays, correction tape, desk calendars, desk pads, desk sets, desk stands for
calendars, pens, pencils, inks and the likeoffice accessories, file folders, hanging
file folders, and holders for pens and pencils; telephone book binders, paperand
file storage boxes, desktop business card holders; desktop document racks and
organizers; non electric staplers; paper cutters; stationery, paper hole punchers;
pencil sharpeners; label printing machines; adhesive tape dispensers for house-
hold and commercial use; paper and plastic garbage bags, paper bags for
shredded bags, plastic packaging foil, rubber bands

U.S. Registration
No.

3874251 Application Date 04/07/2009

Registration Date 11/09/2010 Foreign Priority
Date

NONE

Word Mark SUSTAINABLE EARTH BY STAPLES



Design Mark

Description of
Mark

The mark consists of a globe design with leaves followed by the words "SUS-
TAINABLE EARTH BY STAPLES".

Goods/Services Class 035. First use: First Use: 2009/05/00 First Use In Commerce: 2009/05/00
Retail store services, mail order catalog services, and computerized online retail
store services featuring office supplies, cleaning supplies, imaging and computer
graphic supplies, document and print management supplies, office equipment,
including computer hardware, copiers and telephones, and office furniture

U.S. Registration
No.

3891934 Application Date 09/25/2009

Registration Date 12/21/2010 Foreign Priority
Date

NONE

Word Mark STAPLES BETTER

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 2006/12/00 First Use In Commerce: 2006/12/00
binders

U.S. Registration
No.

3891935 Application Date 09/25/2009

Registration Date 12/21/2010 Foreign Priority
Date

NONE

Word Mark STAPLES BETTER



Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 2008/12/00 First Use In Commerce: 2008/12/00
Dividers, namely, dividers for binders and index dividers

U.S. Registration
No.

3944768 Application Date 08/26/2008

Registration Date 04/12/2011 Foreign Priority
Date

NONE

Word Mark STAPLES ECO EASY

Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the words "ECO" and "EASY" with the stylized image of a paper clip and leaf.

Goods/Services Class 003. First use: First Use: 2010/12/00 First Use In Commerce: 2010/12/00
Cleaning preparations for use on various surfaces, and disposable cleaning
wipes impregnated with cleaning chemicals for a wide variety of household or
commercial products and surfaces, and hand soap; disposable pre-moistened
cleaning wipes impregnated with cleaning chemicals for label removal, computer
screen and keyboards, mobile phones, laptop/notebooks,and hand wipes

U.S. Registration
No.

3945034 Application Date 06/03/2009

Registration Date 04/12/2011 Foreign Priority
Date

NONE

Word Mark STAPLES I SHRED U



Design Mark

Description of
Mark

NONE

Goods/Services Class 009. First use: First Use: 2009/03/00 First Use In Commerce: 2009/03/00
Downloadable software application to enable the virtual sharing and disposal of-
photos and content
Class 035. First use: First Use: 2009/03/00 First Use In Commerce: 2009/03/00
Providing advertising information via local and global computer networks in
thefields of the office supply products and services of others
Class 038. First use: First Use: 2009/03/00 First Use In Commerce: 2009/03/00
Providing online chat rooms and electronic bulletin boards for registered
usersfor transmission of messages concerninggeneral interest, social network-
ing, photo sharing, and transmission of photographic images; Providing access
to information, audio, and video via websites, online forums, chat rooms, and
blogs over the Internet; electronic transmission ofmessages and data

U.S. Registration
No.

3948192 Application Date 08/26/2008

Registration Date 04/19/2011 Foreign Priority
Date

NONE

Word Mark STAPLES ECO EASY

Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the words "ECO" and "EASY" with the stylized image of a paper clip and leaf.

Goods/Services Class 002. First use: First Use: 2009/06/00 First Use In Commerce: 2009/06/00
Filled ink and toner cartridges for printers and facsimile machines

U.S. Registration
No.

3948193 Application Date 08/26/2008



Registration Date 04/19/2011 Foreign Priority
Date

NONE

Word Mark STAPLES ECO EASY

Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the words "ECO" and "EASY" with the stylized image of a paper clip and leaf.

Goods/Services Class 020. First use: First Use: 2009/12/00 First Use In Commerce: 2009/12/00
Computer furniture; office furniture, namely, chairs, desk chairs, desks, book-
cases, and filing cabinets

U.S. Registration
No.

3948302 Application Date 02/26/2009

Registration Date 04/19/2011 Foreign Priority
Date

NONE

Word Mark STAPLES TECHNOLOGY SOLUTIONS

Design Mark

Description of
Mark

NONE

Goods/Services Class 002. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
filled ink cartridges for printers; filled toner cartridges
Class 006. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
data center access flooring, namely, steel flooring and access floor panels con-
structed of steel panels with cementitious filling
Class 009. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
Computer accessories, namely, keyboards, printer cables, monitors, audio
speakers and modems; blank computer disks; blank recordable compact discs
and DVDs; computer mouse; batteries; voltage surge protectors; photocopiers;
computer printers; facsimile machines; memory cards; blank hard drives for



computers; blank wireless computer cards; computer cables; computer disc
drives; computer buffers; computer network hubs, switches and routers; connec-
tion cables; electric power cords; DVD and optical media, namely, blank optical
disks, namely, CDs, DVDs, CD-R, CD-RW for recording audio, images and data;
blank tape cartridges; blank data cartridges and blank video tapes; computer
workstations comprising of monitors, desktops, laptops, hard drives; web con-
soles
Class 012. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
mobile multimedia storage carts for domestic and commercial use
Class 016. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
bar code ribbons and labels; computer printer ribbons; computer paper
Class 019. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
high pressure laminate flooring
Class 020. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
multimedia filing cabinets; data centerworkstations comprising of desks, shelves
and drawers, and storage racks; furniture

U.S. Registration
No.

3948303 Application Date 02/26/2009

Registration Date 04/19/2011 Foreign Priority
Date

NONE

Word Mark STAPLES TECHNOLOGY SOLUTIONS

Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the words "Technology" and "Solutions".

Goods/Services Class 002. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
filled ink cartridges for printers; filled toner cartridges
Class 006. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
data center access flooring, namely, steel flooring and access floor panels con-
structed of steel panels with cementitious filling
Class 009. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
Computer accessories, namely, keyboards, printer cables, monitors, audio
speakers and modems; blank computer disks; blank recordable compact discs
and DVDs; computer mouse; batteries; voltage surge protectors; photocopiers;
computer printers; facsimile machines; memory cards; blank hard drives for
computers; blank wireless computer cards; computer cables; computer disc
drives; computer buffers; computer network hubs, switches and routers; connec-
tion cables; electric power cords; DVD and optical media, namely, blank optical
disks, namely, CDs, DVDs, CD-R, CD-RW for recording audio, images and data;
blank tape cartridges; blank data cartridges and blank video tapes; computer
workstations comprising of monitors, desktops, laptops, hard drives; web con-
soles
Class 012. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00



mobile multimedia storage carts for domestic and commercial use
Class 016. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
bar code ribbons and labels; computer printer ribbons; computer paper
Class 019. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
high pressure laminate flooring
Class 020. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
multimedia filing cabinets; data centerworkstations comprising of desks, shelves
and drawers, and storage racks; furniture

U.S. Registration
No.

3948304 Application Date 02/26/2009

Registration Date 04/19/2011 Foreign Priority
Date

NONE

Word Mark STAPLES TECHNOLOGY SOLUTIONS

Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
Catalog and on-line retail store services featuring a full line of office products
and supplies, multi-media furniture,paper products, computer accessories, com-
puter hardware and software and accessories, stationery, imaging and computer
graphic supplies, document and print management supplies, pre-press and digit-
al proofing supplies, copier and digital duplicator supplies, cleaning supplies,
and CAD/engineering supplies
Class 037. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
printer maintenance
Class 040. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
toner recycling service; printing services, namely, managed print services,
inkand toner recycling, hardware recycling
Class 042. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
Information technology infrastructure support services, namely, troubleshootin-
gof computer hardware and software problems; planning and development of
electronic communications networks; computer monitoring service which tracks
software performance, performs periodic maintenance and provides reports and
alerts concerning such performance; engineering, and software maintenance of
computer projects; data encryption services; leasing computer facilities for the
location of computer servers and related networking andcommunication equip-
ment, namely, storage servers, Web servers, disk arrays, tape backup equip-
ment of others

U.S. Registration
No.

3948305 Application Date 02/26/2009

Registration Date 04/19/2011 Foreign Priority NONE



Date

Word Mark STAPLES TECHNOLOGY SOLUTIONS

Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the words "Technology" and "Solutions".

Goods/Services Class 035. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
Catalog and on-line retail store services featuring a full line of office products
and supplies, multi-media furniture,paper products, computer accessories, com-
puter hardware and software and accessories, stationery, imaging and computer
graphic supplies, document and print management supplies, pre-press and digit-
al proofing supplies, copier and digital duplicator supplies, cleaning supplies,
and CAD/engineering supplies
Class 037. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
printer maintenance
Class 040. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
toner recycling service; printing services, namely, managed print services,
inkand toner recycling, hardware recycling
Class 042. First use: First Use: 2010/02/00 First Use In Commerce: 2010/02/00
Information technology infrastructure support services, namely, troubleshootin-
gof computer hardware and software problems; planning and development of
electronic communications networks; computer monitoring service which tracks
software performance, performs periodic maintenance and provides reports and
alerts concerning such performance; engineering, and software maintenance of
computer projects; data encryption services; leasing computer facilities for the
location of computer servers and related networking andcommunication equip-
ment, namely, storage servers, Web servers, disk arrays, tape backup equip-
ment of others

U.S. Registration
No.

3951277 Application Date 08/26/2008

Registration Date 04/26/2011 Foreign Priority
Date

NONE

Word Mark STAPLES ECO EASY



Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the words "ECO" and "EASY" with the stylized image of a paper clip and leaf.

Goods/Services Class 009. First use: First Use: 2010/12/00 First Use In Commerce: 2010/12/00
Computer hardware; computer printers, computer peripherals; computer
memory cards; computer accessories, namely, disk holders, disk boxes, spe-
cially adapted monitor stands, specially adapted laptop stands, keyboards, mon-
itors; batteries; telephones; surge protectors; copiers; printers; facsimile ma-
chines; calculators;mousepads, USB hard disk drives, USB flash drives

U.S. Registration
No.

3952231 Application Date 03/15/2010

Registration Date 04/26/2011 Foreign Priority
Date

NONE

Word Mark STAPLES DURA MARK

Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the left of
the word "DURAMARK" and the letters "MARK" underlined and bolded.

Goods/Services Class 016. First use: First Use: 2009/12/00 First Use In Commerce: 2009/12/00
permanent markers

U.S. Registration
No.

3970966 Application Date 08/26/2008

Registration Date 05/31/2011 Foreign Priority
Date

NONE

Word Mark STAPLES ECO EASY



Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the words "ECO" and "EASY" with the stylized image of a paper clip and leaf.

Goods/Services Class 016. First use: First Use: 2010/12/00 First Use In Commerce: 2010/12/00
Paper napkins, toilet paper, paper towels
Class 021. First use: First Use: 2010/12/00 First Use In Commerce: 2010/12/00
Plates, bowls, cups, hinged plastic storage containers for household use; trash-
cans; waste baskets; cleaning sponges; brooms, mops, buckets

U.S. Registration
No.

4012852 Application Date 02/20/2009

Registration Date 08/16/2011 Foreign Priority
Date

NONE

Word Mark STAPLES PRINT SOLUTIONS

Design Mark

Description of
Mark

NONE

Goods/Services Class 016. First use: First Use: 2009/01/00 First Use In Commerce: 2009/01/00
Laser printer supplies, namely, laser and non-impact printer sheeted and con-
tinuous paper labels; stationery; printed financial registers for indicating credits,
debits and balances of various accounts; blank checks; printed financial forms;
bookkeeping forms; accounting forms; paper blank and partially printed shelving
labels; combination paper label and business form; business forms; multi-
partbusiness forms; business forms, namely,statements, invoices, purchase or-
ders, and tax forms; printed paper color proofs, printed paper proofs of printed
business forms; paper labels and cut sheet paper labels for use with a printing
device for printing of information to be usedon other items such as product iden-
tification, shelf labeling, order selection,asset control and the like; paper
blankand printed labels; label printing machine ribbons; printed paper forms,



namely, preprinted and blank continuous forms,printed multi-leaved snap forms
and printed bank checks; custom cut paper sheets, laser print paper labels,
blank continuous and sheet fed laser custom paper forms, continuous laser roll
paper forms,stock cut paper sheets; business forms;adhesive labels, paper la-
bels, namely, private brand product labels, mailing labels, shipping labels, distri-
bution labels, quality and inventory control labels, coupon labels, pharmaceutical
labels, nutraceutical labels, chemical identification labels, consumer good
product/product identification labels, food labels, produce labels, agricultural la-
bels, retail labels, automotive aftermarket labels, manufacturing labels, industrial
labels, thermal labels, point of sale labels, in-mold labels, brand protection la-
bels, food traceability labels; picking, and price marking and mechanized sorta-
tionpaper labels; paper packaging for all previously mentioned goods; paper la-
bels,printed paper labels, shipping labels, barcode paper/film labels, RFID paper
labels, paper placards

U.S. Registration
No.

4012853 Application Date 02/20/2009

Registration Date 08/16/2011 Foreign Priority
Date

NONE

Word Mark STAPLES PRINT SOLUTIONS

Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the words "Print" and "Solutions".

Goods/Services Class 016. First use: First Use: 2009/01/00 First Use In Commerce: 2009/01/00
Laser printer supplies, namely, laser and non-impact printer sheeted and con-
tinuous paper labels; stationery; printed financial registers for indicating credits,
debits and balances of various accounts; blank checks; printed financial forms;
bookkeeping forms; accounting forms; paper blank and partially printed shelving
labels; combination paper label and business form; business forms; multi-
partbusiness forms; business forms, namely,statements, invoices, purchase or-
ders, and tax forms; printed paper color proofs, printed paper proofs of printed
business forms; paper labels and cut sheet paper labels for use with a printing
device for printing of information to be usedon other items such as product iden-
tification, shelf labeling, order selection,asset control and the like; paper
blankand printed labels; label printing machine ribbons; printed paper forms,
namely, preprinted and blank continuous forms,printed multi-leaved snap forms
and printed bank checks; custom cut paper sheets, laser print paper labels,
blank continuous and sheet fed laser custom paper forms, continuous laser roll
paper forms,stock cut paper sheets; business forms;adhesive labels, paper la-
bels, namely, private brand product labels, mailing labels, shipping labels, distri-
bution labels, quality and inventory control labels, coupon labels, pharmaceutical
labels, nutraceutical labels, chemical identification labels, consumer good
product/product identification labels, food labels, produce labels, agricultural la-
bels, retail labels, automotive aftermarket labels, manufacturing labels, industrial
labels, thermal labels, point of sale labels, in-mold labels, brand protection la-
bels, food traceability labels; picking, and price marking and mechanized sorta-
tionpaper labels; paper packaging for all previously mentioned goods; paper la-
bels,printed paper labels, shipping labels, barcode paper/film labels, RFID paper



labels, paper placards

U.S. Registration
No.

4022539 Application Date 02/10/2011

Registration Date 09/06/2011 Foreign Priority
Date

NONE

Word Mark STAPLES MINIMATE

Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the word "MINIMATE", with the first "M" in "MINIMATE" featuring a design of
teeth shredding paper.

Goods/Services Class 016. First use: First Use: 2010/11/00 First Use In Commerce: 2010/11/00
paper shredders

U.S. Registration
No.

4029201 Application Date 04/07/2009

Registration Date 09/20/2011 Foreign Priority
Date

NONE

Word Mark SUSTAINABLE EARTH BY STAPLES

Design Mark

Description of
Mark

The mark consists of a globe design with leaves followed by the words "SUS-
TAINABLE EARTH BY STAPLES".

Goods/Services Class 002. First use: First Use: 2009/05/00 First Use In Commerce: 2009/05/00
Filled ink and toner cartridges for printers and facsimile machines
Class 003. First use: First Use: 2009/05/00 First Use In Commerce: 2009/05/00
Cleaning preparations for use on various surfaces, and disposable cleaning
wipes impregnated with cleaning chemicals for a wide variety of household or
commercial products and surfaces; white board cleaning spray, and hand soap
Class 008. First use: First Use: 2009/05/00 First Use In Commerce: 2009/05/00
Cutlery, namely, knives, forks and spoons
Class 016. First use: First Use: 2009/05/00 First Use In Commerce: 2009/05/00
Paper; writing pads of paper; notebooks; storage boxes made of cardboard;
binders; envelopes; pens; pencils; highlighters; dry erase markers, paper
staples, file folders, hanging file folders, non electric staplers; paper hole punch-
ers; adhesive tape dispensers for household andcommercial use; plastic
garbage bags, paper napkins, toilet paper, paper towels; disposable absorbent
wipes not impregnated with chemicals



Class 021. First use: First Use: 2009/05/00 First Use In Commerce: 2009/05/00
Plates, bowls, cups

U.S. Registration
No.

4035114 Application Date 03/17/2011

Registration Date 10/04/2011 Foreign Priority
Date

NONE

Word Mark STAPLES INDUSTRIAL

Design Mark

Description of
Mark

The mark consists of the stylized word "STAPLES" in a rectangle to the top leftof
the word "INDUSTRIAL".

Goods/Services Class 035. First use: First Use: 2007/04/00 First Use In Commerce: 2007/04/00
Mail order catalog services, and computerized online retail store services featur-
ing industrial and retail packaging and shipping products, namely, corrugated
boxes, polyethylene bags, protective packaging, bin storage, janitorial and sanit-
ation products, warehouse supplies, tape, labels, mailers, retail shopping bag-
sand related packaging and shipping supplies

U.S. Application/ Registra-
tion No.

NONE Application Date NONE

Registration Date NONE

Word Mark STAPLES

Goods/Services Inkjet cartridges; toner; notebooks; copy paper; notepads; sticky
notes; folders; pocket folders; binder clips; paper clips; paper fasten-
ers; push pins; magnet clips; cubicle clips; book rings; T pins; butterfly
clips; filler paper; binders; binder accessories; sheet protectors; tab di-
viders; divider pockets; tape; tape dispensers; office chairs, stools;
chair mats; calculators; power strips; power adaptors; surge protect-
ors; power monitors; keyboards; computer mouse; wrist rests; mouse
pads; computer peripherals; usb drives; glue; glue sticks and pens;
glue applicators; desk organizers; pencil holders; letter trays; wall and
desk shelves; paper clip holders; paper sorter; drawer sorters;
desktop file sorters; magazine files; desk bureaus; business card
holder; phone stands; staplers; staples; erasers; correction tape; writ-
ing instruments; pens; pencils; highlighters; glass cleaner; cleaning
wipes; all purpose cleaner; toilet and urinal cleaner; carpet cleaner;
graffiti remover; spot remover; compostable plates, cups, cup sleeves
and cup lids; sign holders; brochure holders; envelopes; packing and
fill peanuts; shipping and packing tape; mailing tubes; poly bags;
stretch wrap; stretch film; stretch wrap and film dispensers; metal poly
strapping seals; shrink bags; mailing and shipping labels; padded
mailers; shredders; pos paper; card stock; laminating paper; photo
paper; thermal fax paper; paper punches; file folders; hanging file
folders; file tabs; cardboard storage boxes; plastic file boxes; plastic
storage boxes; folding crates on wheels; bin boxes; storage crates; fil-
ing cabinets; storage carts; storage drawers.
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Sarah J. Schneider/

Name Sarah J. Schneider

Date 02/04/2015























































 

Mark Information

Mark Literal Elements: STAPLES

Standard Character Claim: No

Mark Drawing Type: 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: OFFICE SUPPLY STORE SERVICES

International Class(es): 042 - Primary Class U.S Class(es): 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Aug. 23, 1985 Use in Commerce: Aug. 23, 1985

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: STAPLES THE OFFICE SUPERSTORE, LLC

Owner Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email ipmailbox@staples.com Attorney Email Yes

Generated on: This page was generated by TSDR on 2015-02-04 15:39:12 EST

Mark: STAPLES

US Serial Number: 73598521 Application Filing Date: May 13, 1986

US Registration Number: 1438390 Registration Date: Apr. 28, 1987

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Jan. 30, 2007

Publication Date: Nov. 04, 1986



Address: Authorized:

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Oct. 29, 2007 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Mar. 06, 2007 UNDELIVERABLE MAIL - NO ACTION TAKEN 99888

Jan. 30, 2007 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 60132

Jan. 30, 2007 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Jan. 29, 2007 ASSIGNED TO PARALEGAL 60132

Nov. 29, 2006 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Nov. 29, 2006 TEAS SECTION 8 & 9 RECEIVED

Oct. 30, 2006 CASE FILE IN TICRS

Aug. 25, 1992 REGISTERED - SEC. 8 (6-YR) ACCEPTED

May 21, 1992 REGISTERED - SEC. 8 (6-YR) FILED

Apr. 29, 1988 AMENDMENT UNDER SECTION 7 - ISSUED

Mar. 14, 1988 AMENDMENT UNDER SECTION 7 - ISSUED

Oct. 05, 1987 SEC 7 REQUEST FILED

Apr. 28, 1987 REGISTERED-PRINCIPAL REGISTER

Nov. 04, 1986 PUBLISHED FOR OPPOSITION

Oct. 05, 1986 NOTICE OF PUBLICATION

Aug. 18, 1986 APPROVED FOR PUB - PRINCIPAL REGISTER

Jul. 10, 1986 ASSIGNED TO EXAMINER 59580

Jul. 02, 1986 ASSIGNED TO EXAMINER 59548

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Renewal Date: Apr. 28, 2007

Change in Registration: Yes

Amendment to a
Registration/Renewal

Certificate:

IN THE STATEMENT, COLUMN 1, LINES 8, 9, 10 AND 11 IS DELETED AND COLUMN 2, LINES 1, 2, 3, 4, 5, 6 AND 7 IS DELETED.
IN THE STATEMENT, COLUMN 1, LINES 8, 9, 10 AND 11 IS DELETED AND COLUMN 2, LINES 1, 2, 3, 4, 5, 6 AND 7 IS DELETED.

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: POST REGISTRATION Date in Location: Jan. 30, 2007

Assignment Abstract Of Title Information

Summary

Total Assignments: 4 Registrant: STAPLES, INC.

Assignment 1 of 4  



Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 1067/0321 Pages: 3

Date Recorded: Nov. 24, 1993

Supporting Documents: No Supporting Documents Available

Assignor

Name: STAPLES, INC. Execution Date: Aug. 02, 1993

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES PROPERTIES, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Address: 18300 EUCLID AVENUE
FOUNTAIN VALLEY, CALIFORNIA 92708

Correspondent

Correspondent Name: HALE AND DORR

Correspondent Address: MICHAEL J. BEVILACQUA, ESQUIRE
60 STATE STREET
BOSTON, MA 02109

Domestic Representative - Not Found

Assignment 2 of 4
Conveyance: MERGER

Reel/Frame: 2067/0774 Pages: 8

Date Recorded: Apr. 19, 2000

Supporting Documents: assignment-tm-2067-0774.pdf 

Assignor

Name: STAPLES PROPERTIES, INC. Execution Date: Jan. 21, 1998

Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FARMINGTON, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, INC.

Correspondent Address: EDWARD F. PERLMAN
600 ATLANTIC AVENUE
FEDERAL RESERVE PLAZA
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 3 of 4
Conveyance: NUNC PRO TUNC

Reel/Frame: 2953/0898 Pages: 4

Date Recorded: Sep. 10, 2004

Supporting Documents: assignment-tm-2953-0898.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: CHERYL A. CLARKIN
FEDERAL RESERVE PLAZA



600 ALANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 4 of 4
Conveyance: CORRECTIVE ASSIGNMENT TO CORRECT THE ENTITY OF PREVIOUSLY RECORDED ASSIGNMENT ON REEL 002953,

FRAME 0898, RECORDED 09/10/04

Reel/Frame: 3240/0558 Pages: 8

Date Recorded: Nov. 02, 2005

Supporting Documents: assignment-tm-3240-0558.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY OF State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: CHERYL A. CLARKIN

Correspondent Address: WOLF, GREENFIELD & SACKS, P.C.
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210-2208

Domestic Representative - Not Found

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91219691 Filing Date: Dec 10, 2014

Status: Pending Status Date: Dec 10, 2014

Interlocutory Attorney: GEORGE POLOGEORGIS

Defendant

Name: Bloomberg, Martin H

Correspondent Address: BLOOMBERG, MARTIN H
31 HILLER DR
SEEKONK MA , 02771-4303

Correspondent e-mail: martybma@hotmail.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLEBIND Opposition Pending 86221688
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: Sarah J. Schneider
Sheridan Ross P.C.
1560 Broadway, Suite 1200
Denver CO , 80211
UNITED STATES

Correspondent e-mail: sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES Renewed 73591562 1459182

STAPLES Renewed 73598521 1438390

STAPLES Renewed 73690073 1512125

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

 



STAPLES.COM Renewed 75687268 2397238

STAPLES BETTER Registered 77835122 3891934

STAPLES BETTER Registered 77835129 3891935
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Dec 10, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 10, 2014 Jan 19, 2015

3 PENDING, INSTITUTED Dec 10, 2014

4 ANSWER Jan 15, 2015





 

Mark Information

Mark Literal Elements: BUSINESS INTERIORS BY STAPLES

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of two perpendicular solid squares followed by the words "BUSINESS INTERIORS BY STAPLES".

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "BUSINESS INTERIORS"

Design Search Code(s): 26.09.13 - Squares, exactly two squares; Two squares
26.09.16 - Squares touching or intersecting
26.09.21 - Squares that are completely or partially shaded

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: retail store services featuring business furniture, office furniture, cabinets, filing cabinets, chairs, computer desks, storage furniture;
distributorship services in the field of business furniture, office furniture, cabinets, filing cabinets, chairs, computer desks, storage
furniture; retail telephone order services, catalog ordering services and e-commerce ordering services to commercial customers
featuring business furniture, office furniture, cabinets, filing cabinets, chairs, computer desks, storage furniture; business project
management services in the field of office and business furniture; transportation logistics services, namely, scheduling and coordination
of office and business furniture delivery for others

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 2008 Use in Commerce: Oct. 2008

For: installation of office and business furniture; refurbishment and fabric cleaning services for upholstery and fabric panel systems

International Class(es): 037 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 2008 Use in Commerce: Oct. 2008

For: interior decorating for office spaces; interior decorating for businesses; interior decorating consulting services; office space design and
planning services

International Class(es): 042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 2008 Use in Commerce: Oct. 2008

Generated on: This page was generated by TSDR on 2015-02-04 16:24:37 EST

Mark: BUSINESS INTERIORS BY STAPLES

US Serial Number: 77743188 Application Filing Date: May 22, 2009

US Registration Number: 4529742 Registration Date: May 13, 2014

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: May 13, 2014

Publication Date: Mar. 30, 2010 Notice of Allowance Date: Mar. 08, 2011



Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 13, 2014 REGISTERED-PRINCIPAL REGISTER

Apr. 08, 2014 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Apr. 05, 2014 LAW OFFICE REGISTRATION REVIEW COMPLETED 77312

Apr. 04, 2014 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Mar. 12, 2014 STATEMENT OF USE PROCESSING COMPLETE 71034

Feb. 28, 2014 USE AMENDMENT FILED 71034

Feb. 28, 2014 TEAS STATEMENT OF USE RECEIVED

Sep. 19, 2013 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Sep. 18, 2013 EXTENSION 5 GRANTED 71034

Sep. 04, 2013 EXTENSION 5 FILED 71034

Sep. 04, 2013 TEAS EXTENSION RECEIVED

Mar. 13, 2013 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Mar. 12, 2013 EXTENSION 4 GRANTED 71034

Mar. 08, 2013 EXTENSION 4 FILED 71034

Mar. 11, 2013 NOTICE OF REVIVAL - E-MAILED

Mar. 11, 2013 EXTENSION RECEIVED WITH TEAS PETITION

Mar. 11, 2013 PETITION TO REVIVE-GRANTED 88889

Mar. 11, 2013 TEAS PETITION TO REVIVE RECEIVED

Sep. 11, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED



Sep. 10, 2012 EXTENSION 3 GRANTED 71034

Sep. 07, 2012 EXTENSION 3 FILED 71034

Sep. 07, 2012 TEAS EXTENSION RECEIVED

Mar. 28, 2012 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Mar. 27, 2012 EXTENSION 2 GRANTED 71034

Mar. 08, 2012 EXTENSION 2 FILED 71034

Mar. 27, 2012 CASE ASSIGNED TO INTENT TO USE PARALEGAL 71034

Mar. 08, 2012 TEAS EXTENSION RECEIVED

Aug. 25, 2011 NOTICE OF APPROVAL OF EXTENSION REQUEST E-MAILED

Aug. 23, 2011 EXTENSION 1 GRANTED 98765

Aug. 23, 2011 EXTENSION 1 FILED 98765

Aug. 23, 2011 TEAS EXTENSION RECEIVED

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Mar. 08, 2011 NOA MAILED - SOU REQUIRED FROM APPLICANT

Jan. 26, 2011 TTAB RELEASE CASE TO TRADEMARKS 194427

Jan. 26, 2011 OPPOSITION TERMINATED NO. 999999 194427

Jan. 26, 2011 OPPOSITION DISMISSED NO. 999999 194427

Apr. 07, 2010 OPPOSITION INSTITUTED NO. 999999 194427

Apr. 06, 2010 OPPOSITION PAPERS RECEIVED AT TTAB

Mar. 30, 2010 PUBLISHED FOR OPPOSITION

Mar. 10, 2010 NOTICE OF PUBLICATION

Feb. 25, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 77312

Feb. 25, 2010 ASSIGNED TO LIE 77312

Feb. 25, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Feb. 24, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Feb. 24, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Feb. 24, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Aug. 28, 2009 COMBINED EXAMINER'S AMENDMENT/PRIORITY ACTION ENTERED 78288

Aug. 28, 2009 ASSIGNED TO LIE 78288

Aug. 28, 2009 EXAMINER'S AMENDMENT/PRIORITY ACTION MAILED

Aug. 28, 2009 EXAMINERS AMENDMENT AND/OR PRIORITY ACTION - COMPLETED 81853

Aug. 20, 2009 ASSIGNED TO EXAMINER 81853

May 28, 2009 NOTICE OF DESIGN SEARCH CODE MAILED

May 27, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

May 26, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Apr. 05, 2014

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91194427 Filing Date: Apr 06, 2010

Status: Terminated Status Date: Jan 26, 2011

Interlocutory Attorney: YONG OH (RICHARD) KIM

Defendant

 



Name: Staples The Office Superstore, LLC.

Correspondent Address: MOLLY BUCK RICHARD
RICHARD LAW GROUP
8411 PRESTON ROAD, SUITE 890
DALLAS TX , 75225
UNITED STATES

Correspondent e-mail: molly@richardlawgroup.com , elizann@richardlawgroup.com , clarissa@richardlawgroup.com

Associated marks

Mark Application Status Serial Number Registration
Number

BUSINESS INTERIORS BY STAPLES Registered 77743188 4529742
Plaintiff(s)

Name: Facilitech, Inc.

Correspondent Address: JAMES L BAUDINO
THE LAW OFFICE OF JAMES BAUDINO PLLC
600 SIX FLAGS DRIVE, SUITE 400
ARLINGTON TX , 76011
UNITED STATES

Correspondent e-mail: jbaudino@baudinolaw.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

BUSINESS INTERIORS Non-Final Action - Mailed 77749925
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Apr 06, 2010

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Apr 07, 2010 May 17, 2010

3 PENDING, INSTITUTED Apr 07, 2010

4 CHANGE OF CORRESPONDENCE ADDRESS May 11, 2010

5 ANSWER May 11, 2010

6 STIPULATED PROTECTIVE ORDER May 14, 2010

7 STIPULATED PROTECTIVE AGREEMENT IS NOTED AND
APPROVED Jun 01, 2010

8 P'S CHANGE OF ADDRESS Jul 14, 2010

9 CHANGE OF CORRESPONDENCE ADDRESS Jan 13, 2011

10 WITHDRAWAL OF OPPOSITION Jan 13, 2011

11 BD'S DECISION: DISMISSED W/ PREJUDICE Jan 26, 2011

12 TERMINATED Jan 26, 2011









 

Mark Information

Mark Literal Elements: STAPLES REWARDS PLUS

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "REWARDS PLUS".

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "REWARDS"

Design Search Code(s): 20.01.25 - Adhesive tape (not in dispenser); Bands, rubber; Blotters, ink; Book ends; Book marks; Cases, pencil; Erasers (alone);
Holders, Letter; Hole punches (office supplies); Letter openers; Masking tape (roll); Paper weights; Paperweights; Ribbons, typewriter;
Rubber bands; Tape, adhesive, not in dispenser, roll; Weights, paper
26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Claimed Ownership of US
Registrations:

3035192, 3319614, 3340940 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Retail store services, mail order catalog services and online retail store services, featuring office supplies, office equipment and office
furniture by providing a customer loyalty incentive program whereby participants accumulate value from purchases which can be
redeemed against future purchases

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 2012 Use in Commerce: Mar. 2012

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2015-02-04 16:24:07 EST

Mark: STAPLES REWARDS PLUS

US Serial Number: 85534765 Application Filing Date: Feb. 06, 2012

US Registration Number: 4306518 Registration Date: Mar. 19, 2013

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Mar. 19, 2013

Publication Date: Jun. 12, 2012 Notice of Allowance Date: Aug. 07, 2012



Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record - None

Correspondent

Correspondent
Name/Address:

STAPLES THE OFFICE SUPERSTORE, LLC
500 STAPLES DR
FRAMINGHAM, MASSACHUSETTS 01702-4478
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Mar. 19, 2013 REGISTERED-PRINCIPAL REGISTER

Feb. 09, 2013 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Feb. 08, 2013 LAW OFFICE REGISTRATION REVIEW COMPLETED 68552

Feb. 05, 2013 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Feb. 04, 2013 STATEMENT OF USE PROCESSING COMPLETE 66230

Jan. 11, 2013 USE AMENDMENT FILED 66230

Jan. 31, 2013 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66230

Jan. 11, 2013 TEAS STATEMENT OF USE RECEIVED

Aug. 07, 2012 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Jun. 12, 2012 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jun. 12, 2012 PUBLISHED FOR OPPOSITION

May 23, 2012 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

May 08, 2012 LAW OFFICE PUBLICATION REVIEW COMPLETED 68552

May 08, 2012 ASSIGNED TO LIE 68552

Apr. 20, 2012 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 20, 2012 EXAMINER'S AMENDMENT ENTERED 88888

Apr. 20, 2012 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Apr. 20, 2012 EXAMINERS AMENDMENT E-MAILED 6328

Apr. 20, 2012 EXAMINERS AMENDMENT -WRITTEN 81877

Apr. 17, 2012 ASSIGNED TO EXAMINER 81877

Feb. 11, 2012 NOTICE OF DESIGN SEARCH CODE MAILED

Feb. 10, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Feb. 09, 2012 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Feb. 08, 2013







 

Mark Information

Mark Literal Elements: STAPLES NIKO

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Writing instruments

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Jul. 17, 2011 Use in Commerce: Oct. 07, 2011

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record - None

Correspondent

Correspondent STAPLES THE OFFICE SUPERSTORE, LLC

Generated on: This page was generated by TSDR on 2015-02-04 16:23:02 EST

Mark: STAPLES NIKO

US Serial Number: 85527055 Application Filing Date: Jan. 27, 2012

US Registration Number: 4198469 Registration Date: Aug. 28, 2012

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Aug. 28, 2012

Publication Date: Jun. 12, 2012



Name/Address: 500 STAPLES DR
FRAMINGHAM, MASSACHUSETTS 01702-4478
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Aug. 28, 2012 REGISTERED-PRINCIPAL REGISTER

Jun. 12, 2012 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jun. 12, 2012 PUBLISHED FOR OPPOSITION

May 23, 2012 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

May 08, 2012 LAW OFFICE PUBLICATION REVIEW COMPLETED 68552

May 08, 2012 ASSIGNED TO LIE 68552

Apr. 20, 2012 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 20, 2012 EXAMINER'S AMENDMENT ENTERED 88888

Apr. 20, 2012 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Apr. 20, 2012 EXAMINERS AMENDMENT E-MAILED 6328

Apr. 20, 2012 EXAMINERS AMENDMENT -WRITTEN 81877

Apr. 17, 2012 ASSIGNED TO EXAMINER 81877

Feb. 07, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jan. 31, 2012 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Aug. 28, 2012







 

Mark Information

Mark Literal Elements: STAPLES EASY ON THE PLANET

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "EASY ON THE PLANET". The "P" in the
word "PLANET" incorporates a globe design.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 01.07.01 - Globes with outlines of continents
26.11.21 - Rectangles that are completely or partially shaded
27.03.05 - Objects forming letters or numerals

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Retail store services, mail order catalog services, and computerized online retail store services featuring office supplies, office
equipment, including computer hardware, copiers and telephones, and office furniture

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Apr. 23, 2012 Use in Commerce: Apr. 23, 2012

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Generated on: This page was generated by TSDR on 2015-02-04 16:22:26 EST

Mark: STAPLES EASY ON THE PLANET

US Serial Number: 85289918 Application Filing Date: Apr. 08, 2011

US Registration Number: 4191568 Registration Date: Aug. 14, 2012

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Aug. 14, 2012

Publication Date: Sep. 13, 2011 Notice of Allowance Date: Nov. 08, 2011



Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Aug. 14, 2012 REGISTERED-PRINCIPAL REGISTER

Jul. 07, 2012 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Jul. 06, 2012 LAW OFFICE REGISTRATION REVIEW COMPLETED 77312

Jul. 06, 2012 ASSIGNED TO LIE 77312

Jun. 18, 2012 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

May 28, 2012 STATEMENT OF USE PROCESSING COMPLETE 76985

May 02, 2012 USE AMENDMENT FILED 76985

May 28, 2012 CASE ASSIGNED TO INTENT TO USE PARALEGAL 76985

May 02, 2012 TEAS STATEMENT OF USE RECEIVED

Nov. 08, 2011 NOA E-MAILED - SOU REQUIRED FROM APPLICANT

Sep. 13, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Sep. 13, 2011 PUBLISHED FOR OPPOSITION

Aug. 03, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 03, 2011 EXAMINER'S AMENDMENT ENTERED 88888

Aug. 03, 2011 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Aug. 03, 2011 EXAMINERS AMENDMENT E-MAILED 6328

Aug. 03, 2011 EXAMINERS AMENDMENT -WRITTEN 76720

Aug. 02, 2011 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Jun. 10, 2011 WITHDRAWN FROM PUB OTQR REQUEST 74217

May 30, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

May 28, 2011 ASSIGNED TO EXAMINER 76720

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 13, 2011 NOTICE OF DESIGN SEARCH CODE MAILED

Apr. 12, 2011 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Apr. 12, 2011 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jul. 06, 2012







 

Mark Information

Mark Literal Elements: STAPLES COPY & PRINT

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "COPY & PRINT".

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "COPY & PRINT"

Design Search Code(s): 20.01.07 - Adhesive tape dispensers; Pencil sharpeners; Sharpeners, pencil; Staplers; Tape, adhesive, in dispenser; Staples
26.11.21 - Rectangles that are completely or partially shaded
27.03.05 - Objects forming letters or numerals

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 2926932, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Retail store services, mail order catalog services, and computerized online retail store services featuring office supplies, namely, paper,
pads of paper, adhesive note pads, post cards, business cards, stationary, envelopes, signs, banners, stamps, forms, checks, labels,
badges, tags, and calendars; advertising and business services, namely, digital copying and photocopy services; design of advertising
materials for others

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 2003 Use in Commerce: Dec. 2003

For: Faxing, namely, facsimile transmission

International Class(es): 038 - Primary Class U.S Class(es): 100, 101, 104

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 2003 Use in Commerce: Dec. 2003

For: Printing services, namely, managed print services, bindery services for others, namely, collating, folding, stapling, perforating, cutting,
laminating and binding of printed, photocopied and typewritten materials, stationery printing services; label printing services; printing of
advertising matter; offset printing

International Class(es): 040 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 2003 Use in Commerce: Dec. 2003

Basis Information (Case Level)

Generated on: This page was generated by TSDR on 2015-02-04 16:21:49 EST

Mark: STAPLES COPY & PRINT

US Serial Number: 85303600 Application Filing Date: Apr. 25, 2011

US Registration Number: 4111213 Registration Date: Mar. 13, 2012

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Mar. 13, 2012

Publication Date: Dec. 27, 2011



Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

ERICH G. RHYNHART
STAPLES, INC.
500 STAPLES DR
FRAMINGHAM, MASSACHUSETTS 01702-4474
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Mar. 13, 2012 REGISTERED-PRINCIPAL REGISTER

Dec. 27, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Dec. 27, 2011 PUBLISHED FOR OPPOSITION

Dec. 07, 2011 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Nov. 18, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 74221

Nov. 16, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 15, 2011 EXAMINER'S AMENDMENT ENTERED 88888

Nov. 15, 2011 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Nov. 15, 2011 EXAMINERS AMENDMENT E-MAILED 6328

Nov. 15, 2011 EXAMINERS AMENDMENT -WRITTEN 77868

Nov. 08, 2011 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Nov. 07, 2011 WITHDRAWN FROM PUB - OG REVIEW QUERY 76621

Oct. 26, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 74221

Oct. 24, 2011 ASSIGNED TO LIE 74221

Sep. 28, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 28, 2011 EXAMINER'S AMENDMENT ENTERED 88888

Sep. 28, 2011 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Sep. 28, 2011 EXAMINERS AMENDMENT E-MAILED 6328

Sep. 28, 2011 EXAMINERS AMENDMENT -WRITTEN 77868

Sep. 08, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Sep. 08, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889



Sep. 08, 2011 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Aug. 03, 2011 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Aug. 03, 2011 NON-FINAL ACTION E-MAILED 6325

Aug. 03, 2011 NON-FINAL ACTION WRITTEN 77868

Aug. 03, 2011 ASSIGNED TO EXAMINER 77868

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 29, 2011 NOTICE OF DESIGN SEARCH CODE AND PSEUDO MARK MAILED

Apr. 28, 2011 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Apr. 28, 2011 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 13, 2012

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

 



STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013









 

Mark Information

Mark Literal Elements: STAPLES INDUSTRIAL

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the word "INDUSTRIAL".

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "INDUSTRIAL"

Design Search Code(s): 26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Mail order catalog services, and computerized online retail store services featuring industrial and retail packaging and shipping
products, namely, corrugated boxes, polyethylene bags, protective packaging, bin storage, janitorial and sanitation products,
warehouse supplies, tape, labels, mailers, retail shopping bags and related packaging and shipping supplies

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Apr. 2007 Use in Commerce: Apr. 2007

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Generated on: This page was generated by TSDR on 2015-02-04 16:21:14 EST

Mark: STAPLES INDUSTRIAL

US Serial Number: 85269554 Application Filing Date: Mar. 17, 2011

US Registration Number: 4035114 Registration Date: Oct. 04, 2011

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Oct. 04, 2011

Publication Date: Jul. 19, 2011



Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

No

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Oct. 04, 2011 REGISTERED-PRINCIPAL REGISTER

Jul. 19, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jul. 19, 2011 PUBLISHED FOR OPPOSITION

Jun. 14, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 68658

Jun. 10, 2011 ASSIGNED TO LIE 68658

Jun. 07, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 06, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 06, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 06, 2011 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 31, 2011 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

May 31, 2011 NON-FINAL ACTION E-MAILED 6325

May 31, 2011 NON-FINAL ACTION WRITTEN 76720

May 28, 2011 ASSIGNED TO EXAMINER 76720

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Mar. 24, 2011 NOTICE OF DESIGN SEARCH CODE MAILED

Mar. 23, 2011 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 21, 2011 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Oct. 04, 2011

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET

 



NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date



1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013







 

Mark Information

Mark Literal Elements: SUSTAINABLE EARTH BY STAPLES

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of a globe design with leaves followed by the words "SUSTAINABLE EARTH BY STAPLES".

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 01.07.02 - Globes with meridians and parallels only
05.03.08 - More than one leaf, including scattered leaves, bunches of leaves not attached to branches
26.17.13 - Overlined words or letters; Underlined words or letters; Letters or words underlined and/or overlined by one or more strokes
or lines

Related Properties Information

Claimed Ownership of US
Registrations:

1459182, 2869383, 3353214, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Filled ink and toner cartridges for printers and facsimile machines

International Class(es): 002 - Primary Class U.S Class(es): 006, 011, 016

Class Status: ACTIVE

Basis: 1(a)

First Use: May 2009 Use in Commerce: May 2009

For: Cleaning preparations for use on various surfaces, and disposable cleaning wipes impregnated with cleaning chemicals for a wide
variety of household or commercial products and surfaces; white board cleaning spray, and hand soap

International Class(es): 003 - Primary Class U.S Class(es): 001, 004, 006, 050, 051, 052

Class Status: ACTIVE

Basis: 1(a)

First Use: May 2009 Use in Commerce: May 2009

For: Cutlery, namely, knives, forks and spoons

International Class(es): 008 - Primary Class U.S Class(es): 023, 028, 044

Class Status: ACTIVE

Basis: 1(a)

First Use: May 2009 Use in Commerce: May 2009

For: Paper; writing pads of paper; notebooks; storage boxes made of cardboard; binders; envelopes; pens; pencils; highlighters; dry erase
markers, paper staples, file folders, hanging file folders, non electric staplers; paper hole punchers; adhesive tape dispensers for
household and commercial use; plastic garbage bags, paper napkins, toilet paper, paper towels; disposable absorbent wipes not
impregnated with chemicals

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Generated on: This page was generated by TSDR on 2015-02-04 16:20:40 EST

Mark: SUSTAINABLE EARTH BY STAPLES

US Serial Number: 77708539 Application Filing Date: Apr. 07, 2009

US Registration Number: 4029201 Registration Date: Sep. 20, 2011

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Sep. 20, 2011

Publication Date: May 18, 2010 Notice of Allowance Date: Jul. 13, 2010



Class Status: ACTIVE

Basis: 1(a)

First Use: May 2009 Use in Commerce: May 2009

For: Plates, bowls, cups

International Class(es): 021 - Primary Class U.S Class(es): 002, 013, 023, 029, 030, 033, 040, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: May 2009 Use in Commerce: May 2009

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

No

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Sep. 20, 2011 REGISTERED-PRINCIPAL REGISTER

Aug. 17, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Aug. 16, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 73787

Aug. 12, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jul. 18, 2011 STATEMENT OF USE PROCESSING COMPLETE 76873

Jul. 13, 2011 USE AMENDMENT FILED 76873

Jul. 18, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 76873

Jul. 13, 2011 TEAS STATEMENT OF USE RECEIVED

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jan. 15, 2011 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED



Jan. 13, 2011 EXTENSION 1 GRANTED 98765

Jan. 13, 2011 EXTENSION 1 FILED 98765

Jan. 13, 2011 TEAS EXTENSION RECEIVED

Jul. 13, 2010 NOA MAILED - SOU REQUIRED FROM APPLICANT

May 18, 2010 PUBLISHED FOR OPPOSITION

Apr. 28, 2010 NOTICE OF PUBLICATION

Apr. 13, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 73787

Apr. 12, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 09, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 73787

Apr. 09, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 73787

Apr. 09, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Feb. 03, 2010 NON-FINAL ACTION MAILED

Feb. 02, 2010 NON-FINAL ACTION WRITTEN 69812

Jan. 22, 2010 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Jan. 15, 2010 WITHDRAWN FROM PUB - OG REVIEW QUERY 61844

Jan. 05, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 73787

Jan. 05, 2010 ASSIGNED TO LIE 73787

Dec. 16, 2009 EXAMINERS AMENDMENT MAILED

Dec. 15, 2009 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 15, 2009 EXAMINER'S AMENDMENT ENTERED 88888

Dec. 15, 2009 EXAMINERS AMENDMENT -WRITTEN 69812

Nov. 27, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 26, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 26, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 26, 2009 NON-FINAL ACTION MAILED

May 26, 2009 NON-FINAL ACTION WRITTEN 69812

May 19, 2009 ASSIGNED TO EXAMINER 69812

Apr. 11, 2009 NOTICE OF DESIGN SEARCH CODE MAILED

Apr. 10, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Apr. 10, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Aug. 16, 2011









 

Mark Information

Mark Literal Elements: STAPLES MINIMATE

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the word "MINIMATE", with the first "M" in
"MINIMATE" featuring a design of teeth shredding paper.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 20.03.09 - Pads, Writing; Paper, note; Paper, stacks of sheets; Tablets, paper
26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: paper shredders

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 2010 Use in Commerce: Nov. 2010

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Generated on: This page was generated by TSDR on 2015-02-04 16:20:16 EST

Mark: STAPLES MINIMATE

US Serial Number: 85238635 Application Filing Date: Feb. 10, 2011

US Registration Number: 4022539 Registration Date: Sep. 06, 2011

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Sep. 06, 2011

Publication Date: Jun. 21, 2011



Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

No

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Sep. 06, 2011 REGISTERED-PRINCIPAL REGISTER

Jun. 21, 2011 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Jun. 21, 2011 PUBLISHED FOR OPPOSITION

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

May 16, 2011 LAW OFFICE PUBLICATION REVIEW COMPLETED 70629

May 06, 2011 APPROVED FOR PUB - PRINCIPAL REGISTER

May 04, 2011 DATA MODIFICATION COMPLETED 70629

May 02, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 70629

May 02, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 70629

Apr. 19, 2011 ASSIGNED TO LIE 70629

Apr. 14, 2011 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Mar. 28, 2011 NON-FINAL ACTION MAILED

Mar. 25, 2011 NON-FINAL ACTION WRITTEN 81094

Mar. 21, 2011 ASSIGNED TO EXAMINER 81094

Feb. 16, 2011 NOTICE OF DESIGN SEARCH CODE AND PSEUDO MARK MAILED

Feb. 15, 2011 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Feb. 14, 2011 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Sep. 06, 2011

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

 



Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012



3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013







 

Mark Information

Mark Literal Elements: STAPLES PRINT SOLUTIONS

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "Print" and "Solutions".

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "PRINT"

Design Search Code(s): 26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Laser printer supplies, namely, laser and non-impact printer sheeted and continuous paper labels; stationery; printed financial registers
for indicating credits, debits and balances of various accounts; blank checks; printed financial forms; bookkeeping forms; accounting
forms; paper blank and partially printed shelving labels; combination paper label and business form; business forms; multi-part
business forms; business forms, namely, statements, invoices, purchase orders, and tax forms; printed paper color proofs, printed
paper proofs of printed business forms; paper labels and cut sheet paper labels for use with a printing device for printing of information
to be used on other items such as product identification, shelf labeling, order selection, asset control and the like; paper blank and
printed labels; label printing machine ribbons; printed paper forms, namely, preprinted and blank continuous forms, printed multi-leaved
snap forms and printed bank checks; custom cut paper sheets, laser print paper labels, blank continuous and sheet fed laser custom
paper forms, continuous laser roll paper forms, stock cut paper sheets; business forms; adhesive labels, paper labels, namely, private
brand product labels, mailing labels, shipping labels, distribution labels, quality and inventory control labels, coupon labels,
pharmaceutical labels, nutraceutical labels, chemical identification labels, consumer good product/product identification labels, food
labels, produce labels, agricultural labels, retail labels, automotive aftermarket labels, manufacturing labels, industrial labels, thermal
labels, point of sale labels, in-mold labels, brand protection labels, food traceability labels; picking, and price marking and mechanized
sortation paper labels; paper packaging for all previously mentioned goods; paper labels, printed paper labels, shipping labels, barcode
paper/film labels, RFID paper labels, paper placards

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 2009 Use in Commerce: Jan. 2009

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Generated on: This page was generated by TSDR on 2015-02-04 16:19:48 EST

Mark: STAPLES PRINT SOLUTIONS

US Serial Number: 77674791 Application Filing Date: Feb. 20, 2009

US Registration Number: 4012853 Registration Date: Aug. 16, 2011

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Aug. 16, 2011

Publication Date: May 11, 2010 Notice of Allowance Date: Jul. 06, 2010



Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

No

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Aug. 16, 2011 REGISTERED-PRINCIPAL REGISTER

Jul. 14, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Jul. 13, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 68658

Jul. 12, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jul. 08, 2011 STATEMENT OF USE PROCESSING COMPLETE 76985

Jul. 06, 2011 USE AMENDMENT FILED 76985

Jul. 07, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 76985

Jul. 06, 2011 TEAS STATEMENT OF USE RECEIVED

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jan. 08, 2011 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Jan. 06, 2011 EXTENSION 1 GRANTED 98765

Jan. 06, 2011 EXTENSION 1 FILED 98765

Jan. 06, 2011 TEAS EXTENSION RECEIVED

Jul. 06, 2010 NOA MAILED - SOU REQUIRED FROM APPLICANT

May 11, 2010 PUBLISHED FOR OPPOSITION

Apr. 21, 2010 NOTICE OF PUBLICATION

Apr. 06, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 68658

Apr. 06, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 31, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 68658

Mar. 31, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 68658

Mar. 31, 2010 TEAS REQUEST FOR RECONSIDERATION RECEIVED

Nov. 25, 2009 FINAL REFUSAL MAILED

Nov. 24, 2009 FINAL REFUSAL WRITTEN 75571

Nov. 20, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 19, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889



Nov. 19, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 20, 2009 COMBINED EXAMINER'S AMENDMENT/PRIORITY ACTION ENTERED 68658

May 20, 2009 EXAMINER'S AMENDMENT/PRIORITY ACTION MAILED

May 19, 2009 ASSIGNED TO LIE 68658

May 20, 2009 EXAMINERS AMENDMENT AND/OR PRIORITY ACTION - COMPLETED 75571

May 12, 2009 ASSIGNED TO EXAMINER 75571

Feb. 25, 2009 NOTICE OF DESIGN SEARCH CODE MAILED

Feb. 24, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Feb. 24, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jul. 13, 2011

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

 



STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013









 

Mark Information

Mark Literal Elements: STAPLES PRINT SOLUTIONS

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Disclaimer: "PRINT"

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Laser printer supplies, namely, laser and non-impact printer sheeted and continuous paper labels; stationery; printed financial registers
for indicating credits, debits and balances of various accounts; blank checks; printed financial forms; bookkeeping forms; accounting
forms; paper blank and partially printed shelving labels; combination paper label and business form; business forms; multi-part
business forms; business forms, namely, statements, invoices, purchase orders, and tax forms; printed paper color proofs, printed
paper proofs of printed business forms; paper labels and cut sheet paper labels for use with a printing device for printing of information
to be used on other items such as product identification, shelf labeling, order selection, asset control and the like; paper blank and
printed labels; label printing machine ribbons; printed paper forms, namely, preprinted and blank continuous forms, printed multi-leaved
snap forms and printed bank checks; custom cut paper sheets, laser print paper labels, blank continuous and sheet fed laser custom
paper forms, continuous laser roll paper forms, stock cut paper sheets; business forms; adhesive labels, paper labels, namely, private
brand product labels, mailing labels, shipping labels, distribution labels, quality and inventory control labels, coupon labels,
pharmaceutical labels, nutraceutical labels, chemical identification labels, consumer good product/product identification labels, food
labels, produce labels, agricultural labels, retail labels, automotive aftermarket labels, manufacturing labels, industrial labels, thermal
labels, point of sale labels, in-mold labels, brand protection labels, food traceability labels; picking, and price marking and mechanized
sortation paper labels; paper packaging for all previously mentioned goods; paper labels, printed paper labels, shipping labels, barcode
paper/film labels, RFID paper labels, paper placards

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 2009 Use in Commerce: Jan. 2009

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2015-02-04 16:19:23 EST

Mark: STAPLES PRINT SOLUTIONS

US Serial Number: 77674787 Application Filing Date: Feb. 20, 2009

US Registration Number: 4012852 Registration Date: Aug. 16, 2011

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Aug. 16, 2011

Publication Date: May 11, 2010 Notice of Allowance Date: Jul. 06, 2010



Owner Name: Staples The Office Superstore LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

No

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Aug. 16, 2011 REGISTERED-PRINCIPAL REGISTER

Jul. 14, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE E-MAILED

Jul. 13, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 68658

Jul. 12, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jul. 08, 2011 STATEMENT OF USE PROCESSING COMPLETE 76985

Jul. 06, 2011 USE AMENDMENT FILED 76985

Jul. 07, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 76985

Jul. 06, 2011 TEAS STATEMENT OF USE RECEIVED

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jan. 08, 2011 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Jan. 06, 2011 EXTENSION 1 GRANTED 98765

Jan. 06, 2011 EXTENSION 1 FILED 98765

Jan. 06, 2011 TEAS EXTENSION RECEIVED

Jul. 06, 2010 NOA MAILED - SOU REQUIRED FROM APPLICANT

May 11, 2010 PUBLISHED FOR OPPOSITION

Apr. 21, 2010 NOTICE OF PUBLICATION

Apr. 06, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 68658

Apr. 06, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 31, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 68658

Mar. 31, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 68658

Mar. 31, 2010 TEAS REQUEST FOR RECONSIDERATION RECEIVED

Nov. 25, 2009 FINAL REFUSAL MAILED

Nov. 24, 2009 FINAL REFUSAL WRITTEN 75571

Nov. 20, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 19, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 19, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 20, 2009 COMBINED EXAMINER'S AMENDMENT/PRIORITY ACTION ENTERED 68658

May 20, 2009 EXAMINER'S AMENDMENT/PRIORITY ACTION MAILED



May 19, 2009 ASSIGNED TO LIE 68658

May 20, 2009 EXAMINERS AMENDMENT AND/OR PRIORITY ACTION - COMPLETED 75571

May 12, 2009 ASSIGNED TO EXAMINER 75571

Feb. 24, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Feb. 24, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jul. 13, 2011







 

Mark Information

Mark Literal Elements: STAPLES ECO EASY

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "ECO" and "EASY" with the stylized image
of a paper clip and leaf.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 05.03.25 - Leaf, single; Other leaves
20.01.06 - Paper clips; Clamps, office supplies
26.11.21 - Rectangles that are completely or partially shaded

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Paper napkins, toilet paper, paper towels

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 2010 Use in Commerce: Dec. 2010

For: Plates, bowls, cups, hinged plastic storage containers for household use; trash cans; waste baskets; cleaning sponges; brooms, mops,
buckets

International Class(es): 021 - Primary Class U.S Class(es): 002, 013, 023, 029, 030, 033, 040, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 2010 Use in Commerce: Dec. 2010

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Generated on: This page was generated by TSDR on 2015-02-04 16:18:34 EST

Mark: STAPLES ECO EASY

US Serial Number: 77555530 Application Filing Date: Aug. 26, 2008

US Registration Number: 3970966 Registration Date: May 31, 2011

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: May 31, 2011

Publication Date: Dec. 02, 2008 Notice of Allowance Date: Feb. 24, 2009



Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

No

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 31, 2011 REGISTERED-PRINCIPAL REGISTER

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 28, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Apr. 27, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 73296

Apr. 21, 2011 ASSIGNED TO LIE 73296

Apr. 20, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Mar. 31, 2011 TEAS/EMAIL CORRESPONDENCE ENTERED 68552

Mar. 31, 2011 CORRESPONDENCE RECEIVED IN LAW OFFICE 68552

Mar. 29, 2011 ASSIGNED TO LIE 68552

Mar. 24, 2011 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Mar. 08, 2011 NON-FINAL ACTION MAILED

Mar. 07, 2011 SU - NON-FINAL ACTION - WRITTEN 76741

Feb. 14, 2011 STATEMENT OF USE PROCESSING COMPLETE 66530

Feb. 11, 2011 USE AMENDMENT FILED 66530

Feb. 11, 2011 TEAS STATEMENT OF USE RECEIVED

Aug. 25, 2010 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Aug. 24, 2010 EXTENSION 3 GRANTED 66530

Aug. 18, 2010 EXTENSION 3 FILED 66530

Aug. 18, 2010 TEAS EXTENSION RECEIVED

Mar. 26, 2010 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Mar. 25, 2010 EXTENSION 2 GRANTED 66530

Feb. 23, 2010 EXTENSION 2 FILED 66530

Mar. 25, 2010 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66530

Feb. 23, 2010 TEAS EXTENSION RECEIVED

Aug. 19, 2009 EXTENSION 1 GRANTED 98765

Aug. 19, 2009 EXTENSION 1 FILED 98765

Aug. 19, 2009 TEAS EXTENSION RECEIVED

Feb. 24, 2009 NOA MAILED - SOU REQUIRED FROM APPLICANT

Dec. 02, 2008 PUBLISHED FOR OPPOSITION



Nov. 12, 2008 NOTICE OF PUBLICATION

Oct. 30, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 59272

Oct. 30, 2008 ASSIGNED TO LIE 59272

Oct. 22, 2008 EXAMINER'S AMENDMENT MAILED

Oct. 21, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 21, 2008 EXAMINER'S AMENDMENT ENTERED 88888

Oct. 21, 2008 EXAMINERS AMENDMENT -WRITTEN 76741

Sep. 29, 2008 ASSIGNED TO EXAMINER 76741

Aug. 30, 2008 NOTICE OF DESIGN SEARCH CODE MAILED

Aug. 29, 2008 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Apr. 27, 2011

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

 



STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: STAPLES DURA MARK

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the left of the word "DURAMARK" and the letters "MARK"
underlined and bolded.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 26.11.02 - Plain single line rectangles; Rectangles (single line)
26.17.03 - Dotted line(s); Lines, dotted
26.17.10 - Lines, zig-zag; Zig-zag line(s)

Related Properties Information

Claimed Ownership of US
Registrations:

1459182, 3262342, 3755376 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: permanent markers

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 2009 Use in Commerce: Dec. 2009

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Generated on: This page was generated by TSDR on 2015-02-04 16:18:08 EST

Mark: STAPLES DURA MARK

US Serial Number: 77959029 Application Filing Date: Mar. 15, 2010

US Registration Number: 3952231 Registration Date: Apr. 26, 2011

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Apr. 26, 2011

Publication Date: Aug. 24, 2010 Notice of Allowance Date: Oct. 19, 2010



Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 26, 2011 REGISTERED-PRINCIPAL REGISTER

Mar. 23, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Mar. 22, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 74221

Mar. 21, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Mar. 09, 2011 STATEMENT OF USE PROCESSING COMPLETE 76873

Feb. 17, 2011 USE AMENDMENT FILED 76873

Mar. 09, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 76873

Feb. 17, 2011 TEAS STATEMENT OF USE RECEIVED

Oct. 19, 2010 NOA MAILED - SOU REQUIRED FROM APPLICANT

Aug. 24, 2010 PUBLISHED FOR OPPOSITION

Aug. 04, 2010 NOTICE OF PUBLICATION

Jul. 17, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 74221

Jul. 17, 2010 ASSIGNED TO LIE 74221

Jun. 30, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 28, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 28, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 28, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 23, 2010 NON-FINAL ACTION MAILED

Jun. 22, 2010 NON-FINAL ACTION WRITTEN 78328

Jun. 14, 2010 ASSIGNED TO EXAMINER 78328

Mar. 20, 2010 NOTICE OF DESIGN SEARCH CODE AND PSEUDO MARK MAILED

Mar. 19, 2010 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 18, 2010 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 22, 2011

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition  



Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and 78936971 3376599



Acknowledged
STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: STAPLES ECO EASY

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "ECO" and "EASY" with the stylized image
of a paper clip and leaf.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 05.03.25 - Leaf, single; Other leaves
20.01.06 - Paper clips; Clamps, office supplies
26.11.21 - Rectangles that are completely or partially shaded

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Computer hardware; computer printers, computer peripherals; computer memory cards; computer accessories, namely, disk holders,
disk boxes, specially adapted monitor stands, specially adapted laptop stands, keyboards, monitors; batteries; telephones; surge
protectors; copiers; printers; facsimile machines; calculators; mousepads, USB hard disk drives, USB flash drives

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 2010 Use in Commerce: Dec. 2010

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Generated on: This page was generated by TSDR on 2015-02-04 16:17:41 EST

Mark: STAPLES ECO EASY

US Serial Number: 77555527 Application Filing Date: Aug. 26, 2008

US Registration Number: 3951277 Registration Date: Apr. 26, 2011

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Apr. 26, 2011

Publication Date: Dec. 02, 2008 Notice of Allowance Date: Feb. 24, 2009



Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 26, 2011 REGISTERED-PRINCIPAL REGISTER

Mar. 24, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Mar. 23, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 69712

Mar. 21, 2011 ASSIGNED TO LIE 69712

Mar. 16, 2011 ASSIGNED TO LIE 59554

Mar. 07, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Feb. 14, 2011 STATEMENT OF USE PROCESSING COMPLETE 66530

Feb. 11, 2011 USE AMENDMENT FILED 66530

Feb. 11, 2011 TEAS STATEMENT OF USE RECEIVED

Aug. 25, 2010 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Aug. 24, 2010 EXTENSION 3 GRANTED 66530

Aug. 18, 2010 EXTENSION 3 FILED 66530

Aug. 18, 2010 TEAS EXTENSION RECEIVED

Mar. 26, 2010 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Mar. 25, 2010 EXTENSION 2 GRANTED 66530

Feb. 23, 2010 EXTENSION 2 FILED 66530

Mar. 25, 2010 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66530

Feb. 23, 2010 TEAS EXTENSION RECEIVED

Aug. 19, 2009 EXTENSION 1 GRANTED 98765

Aug. 19, 2009 EXTENSION 1 FILED 98765

Aug. 19, 2009 TEAS EXTENSION RECEIVED

Feb. 24, 2009 NOA MAILED - SOU REQUIRED FROM APPLICANT

Dec. 02, 2008 PUBLISHED FOR OPPOSITION

Nov. 12, 2008 NOTICE OF PUBLICATION

Oct. 30, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 59272

Oct. 30, 2008 ASSIGNED TO LIE 59272

Oct. 21, 2008 EXAMINER'S AMENDMENT MAILED

Oct. 21, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 21, 2008 EXAMINER'S AMENDMENT ENTERED 88888

Oct. 21, 2008 EXAMINERS AMENDMENT -WRITTEN 76741

Sep. 29, 2008 ASSIGNED TO EXAMINER 76741

Aug. 30, 2008 NOTICE OF DESIGN SEARCH CODE MAILED



Aug. 29, 2008 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 23, 2011

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

 



STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: STAPLES TECHNOLOGY SOLUTIONS

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "Technology" and "Solutions".

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "TECHNOLOGY SOLUTIONS"

Design Search Code(s): 26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Claimed Ownership of US
Registrations:

1459182, 3385468

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Catalog and on-line retail store services featuring a full line of office products and supplies, multi-media furniture, paper products,
computer accessories, computer hardware and software and accessories, stationery, imaging and computer graphic supplies,
document and print management supplies, pre-press and digital proofing supplies, copier and digital duplicator supplies, cleaning
supplies, and CAD/engineering supplies

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: printer maintenance

International Class(es): 037 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: toner recycling service; printing services, namely, managed print services, ink and toner recycling, hardware recycling

International Class(es): 040 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: Information technology infrastructure support services, namely, troubleshooting of computer hardware and software problems; planning
and development of electronic communications networks; computer monitoring service which tracks software performance, performs
periodic maintenance and provides reports and alerts concerning such performance; engineering, and software maintenance of
computer projects; data encryption services; leasing computer facilities for the location of computer servers and related networking and
communication equipment, namely, storage servers, Web servers, disk arrays, tape backup equipment of others

Generated on: This page was generated by TSDR on 2015-02-04 16:17:17 EST

Mark: STAPLES TECHNOLOGY SOLUTIONS

US Serial Number: 77678983 Application Filing Date: Feb. 26, 2009

US Registration Number: 3948305 Registration Date: Apr. 19, 2011

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Apr. 19, 2011

Publication Date: Jun. 01, 2010 Notice of Allowance Date: Jul. 27, 2010



International Class(es): 042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 19, 2011 REGISTERED-PRINCIPAL REGISTER

Mar. 15, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Mar. 12, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 73296

Mar. 10, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Feb. 16, 2011 STATEMENT OF USE PROCESSING COMPLETE 71034

Jan. 26, 2011 USE AMENDMENT FILED 71034

Feb. 16, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 71034

Jan. 26, 2011 TEAS STATEMENT OF USE RECEIVED

Jul. 27, 2010 NOA MAILED - SOU REQUIRED FROM APPLICANT

Jun. 01, 2010 PUBLISHED FOR OPPOSITION

May 12, 2010 NOTICE OF PUBLICATION

Apr. 24, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 73296

Apr. 24, 2010 ASSIGNED TO LIE 73296

Apr. 12, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER



Apr. 09, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Apr. 09, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Apr. 09, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Feb. 03, 2010 NON-FINAL ACTION MAILED

Feb. 02, 2010 NON-FINAL ACTION WRITTEN 69812

Jan. 22, 2010 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Jan. 15, 2010 WITHDRAWN FROM PUB - OG REVIEW QUERY 61844

Jan. 05, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 74215

Jan. 05, 2010 ASSIGNED TO LIE 74215

Dec. 15, 2009 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 24, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 24, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 24, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 27, 2009 NON-FINAL ACTION MAILED

May 26, 2009 NON-FINAL ACTION WRITTEN 69812

May 19, 2009 ASSIGNED TO EXAMINER 69812

Mar. 04, 2009 NOTICE OF DESIGN SEARCH CODE MAILED

Mar. 03, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 02, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 12, 2011

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE

 



STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013







 

Mark Information

Mark Literal Elements: STAPLES TECHNOLOGY SOLUTIONS

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Disclaimer: "TECHNOLOGY SOLUTIONS"

Related Properties Information

Claimed Ownership of US
Registrations:

1459182, 3385468

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Catalog and on-line retail store services featuring a full line of office products and supplies, multi-media furniture, paper products,
computer accessories, computer hardware and software and accessories, stationery, imaging and computer graphic supplies,
document and print management supplies, pre-press and digital proofing supplies, copier and digital duplicator supplies, cleaning
supplies, and CAD/engineering supplies

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: printer maintenance

International Class(es): 037 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: toner recycling service; printing services, namely, managed print services, ink and toner recycling, hardware recycling

International Class(es): 040 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: Information technology infrastructure support services, namely, troubleshooting of computer hardware and software problems; planning
and development of electronic communications networks; computer monitoring service which tracks software performance, performs
periodic maintenance and provides reports and alerts concerning such performance; engineering, and software maintenance of
computer projects; data encryption services; leasing computer facilities for the location of computer servers and related networking and
communication equipment, namely, storage servers, Web servers, disk arrays, tape backup equipment of others

International Class(es): 042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

Generated on: This page was generated by TSDR on 2015-02-04 16:16:41 EST

Mark: STAPLES TECHNOLOGY SOLUTIONS

US Serial Number: 77678981 Application Filing Date: Feb. 26, 2009

US Registration Number: 3948304 Registration Date: Apr. 19, 2011

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Apr. 19, 2011

Publication Date: Jun. 01, 2010 Notice of Allowance Date: Jul. 27, 2010



First Use: Feb. 2010 Use in Commerce: Feb. 2010

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 19, 2011 REGISTERED-PRINCIPAL REGISTER

Mar. 15, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Mar. 12, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 73296

Mar. 10, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Feb. 16, 2011 STATEMENT OF USE PROCESSING COMPLETE 71034

Jan. 26, 2011 USE AMENDMENT FILED 71034

Feb. 16, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 71034

Jan. 26, 2011 TEAS STATEMENT OF USE RECEIVED

Jul. 27, 2010 NOA MAILED - SOU REQUIRED FROM APPLICANT

Jun. 01, 2010 PUBLISHED FOR OPPOSITION

May 12, 2010 NOTICE OF PUBLICATION

Apr. 24, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 73296

Apr. 24, 2010 ASSIGNED TO LIE 73296

Apr. 12, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 09, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Apr. 09, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889



Apr. 09, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Feb. 03, 2010 NON-FINAL ACTION MAILED

Feb. 02, 2010 NON-FINAL ACTION WRITTEN 69812

Jan. 22, 2010 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Jan. 15, 2010 WITHDRAWN FROM PUB - OG REVIEW QUERY 61844

Jan. 05, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 74215

Jan. 05, 2010 ASSIGNED TO LIE 74215

Dec. 15, 2009 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 24, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 24, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 24, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 27, 2009 NON-FINAL ACTION MAILED

May 26, 2009 NON-FINAL ACTION WRITTEN 69812

May 19, 2009 ASSIGNED TO EXAMINER 69812

Mar. 03, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 02, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 12, 2011







 

Mark Information

Mark Literal Elements: STAPLES TECHNOLOGY SOLUTIONS

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "Technology" and "Solutions".

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "TECHNOLOGY SOLUTIONS"

Design Search Code(s): 26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Claimed Ownership of US
Registrations:

1459182, 3385468

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: filled ink cartridges for printers; filled toner cartridges

International Class(es): 002 - Primary Class U.S Class(es): 006, 011, 016

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: data center access flooring, namely, steel flooring and access floor panels constructed of steel panels with cementitious filling

International Class(es): 006 - Primary Class U.S Class(es): 002, 012, 013, 014, 023, 025, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: Computer accessories, namely, keyboards, printer cables, monitors, audio speakers and modems; blank computer disks; blank
recordable compact discs and DVDs; computer mouse; batteries; voltage surge protectors; photocopiers; computer printers; facsimile
machines; memory cards; blank hard drives for computers; blank wireless computer cards; computer cables; computer disc drives;
computer buffers; computer network hubs, switches and routers; connection cables; electric power cords; DVD and optical media,
namely, blank optical disks, namely, CDs, DVDs, CD-R, CD-RW for recording audio, images and data; blank tape cartridges; blank
data cartridges and blank video tapes; computer workstations comprising of monitors, desktops, laptops, hard drives; web consoles

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: mobile multimedia storage carts for domestic and commercial use

International Class(es): 012 - Primary Class U.S Class(es): 019, 021, 023, 031, 035, 044
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Mark: STAPLES TECHNOLOGY SOLUTIONS

US Serial Number: 77678976 Application Filing Date: Feb. 26, 2009

US Registration Number: 3948303 Registration Date: Apr. 19, 2011

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Apr. 19, 2011

Publication Date: Jun. 01, 2010 Notice of Allowance Date: Jul. 27, 2010



Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: bar code ribbons and labels; computer printer ribbons; computer paper

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: high pressure laminate flooring

International Class(es): 019 - Primary Class U.S Class(es): 001, 012, 033, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: multimedia filing cabinets; data center workstations comprising of desks, shelves and drawers, and storage racks; furniture

International Class(es): 020 - Primary Class U.S Class(es): 002, 013, 022, 025, 032, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED



Apr. 19, 2011 REGISTERED-PRINCIPAL REGISTER

Mar. 12, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Mar. 11, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 73296

Mar. 10, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Feb. 16, 2011 STATEMENT OF USE PROCESSING COMPLETE 69302

Jan. 26, 2011 USE AMENDMENT FILED 69302

Feb. 16, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 69302

Jan. 26, 2011 TEAS STATEMENT OF USE RECEIVED

Jul. 27, 2010 NOA MAILED - SOU REQUIRED FROM APPLICANT

Jun. 01, 2010 PUBLISHED FOR OPPOSITION

May 12, 2010 NOTICE OF PUBLICATION

Apr. 24, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 73296

Apr. 24, 2010 ASSIGNED TO LIE 73296

Apr. 12, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 09, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Apr. 09, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Apr. 09, 2010 TEAS REQUEST FOR RECONSIDERATION RECEIVED

Dec. 16, 2009 FINAL REFUSAL MAILED

Dec. 15, 2009 FINAL REFUSAL WRITTEN 69812

Nov. 24, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 24, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 24, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 27, 2009 NON-FINAL ACTION MAILED

May 26, 2009 NON-FINAL ACTION WRITTEN 69812

May 19, 2009 ASSIGNED TO EXAMINER 69812

Mar. 04, 2009 NOTICE OF DESIGN SEARCH CODE MAILED

Mar. 03, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 02, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 11, 2011

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917

 



Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012



7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013







 

Mark Information

Mark Literal Elements: STAPLES TECHNOLOGY SOLUTIONS

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Disclaimer: "TECHNOLOGY SOLUTIONS"

Related Properties Information

Claimed Ownership of US
Registrations:

1459182, 3385468

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: filled ink cartridges for printers; filled toner cartridges

International Class(es): 002 - Primary Class U.S Class(es): 006, 011, 016

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: data center access flooring, namely, steel flooring and access floor panels constructed of steel panels with cementitious filling

International Class(es): 006 - Primary Class U.S Class(es): 002, 012, 013, 014, 023, 025, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: Computer accessories, namely, keyboards, printer cables, monitors, audio speakers and modems; blank computer disks; blank
recordable compact discs and DVDs; computer mouse; batteries; voltage surge protectors; photocopiers; computer printers; facsimile
machines; memory cards; blank hard drives for computers; blank wireless computer cards; computer cables; computer disc drives;
computer buffers; computer network hubs, switches and routers; connection cables; electric power cords; DVD and optical media,
namely, blank optical disks, namely, CDs, DVDs, CD-R, CD-RW for recording audio, images and data; blank tape cartridges; blank
data cartridges and blank video tapes; computer workstations comprising of monitors, desktops, laptops, hard drives; web consoles

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: mobile multimedia storage carts for domestic and commercial use

International Class(es): 012 - Primary Class U.S Class(es): 019, 021, 023, 031, 035, 044

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010
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Mark: STAPLES TECHNOLOGY SOLUTIONS

US Serial Number: 77678975 Application Filing Date: Feb. 26, 2009

US Registration Number: 3948302 Registration Date: Apr. 19, 2011

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Apr. 19, 2011

Publication Date: Jun. 01, 2010 Notice of Allowance Date: Jul. 27, 2010



For: bar code ribbons and labels; computer printer ribbons; computer paper

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: high pressure laminate flooring

International Class(es): 019 - Primary Class U.S Class(es): 001, 012, 033, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

For: multimedia filing cabinets; data center workstations comprising of desks, shelves and drawers, and storage racks; furniture

International Class(es): 020 - Primary Class U.S Class(es): 002, 013, 022, 025, 032, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Feb. 2010 Use in Commerce: Feb. 2010

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 19, 2011 REGISTERED-PRINCIPAL REGISTER

Mar. 12, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Mar. 11, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 73296



Mar. 10, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Feb. 16, 2011 STATEMENT OF USE PROCESSING COMPLETE 69302

Jan. 26, 2011 USE AMENDMENT FILED 69302

Feb. 16, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 69302

Jan. 26, 2011 TEAS STATEMENT OF USE RECEIVED

Jul. 27, 2010 NOA MAILED - SOU REQUIRED FROM APPLICANT

Jun. 01, 2010 PUBLISHED FOR OPPOSITION

May 12, 2010 NOTICE OF PUBLICATION

Apr. 24, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 73296

Apr. 24, 2010 ASSIGNED TO LIE 73296

Apr. 12, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 09, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Apr. 09, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Apr. 09, 2010 TEAS REQUEST FOR RECONSIDERATION RECEIVED

Dec. 16, 2009 FINAL REFUSAL MAILED

Dec. 15, 2009 FINAL REFUSAL WRITTEN 69812

Nov. 24, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 24, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 24, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 27, 2009 NON-FINAL ACTION MAILED

May 26, 2009 NON-FINAL ACTION WRITTEN 69812

May 19, 2009 ASSIGNED TO EXAMINER 69812

Mar. 03, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Mar. 02, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 11, 2011







 

Mark Information

Mark Literal Elements: STAPLES ECO EASY

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "ECO" and "EASY" with the stylized image
of a paper clip and leaf.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 05.03.25 - Leaf, single; Other leaves
20.01.06 - Paper clips; Clamps, office supplies
26.11.21 - Rectangles that are completely or partially shaded

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Computer furniture; office furniture, namely, chairs, desk chairs, desks, bookcases, and filing cabinets

International Class(es): 020 - Primary Class U.S Class(es): 002, 013, 022, 025, 032, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 2009 Use in Commerce: Dec. 2009

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Generated on: This page was generated by TSDR on 2015-02-04 16:11:59 EST

Mark: STAPLES ECO EASY

US Serial Number: 77555529 Application Filing Date: Aug. 26, 2008

US Registration Number: 3948193 Registration Date: Apr. 19, 2011

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Apr. 19, 2011

Publication Date: Nov. 25, 2008 Notice of Allowance Date: Feb. 17, 2009



Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 19, 2011 REGISTERED-PRINCIPAL REGISTER

Mar. 12, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Mar. 11, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 74221

Mar. 07, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Feb. 14, 2011 STATEMENT OF USE PROCESSING COMPLETE 65362

Feb. 10, 2011 USE AMENDMENT FILED 65362

Feb. 10, 2011 TEAS STATEMENT OF USE RECEIVED

Sep. 01, 2010 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Aug. 31, 2010 EXTENSION 3 GRANTED 65362

Aug. 16, 2010 EXTENSION 3 FILED 65362

Aug. 16, 2010 TEAS EXTENSION RECEIVED

Mar. 23, 2010 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Mar. 22, 2010 EXTENSION 2 GRANTED 65362

Feb. 17, 2010 EXTENSION 2 FILED 65362

Mar. 22, 2010 CASE ASSIGNED TO INTENT TO USE PARALEGAL 65362

Feb. 17, 2010 TEAS EXTENSION RECEIVED

Aug. 12, 2009 EXTENSION 1 GRANTED 98765

Aug. 12, 2009 EXTENSION 1 FILED 98765

Aug. 12, 2009 TEAS EXTENSION RECEIVED

Feb. 17, 2009 NOA MAILED - SOU REQUIRED FROM APPLICANT

Nov. 25, 2008 PUBLISHED FOR OPPOSITION

Nov. 05, 2008 NOTICE OF PUBLICATION

Oct. 23, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 74221

Oct. 23, 2008 ASSIGNED TO LIE 74221

Oct. 11, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Sep. 29, 2008 ASSIGNED TO EXAMINER 76741

Aug. 30, 2008 NOTICE OF DESIGN SEARCH CODE MAILED

Aug. 29, 2008 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 11, 2011



Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

 



STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: STAPLES ECO EASY

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "ECO" and "EASY" with the stylized image
of a paper clip and leaf.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 05.03.25 - Leaf, single; Other leaves
20.01.06 - Paper clips; Clamps, office supplies
26.11.21 - Rectangles that are completely or partially shaded

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Filled ink and toner cartridges for printers and facsimile machines

International Class(es): 002 - Primary Class U.S Class(es): 006, 011, 016

Class Status: ACTIVE

Basis: 1(a)

First Use: Jun. 2009 Use in Commerce: Jun. 2009

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Generated on: This page was generated by TSDR on 2015-02-04 16:11:22 EST

Mark: STAPLES ECO EASY

US Serial Number: 77555525 Application Filing Date: Aug. 26, 2008

US Registration Number: 3948192 Registration Date: Apr. 19, 2011

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Apr. 19, 2011

Publication Date: Nov. 25, 2008 Notice of Allowance Date: Feb. 17, 2009



Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 19, 2011 REGISTERED-PRINCIPAL REGISTER

Mar. 12, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Mar. 11, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 74221

Mar. 07, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Feb. 14, 2011 STATEMENT OF USE PROCESSING COMPLETE 65362

Feb. 10, 2011 USE AMENDMENT FILED 65362

Feb. 10, 2011 TEAS STATEMENT OF USE RECEIVED

Sep. 01, 2010 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Aug. 31, 2010 EXTENSION 3 GRANTED 65362

Aug. 16, 2010 EXTENSION 3 FILED 65362

Aug. 16, 2010 TEAS EXTENSION RECEIVED

Mar. 23, 2010 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Mar. 22, 2010 EXTENSION 2 GRANTED 65362

Feb. 17, 2010 EXTENSION 2 FILED 65362

Mar. 22, 2010 CASE ASSIGNED TO INTENT TO USE PARALEGAL 65362

Feb. 17, 2010 TEAS EXTENSION RECEIVED

Aug. 17, 2009 EXTENSION 1 GRANTED 98765

Aug. 17, 2009 EXTENSION 1 FILED 98765

Aug. 17, 2009 TEAS EXTENSION RECEIVED

Feb. 17, 2009 NOA MAILED - SOU REQUIRED FROM APPLICANT

Nov. 25, 2008 PUBLISHED FOR OPPOSITION

Nov. 05, 2008 NOTICE OF PUBLICATION

Oct. 23, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 74221

Oct. 23, 2008 ASSIGNED TO LIE 74221

Oct. 14, 2008 EXAMINER'S AMENDMENT MAILED

Oct. 11, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 11, 2008 EXAMINER'S AMENDMENT ENTERED 88888

Oct. 11, 2008 EXAMINERS AMENDMENT -WRITTEN 76741

Sep. 29, 2008 ASSIGNED TO EXAMINER 76741

Aug. 30, 2008 NOTICE OF DESIGN SEARCH CODE MAILED

Aug. 29, 2008 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information



TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 11, 2011

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

 



STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: STAPLES I SHRED U

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Downloadable software application to enable the virtual sharing and disposal of photos and content

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 2009 Use in Commerce: Mar. 2009

For: Providing advertising information via local and global computer networks in the fields of the office supply products and services of
others

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 2009 Use in Commerce: Mar. 2009

For: Providing online chat rooms and electronic bulletin boards for registered users for transmission of messages concerning general
interest, social networking, photo sharing, and transmission of photographic images; Providing access to information, audio, and video
via websites, online forums, chat rooms, and blogs over the Internet; electronic transmission of messages and data

International Class(es): 038 - Primary Class U.S Class(es): 100, 101, 104

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 2009 Use in Commerce: Mar. 2009

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Generated on: This page was generated by TSDR on 2015-02-04 16:10:42 EST

Mark: STAPLES I SHRED U

US Serial Number: 77751349 Application Filing Date: Jun. 03, 2009

US Registration Number: 3945034 Registration Date: Apr. 12, 2011

Register: Principal

Mark Type: Trademark, Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Apr. 12, 2011

Publication Date: May 25, 2010 Notice of Allowance Date: Jul. 20, 2010



Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 12, 2011 REGISTERED-PRINCIPAL REGISTER

Mar. 11, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Mar. 10, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 70629

Mar. 03, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Feb. 07, 2011 STATEMENT OF USE PROCESSING COMPLETE 71034

Jan. 13, 2011 USE AMENDMENT FILED 71034

Feb. 07, 2011 CASE ASSIGNED TO INTENT TO USE PARALEGAL 71034

Jan. 13, 2011 TEAS STATEMENT OF USE RECEIVED

Jul. 20, 2010 NOA MAILED - SOU REQUIRED FROM APPLICANT

May 25, 2010 PUBLISHED FOR OPPOSITION

May 05, 2010 NOTICE OF PUBLICATION

Apr. 22, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 70629

Apr. 21, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 20, 2010 EXAMINERS AMENDMENT MAILED

Apr. 19, 2010 EXAMINER'S AMENDMENT ENTERED 70629

Apr. 19, 2010 ASSIGNED TO LIE 70629

Apr. 19, 2010 EXAMINERS AMENDMENT -WRITTEN 81853

Apr. 19, 2010 PREVIOUS ALLOWANCE COUNT WITHDRAWN

Mar. 15, 2010 WITHDRAWN FROM PUB - OG REVIEW QUERY 60756

Mar. 01, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 78289

Feb. 24, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Feb. 23, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Feb. 23, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Feb. 23, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED



Aug. 28, 2009 COMBINED EXAMINER'S AMENDMENT/PRIORITY ACTION ENTERED 78289

Aug. 28, 2009 ASSIGNED TO LIE 78289

Aug. 28, 2009 EXAMINER'S AMENDMENT/PRIORITY ACTION MAILED

Aug. 28, 2009 EXAMINERS AMENDMENT AND/OR PRIORITY ACTION - COMPLETED 81853

Aug. 20, 2009 ASSIGNED TO EXAMINER 81853

Jun. 09, 2009 NOTICE OF PSEUDO MARK MAILED

Jun. 08, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jun. 06, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 10, 2011





 

Mark Information

Mark Literal Elements: STAPLES ECO EASY

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "ECO" and "EASY" with the stylized image
of a paper clip and leaf.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 05.03.25 - Leaf, single; Other leaves
20.01.06 - Paper clips; Clamps, office supplies
26.11.21 - Rectangles that are completely or partially shaded

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Cleaning preparations for use on various surfaces, and disposable cleaning wipes impregnated with cleaning chemicals for a wide
variety of household or commercial products and surfaces, and hand soap; disposable pre-moistened cleaning wipes impregnated with
cleaning chemicals for label removal, computer screen and keyboards, mobile phones, laptop/notebooks, and hand wipes

International Class(es): 003 - Primary Class U.S Class(es): 001, 004, 006, 050, 051, 052

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 2010 Use in Commerce: Dec. 2010

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Generated on: This page was generated by TSDR on 2015-02-04 16:10:03 EST

Mark: STAPLES ECO EASY

US Serial Number: 77555526 Application Filing Date: Aug. 26, 2008

US Registration Number: 3944768 Registration Date: Apr. 12, 2011

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Apr. 12, 2011

Publication Date: Dec. 02, 2008 Notice of Allowance Date: Feb. 24, 2009



Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 12, 2011 REGISTERED-PRINCIPAL REGISTER

Mar. 10, 2011 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Mar. 09, 2011 LAW OFFICE REGISTRATION REVIEW COMPLETED 70884

Mar. 08, 2011 ASSIGNED TO LIE 70884

Mar. 07, 2011 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Feb. 14, 2011 STATEMENT OF USE PROCESSING COMPLETE 66530

Feb. 11, 2011 USE AMENDMENT FILED 66530

Feb. 11, 2011 TEAS STATEMENT OF USE RECEIVED

Aug. 25, 2010 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Aug. 24, 2010 EXTENSION 3 GRANTED 66530

Aug. 18, 2010 EXTENSION 3 FILED 66530

Aug. 18, 2010 TEAS EXTENSION RECEIVED

Mar. 26, 2010 NOTICE OF APPROVAL OF EXTENSION REQUEST MAILED

Mar. 25, 2010 EXTENSION 2 GRANTED 66530

Feb. 23, 2010 EXTENSION 2 FILED 66530

Mar. 25, 2010 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66530

Feb. 23, 2010 TEAS EXTENSION RECEIVED

Aug. 19, 2009 EXTENSION 1 GRANTED 98765

Aug. 19, 2009 EXTENSION 1 FILED 98765

Aug. 19, 2009 TEAS EXTENSION RECEIVED

Feb. 24, 2009 NOA MAILED - SOU REQUIRED FROM APPLICANT

Dec. 02, 2008 PUBLISHED FOR OPPOSITION

Nov. 12, 2008 NOTICE OF PUBLICATION

Oct. 29, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 76537

Oct. 29, 2008 ASSIGNED TO LIE 76537

Oct. 20, 2008 EXAMINER'S AMENDMENT MAILED

Oct. 20, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 20, 2008 EXAMINER'S AMENDMENT ENTERED 88888

Oct. 20, 2008 EXAMINERS AMENDMENT -WRITTEN 76741

Sep. 29, 2008 ASSIGNED TO EXAMINER 76741

Aug. 30, 2008 NOTICE OF DESIGN SEARCH CODE MAILED

Aug. 29, 2008 NEW APPLICATION ENTERED IN TRAM



TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 09, 2011

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

 



STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: STAPLES BETTER

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Dividers, namely, dividers for binders and index dividers

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 2008 Use in Commerce: Dec. 2008

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive

Generated on: This page was generated by TSDR on 2015-02-04 16:09:25 EST

Mark: STAPLES BETTER

US Serial Number: 77835129 Application Filing Date: Sep. 25, 2009

US Registration Number: 3891935 Registration Date: Dec. 21, 2010

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Dec. 21, 2010

Publication Date: Oct. 05, 2010



Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Dec. 21, 2010 REGISTERED-PRINCIPAL REGISTER

Oct. 05, 2010 PUBLISHED FOR OPPOSITION

Sep. 15, 2010 NOTICE OF PUBLICATION

Aug. 28, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 74221

Aug. 28, 2010 ASSIGNED TO LIE 74221

Aug. 13, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 28, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 28, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 28, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 28, 2009 NON-FINAL ACTION MAILED

Dec. 24, 2009 NON-FINAL ACTION WRITTEN 66384

Dec. 22, 2009 ASSIGNED TO EXAMINER 66384

Sep. 29, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Sep. 29, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Dec. 21, 2010

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91219691 Filing Date: Dec 10, 2014

Status: Pending Status Date: Dec 10, 2014

Interlocutory Attorney: GEORGE POLOGEORGIS

Defendant

Name: Bloomberg, Martin H

Correspondent Address: BLOOMBERG, MARTIN H
31 HILLER DR
SEEKONK MA , 02771-4303

Correspondent e-mail: martybma@hotmail.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLEBIND Opposition Pending 86221688
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: Sarah J. Schneider
Sheridan Ross P.C.
1560 Broadway, Suite 1200
Denver CO , 80211
UNITED STATES

 



Correspondent e-mail: sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES Renewed 73591562 1459182

STAPLES Renewed 73598521 1438390

STAPLES Renewed 73690073 1512125

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES.COM Renewed 75687268 2397238

STAPLES BETTER Registered 77835122 3891934

STAPLES BETTER Registered 77835129 3891935
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Dec 10, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 10, 2014 Jan 19, 2015

3 PENDING, INSTITUTED Dec 10, 2014

4 ANSWER Jan 15, 2015





 

Mark Information

Mark Literal Elements: STAPLES BETTER

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: binders

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 2006 Use in Commerce: Dec. 2006

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive

Generated on: This page was generated by TSDR on 2015-02-04 16:08:49 EST

Mark: STAPLES BETTER

US Serial Number: 77835122 Application Filing Date: Sep. 25, 2009

US Registration Number: 3891934 Registration Date: Dec. 21, 2010

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Dec. 21, 2010

Publication Date: Oct. 05, 2010



Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Dec. 21, 2010 REGISTERED-PRINCIPAL REGISTER

Oct. 05, 2010 PUBLISHED FOR OPPOSITION

Sep. 15, 2010 NOTICE OF PUBLICATION

Aug. 28, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 74221

Aug. 28, 2010 ASSIGNED TO LIE 74221

Aug. 13, 2010 APPROVED FOR PUB - PRINCIPAL REGISTER

Jun. 28, 2010 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Jun. 28, 2010 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Jun. 28, 2010 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Dec. 28, 2009 NON-FINAL ACTION MAILED

Dec. 24, 2009 NON-FINAL ACTION WRITTEN 66384

Dec. 22, 2009 ASSIGNED TO EXAMINER 66384

Sep. 29, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Sep. 29, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Dec. 21, 2010

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91219691 Filing Date: Dec 10, 2014

Status: Pending Status Date: Dec 10, 2014

Interlocutory Attorney: GEORGE POLOGEORGIS

Defendant

Name: Bloomberg, Martin H

Correspondent Address: BLOOMBERG, MARTIN H
31 HILLER DR
SEEKONK MA , 02771-4303

Correspondent e-mail: martybma@hotmail.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLEBIND Opposition Pending 86221688
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: Sarah J. Schneider
Sheridan Ross P.C.
1560 Broadway, Suite 1200
Denver CO , 80211
UNITED STATES

 



Correspondent e-mail: sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES Renewed 73591562 1459182

STAPLES Renewed 73598521 1438390

STAPLES Renewed 73690073 1512125

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES.COM Renewed 75687268 2397238

STAPLES BETTER Registered 77835122 3891934

STAPLES BETTER Registered 77835129 3891935
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Dec 10, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 10, 2014 Jan 19, 2015

3 PENDING, INSTITUTED Dec 10, 2014

4 ANSWER Jan 15, 2015





 

Mark Information

Mark Literal Elements: SUSTAINABLE EARTH BY STAPLES

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of a globe design with leaves followed by the words "SUSTAINABLE EARTH BY STAPLES".

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 01.07.02 - Globes with meridians and parallels only
05.03.08 - More than one leaf, including scattered leaves, bunches of leaves not attached to branches
26.17.13 - Overlined words or letters; Underlined words or letters; Letters or words underlined and/or overlined by one or more strokes
or lines

Related Properties Information

Claimed Ownership of US
Registrations:

1459182, 2869383, 3353214, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Retail store services, mail order catalog services, and computerized online retail store services featuring office supplies, cleaning
supplies, imaging and computer graphic supplies, document and print management supplies, office equipment, including computer
hardware, copiers and telephones, and office furniture

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: May 2009 Use in Commerce: May 2009

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Generated on: This page was generated by TSDR on 2015-02-04 16:08:04 EST

Mark: SUSTAINABLE EARTH BY STAPLES

US Serial Number: 77708540 Application Filing Date: Apr. 07, 2009

US Registration Number: 3874251 Registration Date: Nov. 09, 2010

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Nov. 09, 2010

Publication Date: Feb. 09, 2010 Notice of Allowance Date: May 04, 2010



Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Nov. 09, 2010 REGISTERED-PRINCIPAL REGISTER

Oct. 08, 2010 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Oct. 07, 2010 LAW OFFICE REGISTRATION REVIEW COMPLETED 73787

Oct. 06, 2010 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Sep. 20, 2010 STATEMENT OF USE PROCESSING COMPLETE 66230

Aug. 23, 2010 USE AMENDMENT FILED 66230

Sep. 20, 2010 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66230

Aug. 23, 2010 TEAS STATEMENT OF USE RECEIVED

May 04, 2010 NOA MAILED - SOU REQUIRED FROM APPLICANT

Feb. 09, 2010 PUBLISHED FOR OPPOSITION

Jan. 20, 2010 NOTICE OF PUBLICATION

Jan. 05, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 73787

Jan. 05, 2010 ASSIGNED TO LIE 73787

Dec. 16, 2009 EXAMINERS AMENDMENT MAILED

Dec. 15, 2009 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 15, 2009 EXAMINER'S AMENDMENT ENTERED 88888

Dec. 15, 2009 EXAMINERS AMENDMENT -WRITTEN 69812

Nov. 27, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 26, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 26, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 26, 2009 NON-FINAL ACTION MAILED

May 26, 2009 NON-FINAL ACTION WRITTEN 69812

May 19, 2009 ASSIGNED TO EXAMINER 69812

Apr. 11, 2009 NOTICE OF DESIGN SEARCH CODE MAILED

Apr. 10, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Apr. 10, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location



Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Oct. 07, 2010





 

Mark Information

Mark Literal Elements: STAPLES ECO EASY

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "ECO" and "EASY" with the stylized image
of a paper clip and leaf.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 05.03.25 - Leaf, single; Other leaves
20.01.06 - Paper clips; Clamps, office supplies
26.11.21 - Rectangles that are completely or partially shaded

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Paper shredders for home or office use; paper; writing pads of paper; notebooks; calendar based daily planners; file folders; storage
boxes made of cardboard; binders; envelopes; business forms; thumb tacks; paper binders; binder clips, document portfolios, dry
erase writing boards; pens; pencils; highlighters; dry erase markers, paper clips; glue for stationery or household purposes, paper
staples; ink ribbons; appointment books; office desk accessories, namely, desk file trays, correction tape, desk calendars, desk pads,
desk sets, desk stands for calendars, pens, pencils, inks and the like office accessories, file folders, hanging file folders, and holders
for pens and pencils; telephone book binders, paper and file storage boxes, desktop business card holders; desktop document racks
and organizers; non electric staplers; paper cutters; stationery, paper hole punchers; pencil sharpeners; label printing machines;
adhesive tape dispensers for household and commercial use; paper and plastic garbage bags, paper bags for shredded bags, plastic
packaging foil, rubber bands

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Jul. 2008 Use in Commerce: Jul. 2008

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: Yes

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702

Generated on: This page was generated by TSDR on 2015-02-04 16:07:15 EST

Mark: STAPLES ECO EASY

US Serial Number: 77555531 Application Filing Date: Aug. 26, 2008

US Registration Number: 3839721 Registration Date: Aug. 31, 2010

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Aug. 31, 2010

Publication Date: Apr. 28, 2009



UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Aug. 31, 2010 REGISTERED-PRINCIPAL REGISTER

Jul. 22, 2010 1(B) BASIS DELETED; PROCEED TO REGISTRATION 76874

Jul. 21, 2010 NOTICE OF ALLOWANCE CANCELLED 76874

Jul. 21, 2010 TEAS POST PUBLICATION AMENDMENT RECEIVED

Jan. 21, 2010 EXTENSION 1 GRANTED 98765

Jan. 21, 2010 EXTENSION 1 FILED 98765

Jan. 21, 2010 TEAS EXTENSION RECEIVED

Jul. 21, 2009 NOA MAILED - SOU REQUIRED FROM APPLICANT

Apr. 28, 2009 PUBLISHED FOR OPPOSITION

Apr. 08, 2009 NOTICE OF PUBLICATION

Mar. 20, 2009 LAW OFFICE PUBLICATION REVIEW COMPLETED 73787

Mar. 20, 2009 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 20, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 73787

Mar. 20, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 73787

Mar. 20, 2009 ASSIGNED TO LIE 73787

Mar. 19, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Oct. 22, 2008 EXAMINER'S AMENDMENT/PRIORITY ACTION MAILED

Oct. 22, 2008 EXAMINERS AMENDMENT AND/OR PRIORITY ACTION - COMPLETED 76741

Sep. 29, 2008 ASSIGNED TO EXAMINER 76741

Aug. 30, 2008 NOTICE OF DESIGN SEARCH CODE MAILED

Aug. 29, 2008 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Aug. 31, 2010

Proceedings

Summary

Number of Proceedings: 1



Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

 



STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: STAPLES EASYTECH

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 1487171 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Computer parts and peripherals used in the installation, repair and maintenance of computer hardware, software and wireless
networks, namely, keyboards, memory cards, hard drives, monitors, wireless cards, computer cables, modem, disc drives, buffers,
central processing units, mouses, computer hubs, switches and routers

International Class(es): 009 - Primary Class U.S Class(es): 021, 023, 026, 036, 038

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 2007 Use in Commerce: Jan. 2007

For: Installation, repair and maintenance of computer hardware and wireless networks

International Class(es): 037 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 2007 Use in Commerce: Jan. 2007

For: Installation, repair and maintenance of computer software

International Class(es): 042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 2007 Use in Commerce: Jan. 2007

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Generated on: This page was generated by TSDR on 2015-02-04 16:06:41 EST

Mark: STAPLES EASYTECH

US Serial Number: 76673209 Application Filing Date: Feb. 26, 2007

US Registration Number: 3828592 Registration Date: Aug. 03, 2010

Register: Principal

Mark Type: Trademark, Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Aug. 03, 2010

Publication Date: Mar. 18, 2008 Notice of Allowance Date: Jun. 10, 2008



Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Aug. 03, 2010 REGISTERED-PRINCIPAL REGISTER

Jun. 29, 2010 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Jun. 28, 2010 LAW OFFICE REGISTRATION REVIEW COMPLETED 68171

Jun. 28, 2010 ASSIGNED TO LIE 68171

Jun. 14, 2010 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

May 25, 2010 STATEMENT OF USE PROCESSING COMPLETE 66230

May 19, 2010 USE AMENDMENT FILED 66230

May 19, 2010 TEAS STATEMENT OF USE RECEIVED

Jan. 04, 2010 EXTENSION 3 GRANTED 66230

Dec. 10, 2009 EXTENSION 3 FILED 66230

Dec. 10, 2009 TEAS EXTENSION RECEIVED

Jun. 22, 2009 EXTENSION 2 GRANTED 66230

Jun. 02, 2009 EXTENSION 2 FILED 66230

Jun. 22, 2009 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66230

Jun. 02, 2009 TEAS EXTENSION RECEIVED

Dec. 10, 2008 EXTENSION 1 GRANTED 98765

Dec. 10, 2008 EXTENSION 1 FILED 98765

Dec. 10, 2008 TEAS EXTENSION RECEIVED

Jun. 30, 2008 ATTORNEY REVOKED AND/OR APPOINTED

Jun. 30, 2008 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jun. 10, 2008 NOA MAILED - SOU REQUIRED FROM APPLICANT

Mar. 18, 2008 PUBLISHED FOR OPPOSITION

Feb. 27, 2008 NOTICE OF PUBLICATION

Feb. 12, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 78287



Feb. 12, 2008 ASSIGNED TO LIE 78287

Jan. 10, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 20, 2007 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Dec. 20, 2007 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Dec. 20, 2007 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jun. 20, 2007 NON-FINAL ACTION MAILED

Jun. 20, 2007 NON-FINAL ACTION WRITTEN 81848

Jun. 20, 2007 NON-FINAL ACTION WRITTEN 81848

Jun. 07, 2007 ASSIGNED TO EXAMINER 81848

Mar. 09, 2007 APPLICATION FILING RECEIPT MAILED

Mar. 05, 2007 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jun. 28, 2010

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

 



STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: STAPLES FACILITY SOLUTIONS

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "Facility" and "Solutions".

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "FACILITY SOLUTIONS"

Design Search Code(s): 20.01.07 - Adhesive tape dispensers; Pencil sharpeners; Sharpeners, pencil; Staplers; Tape, adhesive, in dispenser; Staples
26.11.21 - Rectangles that are completely or partially shaded
27.03.05 - Objects forming letters or numerals

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: distributorship services in the field of facility supplies, janitorial and sanitation supplies, safety and health and wellness supplies,
cleaning supplies, cleaning equipment, cleaning chemicals and chemical dispensing units, restroom paper supplies and dispensing
units; catalog ordering services and e-commerce ordering services to commercial customers featuring business facility supplies,
janitorial and sanitation supplies, safety and health and wellness supplies, cleaning supplies, cleaning equipment, cleaning chemicals
and chemical dispensing units, restroom paper supplies and dispensing units; business project management services in the field of
facility supplies; transportation logistics services, namely, scheduling and coordination of chemical and paper dispenser system
delivery for others

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Apr. 2009 Use in Commerce: Apr. 2009

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Generated on: This page was generated by TSDR on 2015-02-04 16:06:02 EST

Mark: STAPLES FACILITY SOLUTIONS

US Serial Number: 77746142 Application Filing Date: May 28, 2009

US Registration Number: 3826220 Registration Date: Jul. 27, 2010

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jul. 27, 2010

Publication Date: Oct. 06, 2009 Notice of Allowance Date: Dec. 29, 2009



Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jul. 27, 2010 REGISTERED-PRINCIPAL REGISTER

Jun. 19, 2010 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Jun. 18, 2010 LAW OFFICE REGISTRATION REVIEW COMPLETED 70633

Jun. 18, 2010 ASSIGNED TO LIE 70633

Jun. 03, 2010 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

May 12, 2010 STATEMENT OF USE PROCESSING COMPLETE 69302

Apr. 28, 2010 USE AMENDMENT FILED 69302

May 12, 2010 CASE ASSIGNED TO INTENT TO USE PARALEGAL 69302

Apr. 28, 2010 TEAS STATEMENT OF USE RECEIVED

Dec. 29, 2009 NOA MAILED - SOU REQUIRED FROM APPLICANT

Oct. 06, 2009 PUBLISHED FOR OPPOSITION

Sep. 16, 2009 NOTICE OF PUBLICATION

Aug. 31, 2009 LAW OFFICE PUBLICATION REVIEW COMPLETED 78289

Aug. 28, 2009 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 28, 2009 EXAMINER'S AMENDMENT ENTERED 78289

Aug. 28, 2009 ASSIGNED TO LIE 78289

Aug. 28, 2009 EXAMINER'S AMENDMENT MAILED

Aug. 27, 2009 EXAMINERS AMENDMENT -WRITTEN 81853

Aug. 20, 2009 ASSIGNED TO EXAMINER 81853

Jun. 02, 2009 NOTICE OF DESIGN SEARCH CODE MAILED

Jun. 01, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jun. 01, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jun. 18, 2010



Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

 



STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: M BY STAPLES

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 26.01.17 - Circles, two concentric; Concentric circles, two; Two concentric circles
26.01.21 - Circles that are totally or partially shaded.

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1716918, 1891487 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Paper; pads of paper; notebooks; file folders; envelopes; thumb tacks; paper binders; paper clips; appointment books; office desk
accessories, namely, desk file trays, desk pads, desk sets, desktop document racks and organizers

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 2007 Use in Commerce: Sep. 2007

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702

Generated on: This page was generated by TSDR on 2015-02-04 16:05:33 EST

Mark: M BY STAPLES

US Serial Number: 77071953 Application Filing Date: Dec. 27, 2006

US Registration Number: 3825450 Registration Date: Jul. 27, 2010

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jul. 27, 2010

Publication Date: Sep. 04, 2007 Notice of Allowance Date: Nov. 27, 2007



UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jul. 27, 2010 REGISTERED-PRINCIPAL REGISTER

Jun. 24, 2010 NOTICE OF ACCEPTANCE OF STATEMENT OF USE MAILED

Jun. 23, 2010 LAW OFFICE REGISTRATION REVIEW COMPLETED 77976

Jun. 22, 2010 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jun. 01, 2010 STATEMENT OF USE PROCESSING COMPLETE 61813

May 27, 2010 USE AMENDMENT FILED 61813

May 27, 2010 TEAS STATEMENT OF USE RECEIVED

Dec. 04, 2009 EXTENSION 4 GRANTED 61813

Nov. 25, 2009 EXTENSION 4 FILED 61813

Nov. 25, 2009 TEAS EXTENSION RECEIVED

Jun. 09, 2009 EXTENSION 3 GRANTED 61813

May 21, 2009 EXTENSION 3 FILED 61813

Jun. 09, 2009 CASE ASSIGNED TO INTENT TO USE PARALEGAL 61813

May 21, 2009 TEAS EXTENSION RECEIVED

Nov. 26, 2008 EXTENSION 2 GRANTED 98765

Nov. 26, 2008 EXTENSION 2 FILED 98765

Nov. 26, 2008 TEAS EXTENSION RECEIVED

May 20, 2008 EXTENSION 1 GRANTED 98765

May 20, 2008 EXTENSION 1 FILED 98765

May 20, 2008 TEAS EXTENSION RECEIVED

Apr. 25, 2008 ATTORNEY REVOKED AND/OR APPOINTED

Apr. 25, 2008 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Nov. 27, 2007 NOA MAILED - SOU REQUIRED FROM APPLICANT

Sep. 04, 2007 PUBLISHED FOR OPPOSITION

Aug. 15, 2007 NOTICE OF PUBLICATION

May 25, 2007 LAW OFFICE PUBLICATION REVIEW COMPLETED 77976

May 24, 2007 APPROVED FOR PUB - PRINCIPAL REGISTER

May 16, 2007 TEAS/EMAIL CORRESPONDENCE ENTERED 77976

Apr. 24, 2007 CORRESPONDENCE RECEIVED IN LAW OFFICE 77976



May 16, 2007 ASSIGNED TO LIE 77976

Apr. 24, 2007 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Mar. 28, 2007 NON-FINAL ACTION MAILED

Mar. 28, 2007 NON-FINAL ACTION WRITTEN 81859

Mar. 13, 2007 ASSIGNED TO EXAMINER 81859

Jan. 03, 2007 NOTICE OF DESIGN SEARCH CODE MAILED

Jan. 02, 2007 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jun. 23, 2010





 

Mark Information

Mark Literal Elements: STAPLESEASYPRINT

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: computerized on-line ordering services featuring pre-printed forms, stock forms, stock labels, marketing literature, office forms,
shipping and receiving forms, company-wide operational documents, training applications, production forms, department specific
documents, custom laser rolls, custom and stock cut sheet and continuous documents, pressure-sensitive labels, stationary, business
cards, envelopes, address labels, notepads, custom imprinted printed matter, custom labels and flexible packaging

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Apr. 03, 2009 Use in Commerce: Apr. 03, 2009

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Generated on: This page was generated by TSDR on 2015-02-04 16:04:54 EST

Mark: STAPLESEASYPRINT

US Serial Number: 77826492 Application Filing Date: Sep. 15, 2009

US Registration Number: 3780897 Registration Date: Apr. 27, 2010

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Apr. 27, 2010

Publication Date: Feb. 09, 2010



Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 27, 2010 REGISTERED-PRINCIPAL REGISTER

Feb. 09, 2010 PUBLISHED FOR OPPOSITION

Jan. 20, 2010 NOTICE OF PUBLICATION

Jan. 04, 2010 LAW OFFICE PUBLICATION REVIEW COMPLETED 73797

Jan. 04, 2010 ASSIGNED TO LIE 73797

Dec. 14, 2009 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 14, 2009 ASSIGNED TO EXAMINER 60740

Sep. 19, 2009 NOTICE OF PSEUDO MARK MAILED

Sep. 18, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Sep. 18, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Apr. 27, 2010





 

Mark Information

Mark Literal Elements: STAPLES PRINT SOLUTIONS

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Disclaimer: "PRINT SOLUTIONS"

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Online retail store services featuring preprinted forms, stock forms, stock labels, office forms, shipping and receiving forms, company-
wide operational documents, production forms, department-specific documents, custom laser rolls, custom and stock cut sheet and
continuous documents, pressure-sensitive labels, stationery, business cards, envelopes, address labels, notepads, custom imprinted
printed matter and custom labels; supply chain management services for others in the field of custom printing of brochures, labels,
envelopes, direct mail advertising, flyers, forms, tags, and other printed advertising materials, accessed through a web site;
computerized on-line ordering services featuring preprinted forms, stock forms, stock labels, marketing literature, office forms, shipping
and receiving forms, company-wide operational documents, training applications, production forms, department-specific documents,
custom laser rolls, custom and stock cut sheet and continuous documents, pressure-sensitive labels, stationery, business cards,
envelopes, address labels, notepads, custom imprinted printed matter and custom labels; business management consultation services,
namely analysis of business forms, inventory management, and ordering and shipping procedures, in an integrated management
program; preparing advertising material for others; and direct mail advertising services; business mailing services, namely, preparing
mailing lists for others; preparing advertisements for others; direct mail advertising services

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 2009 Use in Commerce: Jan. 2009

For: Printing services; customized printing services; stationery printing services; label printing services; printing of advertising matter; DVD
and CD duplication and replication services, video and VHS duplication services; bindery services for others, namely, collating, folding,
stapling, perforating, cutting and binding of printed, photocopied and typewritten materials

International Class(es): 040 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 2009 Use in Commerce: Jan. 2009

For: Providing temporary use of online non-downloadable software for users to post, access, view, print and manage reports, and for
printing custom-labels, direct mail, and electronic forms

International Class(es): 042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 2009 Use in Commerce: Jan. 2009

Generated on: This page was generated by TSDR on 2015-02-04 16:03:49 EST

Mark: STAPLES PRINT SOLUTIONS

US Serial Number: 77674789 Application Filing Date: Feb. 20, 2009

US Registration Number: 3760085 Registration Date: Mar. 16, 2010

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Mar. 16, 2010

Publication Date: Dec. 29, 2009



Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Mar. 16, 2010 REGISTERED-PRINCIPAL REGISTER

Dec. 29, 2009 PUBLISHED FOR OPPOSITION

Dec. 09, 2009 NOTICE OF PUBLICATION

Nov. 25, 2009 LAW OFFICE PUBLICATION REVIEW COMPLETED 76243

Nov. 24, 2009 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 19, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 19, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 19, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 20, 2009 COMBINED EXAMINER'S AMENDMENT/PRIORITY ACTION ENTERED 76243

May 20, 2009 EXAMINER'S AMENDMENT/PRIORITY ACTION MAILED

May 20, 2009 ASSIGNED TO LIE 76243

May 20, 2009 EXAMINERS AMENDMENT AND/OR PRIORITY ACTION - COMPLETED 75571

May 12, 2009 ASSIGNED TO EXAMINER 75571

Feb. 24, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Feb. 24, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None



File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 16, 2010







 

Mark Information

Mark Literal Elements: STAPLES PRINT SOLUTIONS

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "Print" and "Solutions".

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "PRINT SOLUTIONS"

Design Search Code(s): 26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 3385468 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Online retail store services featuring preprinted forms, stock forms, stock labels, office forms, shipping and receiving forms, company-
wide operational documents, production forms, department-specific documents, custom laser rolls, custom and stock cut sheet and
continuous documents, pressure-sensitive labels, stationery, business cards, envelopes, address labels, notepads, custom imprinted
printed matter and custom labels; supply chain management services for others in the field of custom printing of brochures, labels,
envelopes, direct mail advertising, flyers, forms, tags, and other printed advertising materials, accessed through a web site;
computerized on-line ordering services featuring preprinted forms, stock forms, stock labels, marketing literature, office forms, shipping
and receiving forms, company-wide operational documents, training applications, production forms, department-specific documents,
custom laser rolls, custom and stock cut sheet and continuous documents, pressure-sensitive labels, stationery, business cards,
envelopes, address labels, notepads, custom imprinted printed matter and custom labels; business management consultation services,
namely analysis of business forms, inventory management, and ordering and shipping procedures, in an integrated management
program; preparing advertising material for others; and direct mail advertising services; business mailing services, namely, preparing
mailing lists for others; preparing advertisements for others; direct mail advertising services

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 2009 Use in Commerce: Jan. 2009

For: Printing services; customized printing services; stationery printing services; label printing services; printing of advertising matter; DVD
and CD duplication and replication services, video and VHS duplication services; bindery services for others, namely, collating, folding,
stapling, perforating, cutting and binding of printed, photocopied and typewritten materials

International Class(es): 040 - Primary Class U.S Class(es): 100, 103, 106

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 2009 Use in Commerce: Jan. 2009

For: Providing temporary use of online non-downloadable software for users to post, access, view, print and manage reports, and for
printing custom-labels, direct mail, and electronic forms

International Class(es): 042 - Primary Class U.S Class(es): 100, 101

Generated on: This page was generated by TSDR on 2015-02-04 16:03:15 EST

Mark: STAPLES PRINT SOLUTIONS

US Serial Number: 77674786 Application Filing Date: Feb. 20, 2009

US Registration Number: 3760084 Registration Date: Mar. 16, 2010

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Mar. 16, 2010

Publication Date: Dec. 29, 2009



Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 2009 Use in Commerce: Jan. 2009

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Mar. 16, 2010 REGISTERED-PRINCIPAL REGISTER

Dec. 29, 2009 PUBLISHED FOR OPPOSITION

Dec. 09, 2009 NOTICE OF PUBLICATION

Nov. 25, 2009 LAW OFFICE PUBLICATION REVIEW COMPLETED 76243

Nov. 24, 2009 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 19, 2009 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Nov. 19, 2009 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Nov. 19, 2009 TEAS RESPONSE TO OFFICE ACTION RECEIVED

May 20, 2009 COMBINED EXAMINER'S AMENDMENT/PRIORITY ACTION ENTERED 76243

May 20, 2009 EXAMINER'S AMENDMENT/PRIORITY ACTION MAILED

May 20, 2009 ASSIGNED TO LIE 76243

May 20, 2009 EXAMINERS AMENDMENT AND/OR PRIORITY ACTION - COMPLETED 75571

May 12, 2009 ASSIGNED TO EXAMINER 75571

Feb. 25, 2009 NOTICE OF DESIGN SEARCH CODE MAILED

Feb. 24, 2009 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM



Feb. 24, 2009 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Mar. 16, 2010

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

 



STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013







 

Mark Information

Mark Literal Elements: SECURITY BY STAPLES

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Disclaimer: "SECURITY"

Related Properties Information

Claimed Ownership of US
Registrations:

2887541, 3319614, 3360850 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: retail store services, mail order catalog services, computerized online retail store services featuring office supplies, office equipment,
including shredders, antivirus protection software and storage drivers

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 2007 Use in Commerce: Nov. 2007

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Generated on: This page was generated by TSDR on 2015-02-04 16:01:32 EST

Mark: SECURITY BY STAPLES

US Serial Number: 77300656 Application Filing Date: Oct. 10, 2007

US Registration Number: 3719133 Registration Date: Dec. 01, 2009

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Dec. 01, 2009

Publication Date: Jul. 01, 2008 Notice of Allowance Date: Sep. 23, 2008



Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Dec. 01, 2009 REGISTERED-PRINCIPAL REGISTER

Oct. 29, 2009 LAW OFFICE REGISTRATION REVIEW COMPLETED 70468

Oct. 26, 2009 ASSIGNED TO LIE 70468

Oct. 19, 2009 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Sep. 28, 2009 STATEMENT OF USE PROCESSING COMPLETE 76874

Sep. 15, 2009 USE AMENDMENT FILED 76874

Sep. 25, 2009 CASE ASSIGNED TO INTENT TO USE PARALEGAL 76874

Sep. 15, 2009 TEAS STATEMENT OF USE RECEIVED

Mar. 23, 2009 EXTENSION 1 GRANTED 98765

Mar. 23, 2009 EXTENSION 1 FILED 98765

Mar. 23, 2009 TEAS EXTENSION RECEIVED

Sep. 23, 2008 NOA MAILED - SOU REQUIRED FROM APPLICANT

Jul. 01, 2008 PUBLISHED FOR OPPOSITION

Jun. 11, 2008 NOTICE OF PUBLICATION

May 23, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 78288

May 23, 2008 ASSIGNED TO LIE 78288

May 22, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

May 22, 2008 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

May 22, 2008 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

May 22, 2008 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Jan. 25, 2008 NON-FINAL ACTION MAILED

Jan. 24, 2008 NON-FINAL ACTION WRITTEN 62178

Jan. 17, 2008 ASSIGNED TO EXAMINER 62178

Oct. 15, 2007 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Oct. 29, 2009





 

Mark Information

Mark Literal Elements: STAPLES OOPS!

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the letters "OOPS", with the letter "S" contained in
corrective tape and an exclamation point.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 20.01.25 - Adhesive tape (not in dispenser); Bands, rubber; Blotters, ink; Book ends; Book marks; Cases, pencil; Erasers (alone);
Holders, Letter; Hole punches (office supplies); Letter openers; Masking tape (roll); Paper weights; Paperweights; Ribbons, typewriter;
Rubber bands; Tape, adhesive, not in dispenser, roll; Weights, paper
26.11.21 - Rectangles that are completely or partially shaded

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Correction products for documents, namely, correction fluid, correction tape and correction pens and erasers

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 2008 Use in Commerce: Dec. 2008

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Generated on: This page was generated by TSDR on 2015-02-04 15:59:50 EST

Mark: STAPLES OOPS!

US Serial Number: 77554864 Application Filing Date: Aug. 25, 2008

US Registration Number: 3674258 Registration Date: Aug. 25, 2009

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Aug. 25, 2009

Publication Date: Nov. 25, 2008 Notice of Allowance Date: Feb. 17, 2009



Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Aug. 25, 2009 REGISTERED-PRINCIPAL REGISTER

Jul. 17, 2009 LAW OFFICE REGISTRATION REVIEW COMPLETED 74221

Jul. 16, 2009 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jun. 26, 2009 STATEMENT OF USE PROCESSING COMPLETE 76538

Jun. 03, 2009 USE AMENDMENT FILED 76538

Jun. 26, 2009 CASE ASSIGNED TO INTENT TO USE PARALEGAL 76538

Jun. 03, 2009 TEAS STATEMENT OF USE RECEIVED

Feb. 17, 2009 NOA MAILED - SOU REQUIRED FROM APPLICANT

Nov. 25, 2008 PUBLISHED FOR OPPOSITION

Nov. 05, 2008 NOTICE OF PUBLICATION

Oct. 23, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 74221

Oct. 23, 2008 ASSIGNED TO LIE 74221

Oct. 14, 2008 EXAMINER'S AMENDMENT MAILED

Oct. 11, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 11, 2008 EXAMINER'S AMENDMENT ENTERED 88888

Oct. 11, 2008 EXAMINERS AMENDMENT -WRITTEN 76741

Sep. 29, 2008 ASSIGNED TO EXAMINER 76741

Aug. 29, 2008 NOTICE OF DESIGN SEARCH CODE MAILED

Aug. 28, 2008 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jul. 17, 2009

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS

 



WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History



Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: STAPLES PROMOTIONAL PRODUCTS

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of a stylized STAPLES within a rectangular box to the left of the wording Promotional Products.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "PROMOTIONAL PRODUCTS"

Design Search Code(s): 26.11.21 - Rectangles that are completely or partially shaded

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Online retail store services and mail order catalog services featuring promotional general merchandise and general consumer goods
with company brand logos and tag lines to the order and specification of the customer; computerized online ordering featuring business
promotional general merchandise and general consumer goods with company brand logos and tag lines to the order and specification
of the customer; Promoting the sale of goods and services of others through the custom preparation of specialty apparel, promotional
items and incentive merchandise

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 2008 Use in Commerce: Mar. 2008

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Generated on: This page was generated by TSDR on 2015-02-04 15:58:53 EST

Mark: STAPLES PROMOTIONAL PRODUCTS

US Serial Number: 77513200 Application Filing Date: Jul. 02, 2008

US Registration Number: 3575638 Registration Date: Feb. 17, 2009

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Feb. 17, 2009

Publication Date: Dec. 02, 2008



Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Feb. 17, 2009 REGISTERED-PRINCIPAL REGISTER

Dec. 02, 2008 PUBLISHED FOR OPPOSITION

Nov. 12, 2008 NOTICE OF PUBLICATION

Oct. 24, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 78413

Oct. 24, 2008 ASSIGNED TO LIE 78413

Oct. 15, 2008 EXAMINER'S AMENDMENT MAILED

Oct. 14, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 14, 2008 EXAMINER'S AMENDMENT ENTERED 88888

Oct. 14, 2008 EXAMINERS AMENDMENT -WRITTEN 76741

Sep. 29, 2008 ASSIGNED TO EXAMINER 76741

Jul. 24, 2008 TEAS AMENDMENT ENTERED BEFORE ATTORNEY ASSIGNED 88889

Jul. 24, 2008 TEAS VOLUNTARY AMENDMENT RECEIVED

Jul. 08, 2008 NOTICE OF DESIGN SEARCH CODE MAILED

Jul. 07, 2008 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Feb. 17, 2009

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

 



SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012
RESPONSE DUE 30 DAYS (DUE DATE)



5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: STAPLES PROMOTIONAL PRODUCTS

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Disclaimer: "PROMOTIONAL PRODUCTS"

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Online retail store services and mail order catalog services featuring promotional general merchandise and general consumer goods
with company brand logos and tag lines to the order and specification of the customer; computerized online ordering featuring business
promotional general merchandise and general consumer goods with company brand logos and tag lines to the order and specification
of the customer; Promoting the sale of goods and services of others through the custom preparation of specialty apparel, promotional
items and incentive merchandise

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 2008 Use in Commerce: Mar. 2008

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC.

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Generated on: This page was generated by TSDR on 2015-02-04 15:58:21 EST

Mark: STAPLES PROMOTIONAL PRODUCTS

US Serial Number: 77513199 Application Filing Date: Jul. 02, 2008

US Registration Number: 3575637 Registration Date: Feb. 17, 2009

Register: Principal

Mark Type: Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Feb. 17, 2009

Publication Date: Dec. 02, 2008



Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Feb. 17, 2009 REGISTERED-PRINCIPAL REGISTER

Dec. 02, 2008 PUBLISHED FOR OPPOSITION

Nov. 12, 2008 NOTICE OF PUBLICATION

Oct. 24, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 78413

Oct. 24, 2008 ASSIGNED TO LIE 78413

Oct. 15, 2008 EXAMINER'S AMENDMENT MAILED

Oct. 14, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 14, 2008 EXAMINER'S AMENDMENT ENTERED 88888

Oct. 14, 2008 EXAMINERS AMENDMENT -WRITTEN 76741

Sep. 29, 2008 ASSIGNED TO EXAMINER 76741

Jul. 24, 2008 TEAS AMENDMENT ENTERED BEFORE ATTORNEY ASSIGNED 88889

Jul. 24, 2008 TEAS VOLUNTARY AMENDMENT RECEIVED

Jul. 07, 2008 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Feb. 17, 2009





 

Mark Information

Mark Literal Elements: STAPLES ADVANTAGE

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Related Properties Information

Claimed Ownership of US
Registrations:

1512125, 2003027, 2014936, 2700551 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: mail order catalog services and online retail store services featuring office supplies, office equipment, including computer hardware,
copiers and telephones, and office furniture

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 2007 Use in Commerce: Dec. 2007

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Generated on: This page was generated by TSDR on 2015-02-04 15:53:54 EST

Mark: STAPLES ADVANTAGE

US Serial Number: 77260866 Application Filing Date: Aug. 21, 2007

US Registration Number: 3509711 Registration Date: Sep. 30, 2008

Register: Principal

Mark Type: Service Mark

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: May 31, 2014

Publication Date: Dec. 18, 2007 Notice of Allowance Date: Mar. 11, 2008



Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Staples The Office Superstore, LLC
500 Staples Drive
Attn: Erich G. Rhynhart
Framingham, MASSACHUSETTS 01702
UNITED STATES

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 31, 2014 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

May 31, 2014 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 76533

May 12, 2014 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED 76533

May 31, 2014 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76533

May 12, 2014 TEAS SECTION 8 & 15 RECEIVED

May 12, 2014 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Sep. 30, 2008 REGISTERED-PRINCIPAL REGISTER

Aug. 25, 2008 LAW OFFICE REGISTRATION REVIEW COMPLETED 73787

Aug. 15, 2008 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Aug. 08, 2008 STATEMENT OF USE PROCESSING COMPLETE 66530

Jul. 28, 2008 USE AMENDMENT FILED 66530

Aug. 08, 2008 CASE ASSIGNED TO INTENT TO USE PARALEGAL 66530

Jul. 28, 2008 TEAS STATEMENT OF USE RECEIVED

Mar. 11, 2008 NOA MAILED - SOU REQUIRED FROM APPLICANT

Dec. 18, 2007 PUBLISHED FOR OPPOSITION

Nov. 28, 2007 NOTICE OF PUBLICATION

Nov. 14, 2007 LAW OFFICE PUBLICATION REVIEW COMPLETED 73787

Nov. 07, 2007 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 07, 2007 EXAMINER'S AMENDMENT ENTERED 88888

Nov. 07, 2007 NOTIFICATION OF EXAMINERS AMENDMENT E-MAILED 6328

Nov. 07, 2007 EXAMINERS AMENDMENT E-MAILED 6328

Nov. 07, 2007 EXAMINERS AMENDMENT -WRITTEN 73708

Nov. 06, 2007 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Nov. 06, 2007 NON-FINAL ACTION E-MAILED 6325

Nov. 06, 2007 NON-FINAL ACTION WRITTEN 73708

Nov. 06, 2007 ASSIGNED TO EXAMINER 73708

Oct. 11, 2007 APPLICANT AMENDMENT PRIOR TO EXAMINATION - ENTERED 73787

Oct. 11, 2007 ASSIGNED TO LIE 73787

Aug. 29, 2007 TEAS AMENDMENT ENTERED BEFORE ATTORNEY ASSIGNED 88889

Aug. 29, 2007 TEAS VOLUNTARY AMENDMENT RECEIVED

Aug. 24, 2007 NEW APPLICATION ENTERED IN TRAM

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted



TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 105 Date in Location: May 31, 2014





 

Mark Information

Mark Literal Elements: STAPLES QUICKSET

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Furniture

International Class(es): 020 - Primary Class U.S Class(es): 002, 013, 022, 025, 032, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 2007 Use in Commerce: Oct. 2007

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive

Generated on: This page was generated by TSDR on 2015-02-04 15:53:19 EST

Mark: STAPLES QUICKSET

US Serial Number: 77200663 Application Filing Date: Jun. 07, 2007

US Registration Number: 3473385 Registration Date: Jul. 22, 2008

Register: Principal

Mark Type: Trademark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jul. 22, 2008

Publication Date: Nov. 06, 2007 Notice of Allowance Date: Jan. 29, 2008



Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jul. 22, 2008 REGISTERED-PRINCIPAL REGISTER

Jun. 19, 2008 LAW OFFICE REGISTRATION REVIEW COMPLETED 77075

Jun. 18, 2008 ASSIGNED TO LIE 77075

Jun. 06, 2008 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Jun. 02, 2008 STATEMENT OF USE PROCESSING COMPLETE 61813

May 21, 2008 USE AMENDMENT FILED 61813

May 21, 2008 TEAS STATEMENT OF USE RECEIVED

Apr. 25, 2008 ATTORNEY REVOKED AND/OR APPOINTED

Apr. 25, 2008 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jan. 29, 2008 NOA MAILED - SOU REQUIRED FROM APPLICANT

Nov. 06, 2007 PUBLISHED FOR OPPOSITION

Oct. 17, 2007 NOTICE OF PUBLICATION

Sep. 28, 2007 LAW OFFICE PUBLICATION REVIEW COMPLETED 69712

Sep. 28, 2007 ASSIGNED TO LIE 69712

Aug. 28, 2007 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 26, 2007 ASSIGNED TO EXAMINER 65720

Jun. 13, 2007 NOTICE OF PSEUDO MARK MAILED

Jun. 12, 2007 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jun. 19, 2008





 

Mark Information

Mark Literal Elements: STAPLES ECO EASY

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the stylized word "STAPLES" in a rectangle to the top left of the words "ECO" and "EASY" with the stylized image
of a paper clip and leaf.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 05.03.25 - Leaf, single; Other leaves
20.01.06 - Paper clips; Clamps, office supplies
26.11.21 - Rectangles that are completely or partially shaded

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Retail store services, mail order catalog services, and computerized online retail store services featuring office supplies, office
equipment, including computer hardware, copiers and telephones, and office furniture

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 2007 Use in Commerce: Sep. 2007

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Generated on: This page was generated by TSDR on 2015-02-04 15:52:43 EST

Mark: STAPLES ECO EASY

US Serial Number: 77180512 Application Filing Date: May 14, 2007

US Registration Number: 3454945 Registration Date: Jun. 24, 2008

Register: Principal

Mark Type: Service Mark

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Jun. 27, 2014

Publication Date: Nov. 06, 2007 Notice of Allowance Date: Jan. 29, 2008



Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Staples The Office Superstore, LLC
500 Staples Drive
Attn: Erich G. Rhynhart
Framingham, MASSACHUSETTS 01702
UNITED STATES

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Jun. 27, 2014 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Jun. 27, 2014 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 76533

Jun. 27, 2014 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76533

Jun. 11, 2014 TEAS SECTION 8 & 15 RECEIVED

Jun. 10, 2014 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jun. 24, 2008 REGISTERED-PRINCIPAL REGISTER

May 16, 2008 LAW OFFICE REGISTRATION REVIEW COMPLETED 70997

May 15, 2008 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

May 13, 2008 STATEMENT OF USE PROCESSING COMPLETE 70565

May 01, 2008 USE AMENDMENT FILED 70565

May 01, 2008 TEAS STATEMENT OF USE RECEIVED

Apr. 25, 2008 ATTORNEY REVOKED AND/OR APPOINTED

Apr. 25, 2008 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jan. 29, 2008 NOA MAILED - SOU REQUIRED FROM APPLICANT

Nov. 06, 2007 PUBLISHED FOR OPPOSITION

Oct. 17, 2007 NOTICE OF PUBLICATION

Sep. 28, 2007 LAW OFFICE PUBLICATION REVIEW COMPLETED 70997

Sep. 28, 2007 ASSIGNED TO LIE 70997

Aug. 28, 2007 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 26, 2007 ASSIGNED TO EXAMINER 65720

May 18, 2007 NOTICE OF DESIGN SEARCH CODE MAILED

May 17, 2007 NEW APPLICATION ENTERED IN TRAM

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 101 Date in Location: Jun. 27, 2014

Proceedings



Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

 



STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: STAPLES STICKIES

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Disclaimer: "STICKIES"

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 2870053 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: paper, namely, notepads

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Apr. 2006 Use in Commerce: Apr. 2006

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Generated on: This page was generated by TSDR on 2015-02-04 15:52:17 EST

Mark: STAPLES STICKIES

US Serial Number: 78755209 Application Filing Date: Nov. 16, 2005

US Registration Number: 3410584 Registration Date: Apr. 08, 2008

Register: Principal

Mark Type: Trademark

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Nov. 26, 2013

Publication Date: Apr. 18, 2006 Notice of Allowance Date: Jul. 11, 2006



Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Staples The Office Superstore, LLC
500 Staples Drive
Attn: Erich G. Rhynhart
Framingham, MASSACHUSETTS 01702
UNITED STATES

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Nov. 27, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Nov. 26, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 59136

Nov. 13, 2013 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED 59136

Nov. 26, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 59136

Nov. 13, 2013 TEAS SECTION 8 & 15 RECEIVED

Nov. 11, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 25, 2008 ATTORNEY REVOKED AND/OR APPOINTED

Apr. 25, 2008 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Apr. 08, 2008 REGISTERED-PRINCIPAL REGISTER

Mar. 03, 2008 LAW OFFICE REGISTRATION REVIEW COMPLETED 68171

Mar. 03, 2008 ASSIGNED TO LIE 68171

Feb. 06, 2008 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Feb. 04, 2008 STATEMENT OF USE PROCESSING COMPLETE 66154

Feb. 04, 2008 EXTENSION 3 GRANTED 66154

Jan. 09, 2008 USE AMENDMENT FILED 66154

Jan. 09, 2008 EXTENSION 3 FILED 66154

Jan. 09, 2008 TEAS EXTENSION RECEIVED

Jan. 09, 2008 TEAS STATEMENT OF USE RECEIVED

Jul. 11, 2007 EXTENSION 2 GRANTED 98765

Jul. 11, 2007 EXTENSION 2 FILED 98765

Jul. 11, 2007 TEAS EXTENSION RECEIVED

Mar. 20, 2007 EXTENSION 1 GRANTED 76874

Jan. 10, 2007 EXTENSION 1 FILED 76874

Jan. 10, 2007 TEAS EXTENSION RECEIVED

Jul. 11, 2006 NOA MAILED - SOU REQUIRED FROM APPLICANT

Apr. 18, 2006 PUBLISHED FOR OPPOSITION

Mar. 29, 2006 NOTICE OF PUBLICATION

Mar. 01, 2006 LAW OFFICE PUBLICATION REVIEW COMPLETED 70997

Feb. 24, 2006 ASSIGNED TO LIE 70997

Feb. 22, 2006 EXAMINER'S AMENDMENT MAILED

Feb. 22, 2006 APPROVED FOR PUB - PRINCIPAL REGISTER

Feb. 22, 2006 EXAMINER'S AMENDMENT ENTERED 88888

Feb. 22, 2006 EXAMINERS AMENDMENT -WRITTEN 78325

Feb. 15, 2006 ASSIGNED TO EXAMINER 78325

Nov. 22, 2005 NEW APPLICATION ENTERED IN TRAM



Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 111 Date in Location: Nov. 26, 2013





 

Mark Information

Mark Literal Elements: STAPLES

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of the word STAPLES in white letters with a hooked letter L, inside a red rectangle.

Color Drawing: Yes

Color(s) Claimed: The color(s) red and white is/are claimed as a feature of the mark.

Design Search Code(s): 26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1512125

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: retail store services, mail order catalog services, and computerized online retail store services featuring office supplies, office
equipment, including computer hardware, copiers and telephones, and office furniture

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Mar. 22, 1998 Use in Commerce: Mar. 22, 1998

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Generated on: This page was generated by TSDR on 2015-02-04 15:51:50 EST

Mark: STAPLES

US Serial Number: 78851148 Application Filing Date: Mar. 31, 2006

US Registration Number: 3385468 Registration Date: Feb. 19, 2008

Register: Principal

Mark Type: Service Mark

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Mar. 15, 2013

Publication Date: Dec. 04, 2007



Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Staples The Office Superstore, LLC
500 STAPLES DRIVE
Attn: Program Mgr. Intellectual Property
FRAMINGHAM, MASSACHUSETTS 01702
UNITED STATES

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Mar. 15, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Mar. 15, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 73376

Mar. 15, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 73376

Feb. 28, 2013 TEAS SECTION 8 & 15 RECEIVED

Feb. 21, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

Feb. 14, 2013 NOTICE OF SUIT

Oct. 05, 2012 NOTICE OF SUIT

Sep. 28, 2012 NOTICE OF SUIT

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Feb. 19, 2008 REGISTERED-PRINCIPAL REGISTER

Dec. 04, 2007 PUBLISHED FOR OPPOSITION

Nov. 14, 2007 NOTICE OF PUBLICATION

Oct. 27, 2007 LAW OFFICE PUBLICATION REVIEW COMPLETED 69350

Oct. 27, 2007 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 26, 2007 TEAS/EMAIL CORRESPONDENCE ENTERED 69350

Oct. 26, 2007 CORRESPONDENCE RECEIVED IN LAW OFFICE 69350

Oct. 26, 2007 ASSIGNED TO LIE 69350

Sep. 20, 2007 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Apr. 13, 2007 NON-FINAL ACTION MAILED

Apr. 13, 2007 NON-FINAL ACTION WRITTEN 76463

Apr. 10, 2007 TEAS/EMAIL CORRESPONDENCE ENTERED 76538

Apr. 10, 2007 CORRESPONDENCE RECEIVED IN LAW OFFICE 76538

Apr. 10, 2007 ASSIGNED TO LIE 76538

Mar. 06, 2007 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Sep. 06, 2006 NON-FINAL ACTION MAILED

Sep. 05, 2006 NON-FINAL ACTION WRITTEN 76463

Aug. 30, 2006 ASSIGNED TO EXAMINER 76463

Apr. 07, 2006 NOTICE OF DESIGN SEARCH CODE MAILED

Apr. 06, 2006 NEW APPLICATION ENTERED IN TRAM

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted



Affidavit of
Incontestability:

Section 15 - Accepted

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 117 Date in Location: Mar. 15, 2013

Proceedings

Summary

Number of Proceedings: 2

Type of Proceeding: Opposition
Proceeding Number: 91219691 Filing Date: Dec 10, 2014

Status: Pending Status Date: Dec 10, 2014

Interlocutory Attorney: GEORGE POLOGEORGIS

Defendant

Name: Bloomberg, Martin H

Correspondent Address: BLOOMBERG, MARTIN H
31 HILLER DR
SEEKONK MA , 02771-4303

Correspondent e-mail: martybma@hotmail.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLEBIND Opposition Pending 86221688
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: Sarah J. Schneider
Sheridan Ross P.C.
1560 Broadway, Suite 1200
Denver CO , 80211
UNITED STATES

Correspondent e-mail: sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES Renewed 73591562 1459182

STAPLES Renewed 73598521 1438390

STAPLES Renewed 73690073 1512125

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES.COM Renewed 75687268 2397238

STAPLES BETTER Registered 77835122 3891934

STAPLES BETTER Registered 77835129 3891935
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Dec 10, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 10, 2014 Jan 19, 2015

3 PENDING, INSTITUTED Dec 10, 2014

4 ANSWER Jan 15, 2015
Type of Proceeding: Opposition

Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

 



Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History



Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: STAPLES STICKIES

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Color(s) Claimed: Color is not claimed as a feature of the mark.

Disclaimer: "STICKIES"

Design Search Code(s): 01.15.17 - Balloons, thought or speech; Clouds, thought or speech; Thought or speech clouds
26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: Note paper and note paper dispensers

International Class(es): 016 - Primary Class U.S Class(es): 002, 005, 022, 023, 029, 037, 038, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Apr. 2006 Use in Commerce: Apr. 2006

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Generated on: This page was generated by TSDR on 2015-02-04 15:50:13 EST

Mark: STAPLES STICKIES

US Serial Number: 78837926 Application Filing Date: Mar. 15, 2006

US Registration Number: 3345845 Registration Date: Nov. 27, 2007

Register: Principal

Mark Type: Trademark

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Nov. 26, 2013

Publication Date: Dec. 19, 2006 Notice of Allowance Date: Mar. 13, 2007



Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Staples The Office Superstore, LLC
500 Staples Drive
Attn: Erich G. Rhynhart
Framingham, MASSACHUSETTS 01702
UNITED STATES

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Nov. 26, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Nov. 26, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 76985

Nov. 13, 2013 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED 76985

Nov. 26, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76985

Nov. 13, 2013 TEAS SECTION 8 & 15 RECEIVED

Nov. 11, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Nov. 27, 2007 REGISTERED-PRINCIPAL REGISTER

Oct. 23, 2007 LAW OFFICE REGISTRATION REVIEW COMPLETED 71441

Oct. 23, 2007 ASSIGNED TO LIE 71441

Sep. 23, 2007 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Sep. 18, 2007 STATEMENT OF USE PROCESSING COMPLETE 65362

Sep. 18, 2007 EXTENSION 1 GRANTED 65362

Sep. 10, 2007 EXTENSION 1 FILED 65362

Sep. 10, 2007 USE AMENDMENT FILED 65362

Sep. 10, 2007 TEAS EXTENSION RECEIVED

Sep. 10, 2007 TEAS STATEMENT OF USE RECEIVED

Mar. 13, 2007 NOA MAILED - SOU REQUIRED FROM APPLICANT

Dec. 19, 2006 PUBLISHED FOR OPPOSITION

Nov. 29, 2006 NOTICE OF PUBLICATION

Oct. 28, 2006 LAW OFFICE PUBLICATION REVIEW COMPLETED 68658

Oct. 27, 2006 ASSIGNED TO LIE 68658

Oct. 12, 2006 APPROVED FOR PUB - PRINCIPAL REGISTER

Oct. 10, 2006 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Oct. 05, 2006 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Oct. 05, 2006 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Sep. 01, 2006 NON-FINAL ACTION MAILED

Sep. 01, 2006 NON-FINAL ACTION WRITTEN 76463

Aug. 30, 2006 ASSIGNED TO EXAMINER 76463

Mar. 22, 2006 NOTICE OF DESIGN SEARCH CODE MAILED

Mar. 21, 2006 NEW APPLICATION ENTERED IN TRAM

Maintenance Filings or Post Registration Information



Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 117 Date in Location: Nov. 26, 2013

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

 



STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and
Acknowledged

78498834 3340940

STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013





 

Mark Information

Mark Literal Elements: STAPLES REWARDS

Standard Character Claim: Yes. The mark consists of standard characters without claim to any particular font style, size, or color.

Mark Drawing Type: 4 - STANDARD CHARACTER MARK

Disclaimer: "REWARDS"

Related Properties Information

Claimed Ownership of US
Registrations:

1512125, 2870053

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: retail store services, mail order catalog services and online retail store services, featuring office supplies, office equipment and office
furniture by providing a customer loyalty incentive program whereby participants accumulate value from purchases which can be
redeemed against future purchases

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 2004 Use in Commerce: Jan. 2004

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: STAPLES THE OFFICE SUPERSTORE, LLC

Owner Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Generated on: This page was generated by TSDR on 2015-02-04 15:49:25 EST

Mark: STAPLES REWARDS

US Serial Number: 78498429 Application Filing Date: Oct. 12, 2004

US Registration Number: 3319614 Registration Date: Oct. 23, 2007

Register: Principal

Mark Type: Service Mark

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Jun. 13, 2013

Publication Date: Dec. 27, 2005 Notice of Allowance Date: Mar. 21, 2006



Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

STAPLES THE OFFICE SUPERSTORE, LLC
500 STAPLES DRIVE
Attn: Erich G. Rhynhart
FRAMINGHAM, MASSACHUSETTS 01702
UNITED STATES

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Jun. 13, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Jun. 13, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 76533

Jun. 13, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76533

May 29, 2013 TEAS SECTION 8 & 15 RECEIVED

May 28, 2013 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Oct. 23, 2007 REGISTERED-PRINCIPAL REGISTER

Sep. 17, 2007 LAW OFFICE REGISTRATION REVIEW COMPLETED 76568

Sep. 17, 2007 ASSIGNED TO LIE 76568

Aug. 09, 2007 ALLOWED PRINCIPAL REGISTER - SOU ACCEPTED

Aug. 07, 2007 STATEMENT OF USE PROCESSING COMPLETE 76569

Aug. 07, 2007 EXTENSION 2 GRANTED 76569

Mar. 21, 2007 USE AMENDMENT FILED 76569

Mar. 21, 2007 EXTENSION 2 FILED 76569

Mar. 21, 2007 TEAS EXTENSION RECEIVED

Mar. 21, 2007 TEAS STATEMENT OF USE RECEIVED

Nov. 20, 2006 EXTENSION 1 GRANTED 71280

Sep. 21, 2006 EXTENSION 1 FILED 71280

Sep. 21, 2006 TEAS EXTENSION RECEIVED

Mar. 21, 2006 NOA MAILED - SOU REQUIRED FROM APPLICANT

Dec. 27, 2005 PUBLISHED FOR OPPOSITION

Dec. 07, 2005 NOTICE OF PUBLICATION

Nov. 09, 2005 LAW OFFICE PUBLICATION REVIEW COMPLETED 68171

Nov. 04, 2005 ASSIGNED TO LIE 68171

Nov. 03, 2005 APPROVED FOR PUB - PRINCIPAL REGISTER

Nov. 03, 2005 AMENDMENT FROM APPLICANT ENTERED 68171

Oct. 24, 2005 CORRESPONDENCE RECEIVED IN LAW OFFICE 68171

Oct. 24, 2005 PAPER RECEIVED

May 31, 2005 NON-FINAL ACTION MAILED

May 30, 2005 NON-FINAL ACTION WRITTEN 69222

May 14, 2005 ASSIGNED TO EXAMINER 69222

Oct. 19, 2004 NEW APPLICATION ENTERED IN TRAM

Maintenance Filings or Post Registration Information

Affidavit of Continued Section 8 - Accepted



Use:

Affidavit of
Incontestability:

Section 15 - Accepted

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMO LAW OFFICE 116 Date in Location: Jun. 13, 2013

Assignment Abstract Of Title Information

Summary

Total Assignments: 2 Registrant: STAPLES THE OFFICE SUPERSTORE, LLC

Assignment 1 of 2
Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 2984/0478 Pages: 2

Date Recorded: Dec. 01, 2004

Supporting Documents: assignment-tm-2984-0478.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Nov. 23, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: CHERYL A. CLARKIN
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210-2206

Domestic Representative - Not Found

Assignment 2 of 2
Conveyance: CHANGE OF NAME

Reel/Frame: 3220/0891 Pages: 3

Date Recorded: Nov. 02, 2005

Supporting Documents: assignment-tm-3220-0891.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, LLC Execution Date: Aug. 16, 2005

Legal Entity Type: LIMITED LIABILITY CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: CHERYL A. CLARKIN

Correspondent Address: WOLF, GREENFIELD & SACKS, P.C.
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MASSACHUSETTS 02210-2208

Domestic Representative - Not Found

 





 

Mark Information

Mark Literal Elements: STAPLESLINK.COM

Standard Character Claim: No

Mark Drawing Type: 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: catalog services on the global computer network featuring office supplies, office furniture, computer hardware and software, computer
accessories and telephones

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 1999 Use in Commerce: Oct. 1999

Basis Information (Case Level)

Filed Use: No Currently Use: Yes Amended Use: No

Filed ITU: Yes Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: STAPLES THE OFFICE SUPERSTORE, LLC

Owner Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Generated on: This page was generated by TSDR on 2015-02-04 15:43:58 EST

Mark: STAPLESLINK.COM

US Serial Number: 76094236 Application Filing Date: Jul. 21, 2000

US Registration Number: 2661460 Registration Date: Dec. 17, 2002

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Jan. 14, 2013

Publication Date: Sep. 24, 2002



Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

STAPLES THE OFFICE SUPERSTORE, LLC
500 STAPLES DRIVE
Attn: Program Mgr. IP
FRAMINGHAM, MASSACHUSETTS 01702
UNITED STATES

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Jan. 14, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Jan. 14, 2013 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 76533

Jan. 14, 2013 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 76533

Jan. 12, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 76533

Dec. 17, 2012 TEAS SECTION 8 & 9 RECEIVED

Dec. 17, 2012 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jan. 26, 2009 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 65765

Dec. 17, 2008 ASSIGNED TO PARALEGAL 65765

Dec. 12, 2008 TEAS SECTION 8 & 15 RECEIVED

Jun. 30, 2008 ATTORNEY REVOKED AND/OR APPOINTED

Jun. 30, 2008 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jan. 15, 2008 CASE FILE IN TICRS

Dec. 17, 2002 REGISTERED-PRINCIPAL REGISTER

Sep. 24, 2002 PUBLISHED FOR OPPOSITION

Sep. 04, 2002 NOTICE OF PUBLICATION

May 17, 2002 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 25, 2002 CORRESPONDENCE RECEIVED IN LAW OFFICE

Mar. 25, 2002 PAPER RECEIVED

Sep. 24, 2001 NON-FINAL ACTION MAILED

Sep. 20, 2001 USE AMENDMENT ACCEPTED

Jul. 12, 2001 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jul. 12, 2001 AMENDMENT TO USE PROCESSING COMPLETE

Jul. 12, 2001 USE AMENDMENT FILED

Feb. 12, 2001 NON-FINAL ACTION MAILED

Jan. 24, 2001 ASSIGNED TO EXAMINER 61700

Jan. 05, 2001 ASSIGNED TO EXAMINER 78375

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Dec. 17, 2012

TM Staff and Location Information

TM Staff Information - None

File Location



Current Location: GENERIC WEB UPDATE Date in Location: Jan. 14, 2013

Assignment Abstract Of Title Information

Summary

Total Assignments: 2 Registrant: Staples The Office Superstore, Inc.

Assignment 1 of 2
Conveyance: NUNC PRO TUNC

Reel/Frame: 2953/0898 Pages: 4

Date Recorded: Sep. 10, 2004

Supporting Documents: assignment-tm-2953-0898.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: CHERYL A. CLARKIN
FEDERAL RESERVE PLAZA
600 ALANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 2 of 2
Conveyance: CORRECTIVE ASSIGNMENT TO CORRECT THE ENTITY OF PREVIOUSLY RECORDED ASSIGNMENT ON REEL 002953,

FRAME 0898, RECORDED 09/10/04

Reel/Frame: 3240/0558 Pages: 8

Date Recorded: Nov. 02, 2005

Supporting Documents: assignment-tm-3240-0558.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY OF State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: CHERYL A. CLARKIN

Correspondent Address: WOLF, GREENFIELD & SACKS, P.C.
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210-2208

Domestic Representative - Not Found

 





 

Mark Information

Mark Literal Elements: STAPLES CENTER

Standard Character Claim: No

Mark Drawing Type: 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership of US
Registrations:

1459182, 1512125, 2014936

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: MUGS, CUPS,[ SHOT GLASSES] AND WATER BOTTLES

International Class(es): 021 - Primary Class U.S Class(es): 002, 013, 023, 029, 030, 033, 040, 050

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 16, 1999 Use in Commerce: Oct. 16, 1999

For: CLOTHING, NAMELY, HATS, SHIRTS,[ POLO SHIRTS, T-SHIRTS, DENIM SHIRTS, AND SWEATSHIRTS ]

International Class(es): 025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 16, 1999 Use in Commerce: Oct. 16, 1999

For: PROMOTING SPORTS AND ENTERTAINMENT EVENTS OF OTHERS

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 16, 1999 Use in Commerce: Oct. 16, 1999

For: PROVIDING FACILITIES FOR SPORTS AND ENTERTAINMENT EVENTS

International Class(es): 041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(a)

First Use: Oct. 16, 1999 Use in Commerce: Oct. 16, 1999

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Generated on: This page was generated by TSDR on 2015-02-04 15:42:57 EST

Mark: STAPLES CENTER

US Serial Number: 76199033 Application Filing Date: Jan. 24, 2001

US Registration Number: 2504479 Registration Date: Nov. 06, 2001

Register: Principal

Mark Type: Trademark, Service Mark

Status: The registration has been renewed.

Status Date: Mar. 02, 2011

Publication Date: Aug. 14, 2001



Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: STAPLES THE OFFICE SUPERSTORE, LLC

Owner Address: 500 STAPLES DRIVE`
FRAMINGHAM, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Mar. 02, 2011 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 76533

Mar. 02, 2011 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Feb. 15, 2011 TEAS SECTION 8 & 9 RECEIVED

Mar. 05, 2010 ATTORNEY REVOKED AND/OR APPOINTED

Mar. 05, 2010 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Nov. 19, 2007 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 76533

Nov. 16, 2007 ASSIGNED TO PARALEGAL 76533

Nov. 07, 2007 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Nov. 07, 2007 PAPER RECEIVED

Jan. 10, 2007 CASE FILE IN TICRS

Nov. 06, 2001 REGISTERED-PRINCIPAL REGISTER

Aug. 14, 2001 PUBLISHED FOR OPPOSITION

Jul. 25, 2001 NOTICE OF PUBLICATION

Jun. 02, 2001 APPROVED FOR PUB - PRINCIPAL REGISTER

May 23, 2001 ASSIGNED TO EXAMINER 59959

May 11, 2001 ASSIGNED TO EXAMINER 73350

May 10, 2001 ASSIGNED TO EXAMINER 76733

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted



Renewal Date: Nov. 06, 2011

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Mar. 02, 2011

Assignment Abstract Of Title Information

Summary

Total Assignments: 2 Registrant: STAPLES THE OFFICE SUPERSTORE, INC.

Assignment 1 of 2
Conveyance: NUNC PRO TUNC

Reel/Frame: 2953/0898 Pages: 4

Date Recorded: Sep. 10, 2004

Supporting Documents: assignment-tm-2953-0898.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: CHERYL A. CLARKIN
FEDERAL RESERVE PLAZA
600 ALANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 2 of 2
Conveyance: CORRECTIVE ASSIGNMENT TO CORRECT THE ENTITY OF PREVIOUSLY RECORDED ASSIGNMENT ON REEL 002953,

FRAME 0898, RECORDED 09/10/04

Reel/Frame: 3240/0558 Pages: 8

Date Recorded: Nov. 02, 2005

Supporting Documents: assignment-tm-3240-0558.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY OF State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: CHERYL A. CLARKIN

Correspondent Address: WOLF, GREENFIELD & SACKS, P.C.
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210-2208

Domestic Representative - Not Found

 





 

Mark Information

Mark Literal Elements: STAPLES.COM

Standard Character Claim: No

Mark Drawing Type: 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1512125 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: mail order catalog services via a global computer network featuring office supplies, office furniture, computer hardware and software,
computer accessories, and telephones

International Class(es): 035 - Primary Class U.S Class(es): 100, 101, 102

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 1998 Use in Commerce: Nov. 1998

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email ipmailbox@staples.com Attorney Email Yes

Generated on: This page was generated by TSDR on 2015-02-04 15:42:23 EST

Mark: STAPLES.COM

US Serial Number: 75687268 Application Filing Date: Apr. 20, 1999

US Registration Number: 2397238 Registration Date: Oct. 24, 2000

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Oct. 14, 2010

Publication Date: Aug. 01, 2000



Address: Authorized:

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Oct. 14, 2010 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 69934

Oct. 14, 2010 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Oct. 08, 2010 TEAS SECTION 8 & 9 RECEIVED

Mar. 05, 2010 ATTORNEY REVOKED AND/OR APPOINTED

Mar. 05, 2010 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Nov. 01, 2006 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 69934

Oct. 18, 2006 ASSIGNED TO PARALEGAL 69934

Aug. 16, 2006 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Aug. 16, 2006 TEAS SECTION 8 & 15 RECEIVED

Jan. 26, 2006 CASE FILE IN TICRS

Oct. 24, 2000 REGISTERED-PRINCIPAL REGISTER

Aug. 01, 2000 PUBLISHED FOR OPPOSITION

Jun. 30, 2000 NOTICE OF PUBLICATION

May 16, 2000 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 19, 2000 CORRESPONDENCE RECEIVED IN LAW OFFICE

Oct. 22, 1999 NON-FINAL ACTION MAILED

Oct. 08, 1999 ASSIGNED TO EXAMINER 69775

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Oct. 24, 2010

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Oct. 14, 2010

Assignment Abstract Of Title Information

Summary

Total Assignments: 2 Registrant: Staples The Office Superstore, Inc.

Assignment 1 of 2
Conveyance: NUNC PRO TUNC

Reel/Frame: 2953/0898 Pages: 4

Date Recorded: Sep. 10, 2004

Supporting Documents: assignment-tm-2953-0898.pdf 

 



Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: CHERYL A. CLARKIN
FEDERAL RESERVE PLAZA
600 ALANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 2 of 2
Conveyance: CORRECTIVE ASSIGNMENT TO CORRECT THE ENTITY OF PREVIOUSLY RECORDED ASSIGNMENT ON REEL 002953,

FRAME 0898, RECORDED 09/10/04

Reel/Frame: 3240/0558 Pages: 8

Date Recorded: Nov. 02, 2005

Supporting Documents: assignment-tm-3240-0558.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY OF State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: CHERYL A. CLARKIN

Correspondent Address: WOLF, GREENFIELD & SACKS, P.C.
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210-2208

Domestic Representative - Not Found

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91219691 Filing Date: Dec 10, 2014

Status: Pending Status Date: Dec 10, 2014

Interlocutory Attorney: GEORGE POLOGEORGIS

Defendant

Name: Bloomberg, Martin H

Correspondent Address: BLOOMBERG, MARTIN H
31 HILLER DR
SEEKONK MA , 02771-4303

Correspondent e-mail: martybma@hotmail.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLEBIND Opposition Pending 86221688
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: Sarah J. Schneider

 



Sheridan Ross P.C.
1560 Broadway, Suite 1200
Denver CO , 80211
UNITED STATES

Correspondent e-mail: sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES Renewed 73591562 1459182

STAPLES Renewed 73598521 1438390

STAPLES Renewed 73690073 1512125

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES.COM Renewed 75687268 2397238

STAPLES BETTER Registered 77835122 3891934

STAPLES BETTER Registered 77835129 3891935
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Dec 10, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 10, 2014 Jan 19, 2015

3 PENDING, INSTITUTED Dec 10, 2014

4 ANSWER Jan 15, 2015





 

Mark Information

Mark Literal Elements: STAPLES BUSINESS ADVANTAGE

Standard Character Claim: No

Mark Drawing Type: 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Disclaimer: "BUSINESS"

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 1487171, 1512125, 1642413, 1716918 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: mail order, telephone shopping, facsimile shopping and on-line global computer network shopping services featuring office supplies

International Class(es): 042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Jan. 05, 1995 Use in Commerce: Jan. 05, 1995

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01701
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Generated on: This page was generated by TSDR on 2015-02-04 15:41:54 EST

Mark: STAPLES BUSINESS ADVANTAGE

US Serial Number: 74665499 Application Filing Date: Apr. 25, 1995

US Registration Number: 2014936 Registration Date: Nov. 12, 1996

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Nov. 04, 2006

Publication Date: Mar. 05, 1996



Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Nov. 04, 2006 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 68335

Nov. 04, 2006 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Oct. 19, 2006 ASSIGNED TO PARALEGAL 68335

Sep. 18, 2006 CASE FILE IN TICRS

Aug. 16, 2006 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Aug. 16, 2006 TEAS SECTION 8 & 9 RECEIVED

Jun. 14, 2002 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Apr. 22, 2002 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Apr. 22, 2002 PAPER RECEIVED

Nov. 12, 1996 REGISTERED-PRINCIPAL REGISTER

Mar. 05, 1996 PUBLISHED FOR OPPOSITION

Feb. 02, 1996 NOTICE OF PUBLICATION

Dec. 08, 1995 APPROVED FOR PUB - PRINCIPAL REGISTER

Dec. 01, 1995 EXAMINER'S AMENDMENT MAILED

Oct. 17, 1995 NON-FINAL ACTION MAILED

Sep. 29, 1995 ASSIGNED TO EXAMINER 72513

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Nov. 12, 2006

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: POST REGISTRATION Date in Location: Nov. 04, 2006

Assignment Abstract Of Title Information

Summary

Total Assignments: 3 Registrant: Staples, Inc.

Assignment 1 of 3  



Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 2333/0355 Pages: 3

Date Recorded: Jul. 16, 2001

Supporting Documents: assignment-tm-2333-0355.pdf 

Assignor

Name: STAPLES, INC. Execution Date: Jun. 29, 2001

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Address: 100 PENNSYLVANIA AVENUE
FRAMINGHAM, MASSACHUSETTS 01701

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: EDWARD F. PERLMAN
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 2 of 3
Conveyance: NUNC PRO TUNC

Reel/Frame: 2953/0898 Pages: 4

Date Recorded: Sep. 10, 2004

Supporting Documents: assignment-tm-2953-0898.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: CHERYL A. CLARKIN
FEDERAL RESERVE PLAZA
600 ALANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 3 of 3
Conveyance: CORRECTIVE ASSIGNMENT TO CORRECT THE ENTITY OF PREVIOUSLY RECORDED ASSIGNMENT ON REEL 002953,

FRAME 0898, RECORDED 09/10/04

Reel/Frame: 3240/0558 Pages: 8

Date Recorded: Nov. 02, 2005

Supporting Documents: assignment-tm-3240-0558.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY OF State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: CHERYL A. CLARKIN



Correspondent Address: WOLF, GREENFIELD & SACKS, P.C.
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210-2208

Domestic Representative - Not Found







 

Mark Information

Mark Literal Elements: STAPLES NATIONAL ADVANTAGE

Standard Character Claim: No

Mark Drawing Type: 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Disclaimer: "NATIONAL"

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 1487171, 1512125, 1642413, 1716918 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: mail order services, mail order catalog services and providing on-site retail services all in the field of office supplies

International Class(es): 042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Aug. 21, 1995 Use in Commerce: Aug. 21, 1995

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: STAPLES THE OFFICE SUPERSTORE, LLC

Owner Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Generated on: This page was generated by TSDR on 2015-02-04 15:41:29 EST

Mark: STAPLES NATIONAL ADVANTAGE

US Serial Number: 75001872 Application Filing Date: Oct. 05, 1995

US Registration Number: 2003027 Registration Date: Sep. 24, 1996

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Sep. 25, 2006

Publication Date: Jul. 02, 1996



Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Sep. 25, 2006 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 69471

Sep. 25, 2006 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Sep. 22, 2006 ASSIGNED TO PARALEGAL 69471

Jul. 13, 2006 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Jul. 13, 2006 TEAS SECTION 8 & 9 RECEIVED

Jun. 21, 2006 CASE FILE IN TICRS

Sep. 20, 2002 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Sep. 03, 2002 RESPONSE RECEIVED TO POST REG. ACTION - SEC. 8 & 15

Sep. 03, 2002 PAPER RECEIVED

Jun. 21, 2002 POST REGISTRATION ACTION MAILED - SEC. 8 & 15

Apr. 29, 2002 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Apr. 29, 2002 PAPER RECEIVED

Sep. 24, 1996 REGISTERED-PRINCIPAL REGISTER

Jul. 02, 1996 PUBLISHED FOR OPPOSITION

May 31, 1996 NOTICE OF PUBLICATION

Apr. 08, 1996 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 29, 1996 EXAMINER'S AMENDMENT MAILED

Mar. 25, 1996 ASSIGNED TO EXAMINER 69780

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Sep. 24, 2006

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: POST REGISTRATION Date in Location: Sep. 25, 2006

Assignment Abstract Of Title Information

Summary



Total Assignments: 3 Registrant: Staples, Inc.

Assignment 1 of 3
Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 2333/0355 Pages: 3

Date Recorded: Jul. 16, 2001

Supporting Documents: assignment-tm-2333-0355.pdf 

Assignor

Name: STAPLES, INC. Execution Date: Jun. 29, 2001

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Address: 100 PENNSYLVANIA AVENUE
FRAMINGHAM, MASSACHUSETTS 01701

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: EDWARD F. PERLMAN
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 2 of 3
Conveyance: NUNC PRO TUNC

Reel/Frame: 2953/0898 Pages: 4

Date Recorded: Sep. 10, 2004

Supporting Documents: assignment-tm-2953-0898.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: CHERYL A. CLARKIN
FEDERAL RESERVE PLAZA
600 ALANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 3 of 3
Conveyance: CORRECTIVE ASSIGNMENT TO CORRECT THE ENTITY OF PREVIOUSLY RECORDED ASSIGNMENT ON REEL 002953,

FRAME 0898, RECORDED 09/10/04

Reel/Frame: 3240/0558 Pages: 8

Date Recorded: Nov. 02, 2005

Supporting Documents: assignment-tm-3240-0558.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY OF State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

 



Correspondent

Correspondent Name: CHERYL A. CLARKIN

Correspondent Address: WOLF, GREENFIELD & SACKS, P.C.
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210-2208

Domestic Representative - Not Found







 

Mark Information

Mark Literal Elements: STAPLES THE OFFICE SUPERSTORE

Standard Character Claim: No

Mark Drawing Type: 3 - AN ILLUSTRATION DRAWING WHICH INCLUDES WORD(S)/ LETTER(S)/NUMBER(S)

Lining and Stippling
Statement:

The drawing is lined for the color red.

Disclaimer: "THE OFFICE SUPERSTORE"

Design Search Code(s): 26.11.12 - Rectangles with bars, bands and lines
26.11.21 - Rectangles that are completely or partially shaded

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 1487171, 1512125, 1716918 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: office supply store services

International Class(es): 042 - Primary Class U.S Class(es): 101

Class Status: ACTIVE

Basis: 1(a)

First Use: May 01, 1986 Use in Commerce: May 01, 1986

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: STAPLES THE OFFICE SUPERSTORE, LLC

Owner Address: 500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Generated on: This page was generated by TSDR on 2015-02-04 15:41:03 EST

Mark: STAPLES THE OFFICE SUPERSTORE

US Serial Number: 74490801 Application Filing Date: Feb. 17, 1994

US Registration Number: 1891487 Registration Date: Apr. 25, 1995

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Jun. 17, 2005

Publication Date: Jan. 31, 1995



Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jun. 21, 2007 CASE FILE IN TICRS

Jun. 17, 2005 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Jun. 17, 2005 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Apr. 27, 2005 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Jun. 17, 2005 ASSIGNED TO PARALEGAL 71378

Apr. 27, 2005 PAPER RECEIVED

Jun. 08, 2001 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Mar. 21, 2001 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Apr. 25, 1995 REGISTERED-PRINCIPAL REGISTER

Jan. 31, 1995 PUBLISHED FOR OPPOSITION

Jan. 02, 1995 NOTICE OF PUBLICATION

Aug. 16, 1994 APPROVED FOR PUB - PRINCIPAL REGISTER

Aug. 10, 1994 EXAMINER'S AMENDMENT MAILED

Jul. 27, 1994 ASSIGNED TO EXAMINER 69193

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Apr. 25, 2005

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: SCANNING ON DEMAND Date in Location: Jun. 21, 2007

Assignment Abstract Of Title Information

Summary

Total Assignments: 3 Registrant: Staples, Inc.

Assignment 1 of 3
Conveyance: ASSIGNS THE ENTIRE INTEREST

Reel/Frame: 2333/0355 Pages: 3

Date Recorded: Jul. 16, 2001

 



Supporting Documents: assignment-tm-2333-0355.pdf 

Assignor

Name: STAPLES, INC. Execution Date: Jun. 29, 2001

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Address: 100 PENNSYLVANIA AVENUE
FRAMINGHAM, MASSACHUSETTS 01701

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: EDWARD F. PERLMAN
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 2 of 3
Conveyance: NUNC PRO TUNC

Reel/Frame: 2953/0898 Pages: 4

Date Recorded: Sep. 10, 2004

Supporting Documents: assignment-tm-2953-0898.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: CHERYL A. CLARKIN
FEDERAL RESERVE PLAZA
600 ALANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 3 of 3
Conveyance: CORRECTIVE ASSIGNMENT TO CORRECT THE ENTITY OF PREVIOUSLY RECORDED ASSIGNMENT ON REEL 002953,

FRAME 0898, RECORDED 09/10/04

Reel/Frame: 3240/0558 Pages: 8

Date Recorded: Nov. 02, 2005

Supporting Documents: assignment-tm-3240-0558.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY OF State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: CHERYL A. CLARKIN

Correspondent Address: WOLF, GREENFIELD & SACKS, P.C.
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210-2208



Domestic Representative - Not Found

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91206115 Filing Date: Jul 17, 2012

Status: Terminated Status Date: Nov 04, 2013

Interlocutory Attorney: CHRISTEN M ENGLISH

Defendant

Name: Internet Shopping Outlet, LLC DBA Shoplet.com

Correspondent Address: JURA C ZIBAS
WILSON ELSER MOSKOWITZ EDELMAN & DICKER LLP
150 EAST 42ND STREET
NEW YORK NY , 10017
UNITED STATES

Correspondent e-mail: jura.zibas@wilsonelser.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

SHOPLET.COM EVERYTHING FOR YOUR BUSINESS Abandoned - After Inter-Partes Decision 85291917
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: SABRINA C STAVISH
SHERIDAN ROSS PC
1560 BROADWAY , SUITE 1200
DENVER CO , 80202-5141
UNITED STATES

Correspondent e-mail: sstavish@sheridanross.com , sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES THE OFFICE SUPERSTORE Renewed 74490801 1891487

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES EASYTECH Registered 76673209 3828592

STAPLES ECO EASY
Section 8 and 15 - Accepted and
Acknowledged

77180512 3454945

STAPLES ECO EASY Registered 77555525 3948192

STAPLES ECO EASY Registered 77555526 3944768

STAPLES ECO EASY Registered 77555527 3951277

STAPLES ECO EASY Registered 77555529 3948193

STAPLES ECO EASY Registered 77555531 3839721

STAPLES ECO EASY Registered 77555530 3970966

STAPLES QUICK SET Registered 77314578 3667315

STAPLES PROMOTIONAL PRODUCTS Registered 77513200 3575638

STAPLES OOPS! Registered 77554864 3674258

STAPLES STRETCHIES Registered 77637961 3772925

STAPLES PRINT SOLUTIONS Registered 77674786 3760084

STAPLES PRINT SOLUTIONS Registered 77674791 4012853

STAPLES TECHNOLOGY SOLUTIONS Registered 77678976 3948303

STAPLES TECHNOLOGY SOLUTIONS Registered 77678983 3948305

STAPLES FACILITY SOLUTIONS Registered 77746142 3826220

STAPLES DURA MARK Registered 77959029 3952231

STAPLES REWARDS
Section 8 and 15 - Accepted and 78498834 3340940

 



Acknowledged
STAPLES RECYCLE FOR EDUCATION Cancelled - Section 8 78498872 3432620

STAPLES TEACHER REWARDS Cancelled - Section 8 78501929 3035192

STAPLES STICKIES
Section 8 and 15 - Accepted and
Acknowledged

78837926 3345845

STAPLES SPEAK EASY
Section 8 and 15 - Accepted and
Acknowledged

78936971 3376599

STAPLES MINIMATE Registered 85238635 4022539

STAPLES INDUSTRIAL Registered 85269554 4035114

STAPLES COPY & PRINT Registered 85303600 4111213
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Jul 17, 2012

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Jul 17, 2012 Aug 26, 2012

3 PENDING, INSTITUTED Jul 17, 2012

4 P'S MOTION TO AMEND PLEADING/AMENDED PLEADING Jul 20, 2012

5 RESPONSE DUE 30 DAYS (DUE DATE) Aug 02, 2012 Sep 01, 2012

6 ANSWER Aug 31, 2012

7 P'S MOT TO SUSP PEND DISP CIV ACTION Oct 26, 2012

8 D'S OPPOSITION/RESPONSE TO MOTION Nov 14, 2012

9 SUSPENDED PENDING DISP OF CIVIL ACTION Dec 12, 2012

10 W/DRAW OF APPLICATION Oct 07, 2013

11 W/DRAW OF OPPOSITION Oct 16, 2013

12 BD DECISION: DISMISSED W/O PREJ Nov 04, 2013

13 TERMINATED Nov 04, 2013







 

Mark Information

Mark Literal Elements: STAPLES EXPRESS

Standard Character Claim: No

Mark Drawing Type: 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Related Properties Information

Claimed Ownership of US
Registrations:

1438390, 1459182, 1487171 and others

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: office supply store services

International Class(es): 042 - Primary Class U.S Class(es): 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Sep. 29, 1990 Use in Commerce: Sep. 29, 1990

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
FRAMINGHAM, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Generated on: This page was generated by TSDR on 2015-02-04 15:40:35 EST

Mark: STAPLES EXPRESS

US Serial Number: 74223971 Application Filing Date: Nov. 21, 1991

US Registration Number: 1716918 Registration Date: Sep. 15, 1992

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Sep. 18, 2012

Publication Date: Jun. 23, 1992



Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Correspondent

Correspondent
Name/Address:

Staples The Office Superstore, LLC
500 STAPLES DRIVE
Attn: Program Mgr. IP
FRAMINGHAM, MASSACHUSETTS 01702
UNITED STATES

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

Sep. 18, 2012 NOTICE OF ACCEPTANCE OF SEC. 8 & 9 - E-MAILED

Sep. 18, 2012 REGISTERED AND RENEWED (SECOND RENEWAL - 10 YRS) 64591

Sep. 18, 2012 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED 64591

Sep. 17, 2012 TEAS SECTION 8 & 9 RECEIVED

Sep. 17, 2012 TEAS CHANGE OF CORRESPONDENCE RECEIVED

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Mar. 06, 2008 CASE FILE IN TICRS

Jul. 11, 2002 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS)

Jul. 11, 2002 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

May 02, 2002 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Feb. 09, 1999 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK.

Sep. 15, 1998 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED

Sep. 15, 1992 REGISTERED-PRINCIPAL REGISTER

Jun. 23, 1992 PUBLISHED FOR OPPOSITION

May 22, 1992 NOTICE OF PUBLICATION

Mar. 06, 1992 APPROVED FOR PUB - PRINCIPAL REGISTER

Feb. 26, 1992 NON-FINAL ACTION MAILED

Feb. 06, 1992 ASSIGNED TO EXAMINER 69190

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Sep. 15, 2012

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: GENERIC WEB UPDATE Date in Location: Sep. 18, 2012

Assignment Abstract Of Title Information

Summary

Total Assignments: 4 Registrant: Staples, Inc.

Assignment 1 of 4
Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 1067/0321 Pages: 3

 



Date Recorded: Nov. 24, 1993

Supporting Documents: No Supporting Documents Available

Assignor

Name: STAPLES, INC. Execution Date: Aug. 02, 1993

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES PROPERTIES, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Address: 18300 EUCLID AVENUE
FOUNTAIN VALLEY, CALIFORNIA 92708

Correspondent

Correspondent Name: HALE AND DORR

Correspondent Address: MICHAEL J. BEVILACQUA, ESQUIRE
60 STATE STREET
BOSTON, MA 02109

Domestic Representative - Not Found

Assignment 2 of 4
Conveyance: MERGER

Reel/Frame: 1790/0232 Pages: 8

Date Recorded: Sep. 18, 1998

Supporting Documents: assignment-tm-1790-0232.pdf 

Assignor

Name: STAPLES PROPERTIES, INC. Execution Date: Jan. 22, 1998

Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Assignee

Name: STAPLES THE OFFICE SUPERSTORD, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Address: 100 PENNSYLVANIA AVENUE
POST OFFICE BOX 9328
FRAMINGHAM, MASSACHUSETTS 01701

Correspondent

Correspondent Name: HALE AND DORR LLP

Correspondent Address: MICHAEL J. BEVILACQUA, ESQUIRE
60 STATE STREET
BOSTON, MA 02109

Domestic Representative - Not Found

Assignment 3 of 4
Conveyance: NUNC PRO TUNC

Reel/Frame: 2953/0898 Pages: 4

Date Recorded: Sep. 10, 2004

Supporting Documents: assignment-tm-2953-0898.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: CHERYL A. CLARKIN
FEDERAL RESERVE PLAZA
600 ALANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found



Assignment 4 of 4
Conveyance: CORRECTIVE ASSIGNMENT TO CORRECT THE ENTITY OF PREVIOUSLY RECORDED ASSIGNMENT ON REEL 002953,

FRAME 0898, RECORDED 09/10/04

Reel/Frame: 3240/0558 Pages: 8

Date Recorded: Nov. 02, 2005

Supporting Documents: assignment-tm-3240-0558.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY OF State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: CHERYL A. CLARKIN

Correspondent Address: WOLF, GREENFIELD & SACKS, P.C.
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210-2208

Domestic Representative - Not Found





 

Mark Information

Mark Literal Elements: STAPLES

Standard Character Claim: No

Mark Drawing Type: 5 - AN ILLUSTRATION DRAWING WITH WORD(S) /LETTER(S)/ NUMBER(S) INSTYLIZED FORM

Related Properties Information

Claimed Ownership of US
Registrations:

1459182

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: OFFICE SUPPLY STORE SERVICES

International Class(es): 042 - Primary Class U.S Class(es): 101

Class Status: ACTIVE

Basis: 1(a)

First Use: May 01, 1986 Use in Commerce: May 01, 1986

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
FRAMINGHAM, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Generated on: This page was generated by TSDR on 2015-02-04 15:40:16 EST

Mark: STAPLES

US Serial Number: 73690073 Application Filing Date: Oct. 16, 1987

US Registration Number: 1512125 Registration Date: Nov. 08, 1988

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: Dec. 06, 2008

Publication Date: Aug. 16, 1988



Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Dec. 06, 2008 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 73376

Dec. 06, 2008 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Dec. 06, 2008 ASSIGNED TO PARALEGAL 73376

Nov. 03, 2008 TEAS SECTION 8 & 9 RECEIVED

Jul. 15, 2008 CASE FILE IN TICRS

Jun. 30, 2008 ATTORNEY REVOKED AND/OR APPOINTED

Jun. 30, 2008 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Mar. 23, 2007 UNDELIVERABLE MAIL - NO ACTION TAKEN 99888

Feb. 17, 2007 REGISTERED - SEC. 15 ACKNOWLEDGED 71378

Feb. 17, 2007 ASSIGNED TO PARALEGAL 71378

Dec. 05, 2006 REGISTERED - SEC. 15 AFFIDAVIT FILED

Dec. 05, 2006 TEAS SECTION 15 RECEIVED

Apr. 19, 1994 REGISTERED - SEC. 8 (6-YR) ACCEPTED

Nov. 22, 1993 REGISTERED - SEC. 8 (6-YR) FILED

Nov. 08, 1988 REGISTERED-PRINCIPAL REGISTER

Aug. 16, 1988 PUBLISHED FOR OPPOSITION

Jul. 21, 1988 NOTICE OF PUBLICATION

Jul. 19, 1988 NOTICE OF PUBLICATION

Apr. 26, 1988 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 22, 1988 CORRESPONDENCE RECEIVED IN LAW OFFICE

Feb. 25, 1988 NON-FINAL ACTION MAILED

Jan. 15, 1988 ASSIGNED TO EXAMINER 62178

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: Nov. 08, 2008

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: POST REGISTRATION Date in Location: Dec. 06, 2008

Assignment Abstract Of Title Information

Summary

Total Assignments: 4 Registrant: STAPLES, INC.



Assignment 1 of 4
Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 1067/0321 Pages: 3

Date Recorded: Nov. 24, 1993

Supporting Documents: No Supporting Documents Available

Assignor

Name: STAPLES, INC. Execution Date: Aug. 02, 1993

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES PROPERTIES, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Address: 18300 EUCLID AVENUE
FOUNTAIN VALLEY, CALIFORNIA 92708

Correspondent

Correspondent Name: HALE AND DORR

Correspondent Address: MICHAEL J. BEVILACQUA, ESQUIRE
60 STATE STREET
BOSTON, MA 02109

Domestic Representative - Not Found

Assignment 2 of 4
Conveyance: MERGER

Reel/Frame: 2067/0774 Pages: 8

Date Recorded: Apr. 19, 2000

Supporting Documents: assignment-tm-2067-0774.pdf 

Assignor

Name: STAPLES PROPERTIES, INC. Execution Date: Jan. 21, 1998

Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FARMINGTON, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, INC.

Correspondent Address: EDWARD F. PERLMAN
600 ATLANTIC AVENUE
FEDERAL RESERVE PLAZA
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 3 of 4
Conveyance: NUNC PRO TUNC

Reel/Frame: 2953/0898 Pages: 4

Date Recorded: Sep. 10, 2004

Supporting Documents: assignment-tm-2953-0898.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

 



Correspondent Address: CHERYL A. CLARKIN
FEDERAL RESERVE PLAZA
600 ALANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 4 of 4
Conveyance: CORRECTIVE ASSIGNMENT TO CORRECT THE ENTITY OF PREVIOUSLY RECORDED ASSIGNMENT ON REEL 002953,

FRAME 0898, RECORDED 09/10/04

Reel/Frame: 3240/0558 Pages: 8

Date Recorded: Nov. 02, 2005

Supporting Documents: assignment-tm-3240-0558.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY OF State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: CHERYL A. CLARKIN

Correspondent Address: WOLF, GREENFIELD & SACKS, P.C.
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210-2208

Domestic Representative - Not Found

Proceedings

Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91219691 Filing Date: Dec 10, 2014

Status: Pending Status Date: Dec 10, 2014

Interlocutory Attorney: GEORGE POLOGEORGIS

Defendant

Name: Bloomberg, Martin H

Correspondent Address: BLOOMBERG, MARTIN H
31 HILLER DR
SEEKONK MA , 02771-4303

Correspondent e-mail: martybma@hotmail.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLEBIND Opposition Pending 86221688
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: Sarah J. Schneider
Sheridan Ross P.C.
1560 Broadway, Suite 1200
Denver CO , 80211
UNITED STATES

Correspondent e-mail: sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES Renewed 73591562 1459182

STAPLES Renewed 73598521 1438390

STAPLES Renewed 73690073 1512125

STAPLES
Section 8 and 15 - Accepted and 78851148 3385468

 



Acknowledged
STAPLES.COM Renewed 75687268 2397238

STAPLES BETTER Registered 77835122 3891934

STAPLES BETTER Registered 77835129 3891935
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Dec 10, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 10, 2014 Jan 19, 2015

3 PENDING, INSTITUTED Dec 10, 2014

4 ANSWER Jan 15, 2015





 

Mark Information

Mark Literal Elements: STAPLES THE OFFICE SUPERSTORE

Standard Character Claim: No

Mark Drawing Type: 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Disclaimer: "OFFICE SUPERSTORE"

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: OFFICE SUPPLY STORE SERVICES

International Class(es): 042 - Primary Class U.S Class(es): 100, 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Aug. 23, 1985 Use in Commerce: Aug. 23, 1985

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: Staples The Office Superstore, LLC

Owner Address: 500 Staples Drive
FRAMINGHAM, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where
Organized:

DELAWARE

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Generated on: This page was generated by TSDR on 2015-02-04 15:39:55 EST

Mark: STAPLES THE OFFICE SUPERSTORE

US Serial Number: 73598523 Application Filing Date: May 13, 1986

US Registration Number: 1487171 Registration Date: May 03, 1988

Register: Principal

Mark Type: Service Mark

Status: The registration has been renewed.

Status Date: May 30, 2008

Publication Date: May 12, 1987



Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Jun. 16, 2008 CASE FILE IN TICRS

May 30, 2008 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 68335

May 30, 2008 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

May 13, 2008 ASSIGNED TO PARALEGAL 68335

May 01, 2008 TEAS SECTION 8 & 9 RECEIVED

Apr. 01, 2008 ATTORNEY REVOKED AND/OR APPOINTED

Apr. 01, 2008 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Mar. 23, 2007 UNDELIVERABLE MAIL - NO ACTION TAKEN 99888

Feb. 17, 2007 REGISTERED - SEC. 15 ACKNOWLEDGED 71378

Feb. 17, 2007 ASSIGNED TO PARALEGAL 71378

Dec. 05, 2006 REGISTERED - SEC. 15 AFFIDAVIT FILED

Dec. 05, 2006 TEAS SECTION 15 RECEIVED

Apr. 19, 1994 REGISTERED - SEC. 8 (6-YR) ACCEPTED

Nov. 22, 1993 REGISTERED - SEC. 8 (6-YR) FILED

May 03, 1988 REGISTERED-PRINCIPAL REGISTER

May 12, 1987 PUBLISHED FOR OPPOSITION

Apr. 10, 1987 NOTICE OF PUBLICATION

Mar. 12, 1987 APPROVED FOR PUB - PRINCIPAL REGISTER

Feb. 02, 1987 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jan. 08, 1987 FINAL REFUSAL MAILED

Oct. 16, 1986 CORRESPONDENCE RECEIVED IN LAW OFFICE

Aug. 22, 1986 NON-FINAL ACTION MAILED

Jul. 10, 1986 ASSIGNED TO EXAMINER 59580

Jul. 02, 1986 ASSIGNED TO EXAMINER 59548

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted

Renewal Date: May 03, 2008

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: SCANNING ON DEMAND Date in Location: Jun. 16, 2008



Assignment Abstract Of Title Information

Summary

Total Assignments: 4 Registrant: STAPLES, INC.

Assignment 1 of 4
Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 1067/0321 Pages: 3

Date Recorded: Nov. 24, 1993

Supporting Documents: No Supporting Documents Available

Assignor

Name: STAPLES, INC. Execution Date: Aug. 02, 1993

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES PROPERTIES, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Address: 18300 EUCLID AVENUE
FOUNTAIN VALLEY, CALIFORNIA 92708

Correspondent

Correspondent Name: HALE AND DORR

Correspondent Address: MICHAEL J. BEVILACQUA, ESQUIRE
60 STATE STREET
BOSTON, MA 02109

Domestic Representative - Not Found

Assignment 2 of 4
Conveyance: MERGER

Reel/Frame: 2067/0774 Pages: 8

Date Recorded: Apr. 19, 2000

Supporting Documents: assignment-tm-2067-0774.pdf 

Assignor

Name: STAPLES PROPERTIES, INC. Execution Date: Jan. 21, 1998

Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FARMINGTON, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, INC.

Correspondent Address: EDWARD F. PERLMAN
600 ATLANTIC AVENUE
FEDERAL RESERVE PLAZA
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 3 of 4
Conveyance: NUNC PRO TUNC

Reel/Frame: 2953/0898 Pages: 4

Date Recorded: Sep. 10, 2004

Supporting Documents: assignment-tm-2953-0898.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

 



Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: CHERYL A. CLARKIN
FEDERAL RESERVE PLAZA
600 ALANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 4 of 4
Conveyance: CORRECTIVE ASSIGNMENT TO CORRECT THE ENTITY OF PREVIOUSLY RECORDED ASSIGNMENT ON REEL 002953,

FRAME 0898, RECORDED 09/10/04

Reel/Frame: 3240/0558 Pages: 8

Date Recorded: Nov. 02, 2005

Supporting Documents: assignment-tm-3240-0558.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY OF State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: CHERYL A. CLARKIN

Correspondent Address: WOLF, GREENFIELD & SACKS, P.C.
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210-2208

Domestic Representative - Not Found





 

Mark Information

Mark Literal Elements: STAPLES

Standard Character Claim: No

Mark Drawing Type: 1 - TYPESET WORD(S) /LETTER(S) /NUMBER(S)

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: OFFICE SUPPLIES, NAMELY, PADS OF PAPER

International Class(es): 016 - Primary Class U.S Class(es): 037

Class Status: ACTIVE

Basis: 1(a)

First Use: Jun. 06, 1985 Use in Commerce: Jul. 25, 1985

For: OPERATION OF MOBILE RETAIL STORES FOR THE SALE OF OFFICE SUPPLIES, OFFICE FURNITURE, AND RELATED ITEMS

International Class(es): 042 - Primary Class U.S Class(es): 101

Class Status: ACTIVE

Basis: 1(a)

First Use: Dec. 12, 1984 Use in Commerce: Jul. 25, 1985

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: STAPLES THE OFFICE SUPERSTORE, LLC

Owner Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702
UNITED STATES

Legal Entity Type: LIMITED LIABILITY COMPANY State or Country Where DELAWARE

Generated on: This page was generated by TSDR on 2015-02-04 15:39:33 EST

Mark: STAPLES

US Serial Number: 73591562 Application Filing Date: Apr. 04, 1986

US Registration Number: 1459182 Registration Date: Sep. 29, 1987

Register: Principal

Mark Type: Trademark, Service Mark

Status: The registration has been renewed.

Status Date: Sep. 10, 2007

Publication Date: Jun. 30, 1987



Organized:

Attorney/Correspondence Information

Attorney of Record

Attorney Name: Erich G. Rhynhart

Attorney Primary Email
Address:

ipmailbox@staples.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

Erich G. Rhynhart
Staples, Inc.
500 Staples Drive
Framingham, MASSACHUSETTS 01702
UNITED STATES

Phone: 5082535000

Correspondent e-mail: ipmailbox@staples.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description Proceeding
Number

May 25, 2011 ATTORNEY REVOKED AND/OR APPOINTED

May 25, 2011 TEAS REVOKE/APPOINT ATTORNEY RECEIVED

Sep. 10, 2007 REGISTERED AND RENEWED (FIRST RENEWAL - 10 YRS) 60132

Sep. 10, 2007 REGISTERED - SEC. 8 (10-YR) ACCEPTED/SEC. 9 GRANTED

Sep. 10, 2007 ASSIGNED TO PARALEGAL 60132

Aug. 23, 2007 REGISTERED - COMBINED SECTION 8 (10-YR) & SEC. 9 FILED

Aug. 23, 2007 TEAS SECTION 8 & 9 RECEIVED

Mar. 27, 2007 CASE FILE IN TICRS

Jul. 20, 1993 REGISTERED - SEC. 8 (6-YR) ACCEPTED

Apr. 12, 1993 REGISTERED - SEC. 8 (6-YR) FILED

Apr. 12, 1993 POST REGISTRATION ACTION CORRECTION

May 20, 1988 SEC 7 REQUEST FILED

Feb. 12, 1988 AMENDMENT UNDER SECTION 7 - ISSUED

Feb. 12, 1988 CERTIFICATE OF CORRECTION ISSUED

Oct. 28, 1987 SEC 7 REQUEST FILED

Sep. 29, 1987 REGISTERED-PRINCIPAL REGISTER

Jun. 30, 1987 PUBLISHED FOR OPPOSITION

Jun. 02, 1987 NOTICE OF PUBLICATION

May 29, 1987 NOTICE OF PUBLICATION

May 11, 1987 APPROVED FOR PUB - PRINCIPAL REGISTER

Apr. 09, 1987 CORRESPONDENCE RECEIVED IN LAW OFFICE

Feb. 09, 1987 NON-FINAL ACTION MAILED

Jun. 26, 1986 CORRESPONDENCE RECEIVED IN LAW OFFICE

Jun. 04, 1986 NON-FINAL ACTION MAILED

May 22, 1986 ASSIGNED TO EXAMINER 59580

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Renewal Date: Sep. 29, 2007

Change in Registration: Yes

Amendment to a
Registration/Renewal

Certificate:

IN THE STATEMENT, COLUMN 2, LINES 3, 4, 5, 6, 7, 8 AND 9 IS DELETED.



Correction made to
Registration:

IN THE STATEMENT, COLUMN 1, BEFORE LINE 1, "STAPLES, INC. (DELAWARE CORPORATION), 150 CALIFORNIA STREET,
NEWTON, MA, ASSIGNEE OF" SHOULD BE INSERTED.

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: POST REGISTRATION Date in Location: Sep. 10, 2007

Assignment Abstract Of Title Information

Summary

Total Assignments: 5 Registrant: STAPLES, INC.

Assignment 1 of 5
Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 0578/0391 Pages: 1

Date Recorded: Sep. 15, 1987

Supporting Documents: No Supporting Documents Available

Assignor

Name: STAPLES DIRECT OFFICE SUPPLY, INC. Execution Date: Sep. 08, 1987

Legal Entity Type: UNKNOWN State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: STAPLES, INC. 

Legal Entity Type: UNKNOWN State or Country Where
Organized:

No Place Where Organized Found

Address: 150 CALIFORNIA STREET
NEWTON, MASSACHUSETTS

Correspondent

Correspondent Name: BREINER & BREINER

Correspondent Address: 115 NORTH HENRY STREET
ALEXANDRIA, VA 22314

Domestic Representative - Not Found

Assignment 2 of 5
Conveyance: ASSIGNS THE ENTIRE INTEREST AND THE GOODWILL

Reel/Frame: 1067/0321 Pages: 3

Date Recorded: Nov. 24, 1993

Supporting Documents: No Supporting Documents Available

Assignor

Name: STAPLES, INC. Execution Date: Aug. 02, 1993

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES PROPERTIES, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Address: 18300 EUCLID AVENUE
FOUNTAIN VALLEY, CALIFORNIA 92708

Correspondent

Correspondent Name: HALE AND DORR

Correspondent Address: MICHAEL J. BEVILACQUA, ESQUIRE
60 STATE STREET
BOSTON, MA 02109

Domestic Representative - Not Found

Assignment 3 of 5
Conveyance: MERGER

Reel/Frame: 2067/0774 Pages: 8

Date Recorded: Apr. 19, 2000

Supporting Documents: assignment-tm-2067-0774.pdf 

Assignor

Name: STAPLES PROPERTIES, INC. Execution Date: Jan. 21, 1998

 



Legal Entity Type: CORPORATION State or Country Where
Organized:

CALIFORNIA

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, INC. 

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FARMINGTON, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, INC.

Correspondent Address: EDWARD F. PERLMAN
600 ATLANTIC AVENUE
FEDERAL RESERVE PLAZA
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 4 of 5
Conveyance: NUNC PRO TUNC

Reel/Frame: 2953/0898 Pages: 4

Date Recorded: Sep. 10, 2004

Supporting Documents: assignment-tm-2953-0898.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: CORPORATION State or Country Where
Organized:

No Place Where Organized Found

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: WOLF, GREENFIELD & SACKS, P.C.

Correspondent Address: CHERYL A. CLARKIN
FEDERAL RESERVE PLAZA
600 ALANTIC AVENUE
BOSTON, MA 02210

Domestic Representative - Not Found

Assignment 5 of 5
Conveyance: CORRECTIVE ASSIGNMENT TO CORRECT THE ENTITY OF PREVIOUSLY RECORDED ASSIGNMENT ON REEL 002953,

FRAME 0898, RECORDED 09/10/04

Reel/Frame: 3240/0558 Pages: 8

Date Recorded: Nov. 02, 2005

Supporting Documents: assignment-tm-3240-0558.pdf 

Assignor

Name: STAPLES THE OFFICE SUPERSTORE, INC. Execution Date: Aug. 03, 2004

Legal Entity Type: CORPORATION State or Country Where
Organized:

DELAWARE

Assignee

Name: STAPLES THE OFFICE SUPERSTORE, LLC 

Legal Entity Type: LIMITED LIABILITY COMPANY OF State or Country Where
Organized:

DELAWARE

Address: 500 STAPLES DRIVE
FRAMINGHAM, MASSACHUSETTS 01702

Correspondent

Correspondent Name: CHERYL A. CLARKIN

Correspondent Address: WOLF, GREENFIELD & SACKS, P.C.
FEDERAL RESERVE PLAZA
600 ATLANTIC AVENUE
BOSTON, MA 02210-2208

Domestic Representative - Not Found

Proceedings



Summary

Number of Proceedings: 1

Type of Proceeding: Opposition
Proceeding Number: 91219691 Filing Date: Dec 10, 2014

Status: Pending Status Date: Dec 10, 2014

Interlocutory Attorney: GEORGE POLOGEORGIS

Defendant

Name: Bloomberg, Martin H

Correspondent Address: BLOOMBERG, MARTIN H
31 HILLER DR
SEEKONK MA , 02771-4303

Correspondent e-mail: martybma@hotmail.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLEBIND Opposition Pending 86221688
Plaintiff(s)

Name: Staples The Office Superstore, LLC

Correspondent Address: Sarah J. Schneider
Sheridan Ross P.C.
1560 Broadway, Suite 1200
Denver CO , 80211
UNITED STATES

Correspondent e-mail: sschneider@sheridanross.com

Associated marks

Mark Application Status Serial
Number

Registration
Number

STAPLES Renewed 73591562 1459182

STAPLES Renewed 73598521 1438390

STAPLES Renewed 73690073 1512125

STAPLES
Section 8 and 15 - Accepted and
Acknowledged

78851148 3385468

STAPLES.COM Renewed 75687268 2397238

STAPLES BETTER Registered 77835122 3891934

STAPLES BETTER Registered 77835129 3891935
Prosecution History

Entry
Number History Text Date Due Date

1 FILED AND FEE Dec 10, 2014

2 NOTICE AND TRIAL DATES SENT; ANSWER DUE: Dec 10, 2014 Jan 19, 2015

3 PENDING, INSTITUTED Dec 10, 2014

4 ANSWER Jan 15, 2015
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